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Counsel for Plaintiffs

SONY CORPORATION,

SONY ELECTRONICS INC., and

SONY INTERACTIVE ENTERTAINMENT LLC

SONY CORPORATION, SONY
ELECTRONICS INC., and SONY
INTERACTIVE ENTERTAINMENT LLC,
Plaintiffs,

V.
ROVI GUIDES, INC., ROVI
TECHNOLOGIES CORPORATION, and
TIVO SOLUTIONS, INC.,

Defendants.
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UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA
SAN JOSE DIVISION

Case No.: 5:20-cv-08009

COMPLAINT FOR DECLARATORY
JUDGMENT OF PATENT
NONINFRINGEMENT

REDACTED VERSION OF DOCUMENT SOUGHT TO BE SEALED



https://www.docketalarm.com/

10
11
12
13
14
15
16
17
18
19
20
21
22
23
24
25
26
27

Case 5:20-cv-08009 Document 1 Filed 11/13/20 Page 2 of 40

Plaintiffs Sony Corporation, Sony Electronics Inc., and Sony Interactive Entertainment
LLC (collectively, “SONY™) bring this action for declaratory judgment of patent
noninfringement against Defendants Rovi Guides, Inc. (“Rovi Guides”), Rovi Technologies
Corporation (“Rovi Tech. Corp.”), and TiVo Solutions, Inc. (“TiVo”) (collectively,
“Defendants”) and allege as follows:

NATURE OF THE ACTION

1. This is an action arising under the Declaratory Judgement Act, 28 U.S.C. § 2201
and 2202, and the Patent Laws of the United States, 35 U.S.C. § 1 et seq. SONY brings this
action for a declaration that it does not infringe any claim of U.S. Patent Nos. _

I ' civcly “the Asscred Patns”)

PARTIES

2. Sony Corporation is a corporation duly organized and existing under the laws of
Japan, with a principal place of business located at 1-7-1 Konan, Minato-ku, Tokyo 108-0075,
Japan.

3. Sony Electronics Inc. (“SEL”) is a corporation duly organized and existing under
the laws of Delaware, with a principal place of business located at 16535 Via Esprillo, San
Diego CA 92127. SEL provides a wide range of audio-visual products, including televisions
and mobile entertainment products. SEL is an indirect, wholly owned subsidiary of Sony
Corporation.

4. Sony Interactive Entertainment LLC (“SIE”) is a limited liability company duly
organized and existing under the laws of California, with a principal place of business located at
2207 Bridgepointe Parkway, San Mateo, California 94404. SIE is headquartered in San Mateo,

California and is an indirect, wholly owned subsidiary of Sony Corporation. SIE is a leader in
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interactive and digital entertainment responsible for the PlayStation™ brand and family of
products and services, including PlayStation™ 4 and PlayStation™ Video.

5. On information and belief, Rovi Technologies Corporation (“Rovi Tech. Corp.”)
is a corporation organized and existing under the laws of Delaware with a principal place of
business at 2830 De La Cruz Boulevard, Santa Clara, California 95050.

6. On information and belief, Rovi Guides, Inc. (“Rovi Guides™) is a corporation
organized and existing under the laws of Delaware with a principal place of business at 2160
Gold Street, San Jose, California 95002. On information and belief, Rovi Guides is a wholly
owned subsidiary of Rovi Tech. Corp., and in turn a wholly owned subsidiary of TiVo
Solutions, Inc.

7. On information and belief, TiVo Solutions, Inc. (“TiVo0”) is a corporation
organized and existing under the laws of Delaware with a principal place of business located at
2160 Gold Street, San Jose, California 95002.

JURISDICTION

8. This is an action for declaratory relief under the Patent Laws of the United
States, 35 U.S.C. § 1 ef seq. and the Declaratory Judgment Act, 28 U.S.C. §§ 2201 and 2202.

0. This Court has personal jurisdiction because, on information and belief,
Defendants have, and have had, continuous and systemic contacts within the State of California,
including this District. On information and belief, the headquarters or principal place of
business of the Defendants is San Jose or Santa Clara, California, both of which are located in
this District. Further, on information and belief, Defendants have purposefully directed
business activities at this District and residents of this District have used services and products
offered for sale or sold by Defendants.

10. For example, Rovi Guides has sought to enforce its patent rights in this district
previously in Rovi Corp., et al. v. Roku, Inc., Case No. 12-2185, Dkt. No. 1 (N.D. Cal. May 1,
2012).
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11. In addition, Rovi Guides and Rovi Tech. Corp. admitted this Court had personal
jurisdiction over each of them in a prior litigation. See Netflix, Inc. v. Rovi Corp. et al., No. 11-
cv-06591, Dkt. No. 16 (N.D. Cal. Feb. 17, 2012) (“Rovi [defined to include Rovi Guides and
Rovi Tech. Corp.] admits that this Court has personal jurisdiction over Rovi.”).

12. TiVo (under its former name, TiVo Inc.) previously submitted to this Court’s
jurisdiction as well when it filed a complaint for declaratory judgment of non-infringement and
invalidity in the Northern District. See TiVo Inc. v. Digital CBT LLC, et al., No. 12-cv-03866,
Dkt. No. 1 (N.D. Cal. Jul. 24, 2012).

13. This Court has federal question jurisdiction under 28 U.S.C.§§ 2331 and 1338(a)
because this is a civil action arising under the Patent Act. This Court has subject matter
jurisdiction over SONY’s declaratory judgment claims pursuant to 28 U.S.C. §§ 2201 and 2202
because an immediate and substantial controversy exists between SONY and Defendants with
respect to whether the Asserted Patents cover SONY’s activities.

14. SONY and the Defendants have a history of patent license negotiations. On
December 28, 2015, Sony Corporation (together with all of its Subsidiaries, including SEL and
SIE) and parent company Rovi Corporation (together with all its Subsidiaries, including Rovi

Guides and Rovi. Tech. Corp.) executed a Worldwide Patent License Agreement (“2015

License Agreement”.

15. In2017, , the
parties began discussions regarding a renewed license. Ultimately, these discussions resulted in
the September 29, 2017 execution of an amendment to the 2015 License Agreement entitled

“SONY Amendment One to Worldwide Patent License Agreement” (“2017 License
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Agreement”). The 2017 License Agreement added TiVo Solutions Inc. as a party to the

agreement

—_
o

purportedly remain enforceable as of July 1, 2020. By contrast, the 2015
License Agreement and the 2017 License Agreement also covered numerous other patents that

expired on or before July 1, 2020.

—_
~

e p—
o »

20. PlayStation Vue is no longer offered by SONY.

21. Sony Corporation and TiVo subsequently entered into a Non-Disclosure
Agreement (“NDA”). Many details relating to the Parties’ more recent licensing discussions are
covered by the NDA, and therefore are not included in this Complaint.

22. The licensing discussions have been unsuccessful. SONY is not licensed under

the Asserted Patents for particular products and services sold after expiration of the 2017
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