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I. INTRODUCTION

On October 6, 2011, plaintiff Intellectual Ventures |, LLC and Intellectual
Ventures |l, LLC (collectively “IV”) filed suit in this district against defendant Motorola
Mobility, Inc. (“Motorola®) alleging infringement of six patents: U.S. Patent Nos.
7,810,144 (the “144 patent”), 6,412,953 (the “953 patent”), 7,409,450 (the “450 patent”),
7,120,462 (the “462 patent”), 6,557,054 (the “054 patent”), and 6,658,464 (the “464
patent”). (D.l. 1) Motorola answered the complaint and asserted a counterclaim for
declaratory judgment of non-infringement and invalidity of the patents-in-suit on
December 13, 2011. (D.l. 10) IV answered Motorola’s counterclaims on January 6,
2012. (D.1. 13)

IV 1 and Il are limited liability companies organized and existing under the laws of
the State of Delaware, with their principal place of business in Bellevue, Washington.
(D.1. 1 at Y 1-2) IV | owns the “144, ‘450, ‘054, and ‘464 patents. (/d. at {[{ 10, 14, 18,
20) IV llis the exclusive licensee of the ‘953 patent and owns the ‘462 patent. (/d. at
171 12, 16) Motorola is a corporation organized and existing under the laws of the State
of Delaware, with its principal place of business in Libertyville, lliinois. (/d. at [ 3) It
makes, manufactures, and/or sells the accused products. (/d. at ] 28)

Presently before the court are Motorola’s motions for summary judgment of
invalidity and non-infringement of the patents-in-suit. (D.I. 230; D.l. 252) The court has
jurisdiction pursuant to 28 U.S.C. §§ 1331 and 1338(a).

il. STANDARDS OF REVIEW
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A. Summary Judgment

“The court shall grant summary judgment if the movant shows that there is no
genuine dispute as to any material fact and the movant is entitled to judgment as a
matter of law.” Fed. R. Civ. P. 56(a). The moving party bears the burden of
demonstrating the absence of a genuine issue of material fact. Matsushita Elec. Indus.
Co. v. Zenith Radio Corp., 415 U.S. 574, 586 n.10 (1986). A party asserting that a fact
cannot be—or, alternatively, is—genuinely disputed must support the assertion either
by citing to “particular parts of materials in the record, including depositions, documents,
electronically stored information, affidavits or declarations, stipulations (including those
made for the purposes of the motions only), admissions, interrogatory answers, or other
materials,” or by “showing that the materials cited do not establish the absence or
presence of a genuine dispute, or that an adverse party cannot produce admissible
evidence to support the fact.” Fed. R. Civ. P. 56(c)(1)(A) & (B). If the moving party has
carried its burden, the nonmovant must then “come forward with specific facts showing
that there is a genuine issue for trial.” Matsushita, 415 U.S. at 587 (internal quotation
marks omitted). The court will “draw all reasonable inferences in favor of the
nonmoving party, and it may not make credibility determinations or weigh the evidence.”
Reeves v. Sanderson Plumbing Prods., Inc., 530 U.S. 133, 150 (2000).

To defeat a motion for summary judgment, the non-moving party must “do more
than simply show that there is some metaphysical doubt as to the material facts.”
Matsushita, 475 U.S. at 586-87; see also Podohnik v. U.S. Postal Service, 409 F.3d

584, 594 (3d Cir. 2005) (stating party opposing summary judgment “must present more
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than just bare assertions, conclusory allegations or suspicions to show the existence of
a genuine issue”) (internal quotation marks omitted). Although the “mere existence of
some alleged factual dispute between the parties will not defeat an otherwise properly
supported motion for summary judgment,” a factual dispute is genuine where “the
evidence is such that a reasonable jury could return a verdict for the nonmoving party.”
Anderson v. Liberty Lobby, Inc., 411 U.S. 242, 247-48 (1986). “If the evidence is
merely colorable, or is not significantly probative, summary judgment may be granted.”
Id. at 249-50 (internal citations omitted); see also Celotex Corp. v. Catrett, 411 U.S.
317, 322 (1986) (stating entry of summary judgment is mandated “against a party who
fails to make a showing sufficient to establish the existence of an element essential to
that party’s case, and on which that party will bear the burden of proof at trial”).

B. Claim Construction

Claim construction is a matter of law. Phillips v. AWH Corp., 415 F.3d 1303,
1330 (Fed. Cir. 2005) (en banc). Claim construction focuses on intrinsic evidence - the
claims, specification and prosecution history - because intrinsic evidence is “the most
significant source of the legally operative meaning of disputed claim language.”
Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1582 (Fed. Cir. 1996); Markman v.
Westview Instruments, Inc., 52 F.3d 967, 979 (Fed. Cir. 1995) (en banc), affd, 517 U.S.
370 (1996). Claims must be interpreted from the perspective of one of ordinary skill in
the relevant art at the time of the invention. Phillips, 415 F.3d at 1313.

Claim construction starts with the claims, id. at 1312, and remains centered on

the words of the claims throughout. Interactive Gift Express, Inc. v. Compuserve, Inc.,
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256 F.3d 1323, 1331 (Fed. Cir. 2001). In the absence of an express intent to impart
different meaning to claim terms, the terms are presumed to have their ordinary
meaning. /d. Claims, however, must be read in view of the specification and
prosecution history. Indeed, the specification is often “the single best guide to the
meaning of a disputed term.” Phillips, 415 F.3d at 1315.

C. Infringement

A patent is infringed when a person “without authority makes, uses or sells any
patented invention, within the United States . . . during the term of the patent.” 35
U.S.C. § 271(a). A two-step analysis is employed in making an infringement
determination. See Markman, 52 F.3d at 976. First, the court must construe the
asserted claims to ascertain their meaning and scope. See id. Construction of the
claims is a question of law subject to de novo review. See Cybor Corp. v. FAS Techs.,
138 F.3d 1448, 1454 (Fed. Cir. 1998). The trier of fact must then compare the properiy
construed claims with the accused infringing product. See Markman, 52 F.3d at 976.
This second step is a question of fact. See Baiv. L & L Wings, Inc., 160 F.3d 1350,
1353 (Fed. Cir. 1998).

“Direct infringement requires a party to perform each and every step or element
of a claimed method or product.” BMC Res., Inc. v. Paymentech, L.P., 498 F.3d 1373,
1378 (Fed. Cir. 2007), overruled on other grounds by 692 F.3d 1301 (Fed. Cir. 2012).
“If any claim limitation is absent from the accused device, there is no literal infringement
as a matter of law.” Bayer AG v. Elan Pharm. Research Corp., 212 F.3d 1241, 1247

(Fed. Cir. 2000). If an accused product does not infringe an independent claim, it also
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