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Dear Judge Connolly;

| write on behalf of Genentech in C.A. No. 18-@49CFC to request that the Court
compel Amgen to produce documents and make ceritniesses available for deposition
stemming from Amgen’s decision to waive privilegelaely on the advice of counsel as a
defense to willful patent infringement. A simildispute will be presented at the June 18, 2019
discovery conference in the related Avastin casA.(No. 17-cv-1407-CFC), and Genentech
believes it would be most efficient for the Cowrtdecide this issue in this case at the same time.

Patent infringement is a strict liability offens8ee, e.gValinge Innovation AB v.
Halstead New England Cor®2018 WL 2411218, at *3 (D. Del. May 29, 2018).défendant
accused of willful patent infringement, however ynsaek to avoid enhanced damages by
alleging that it acted in good faith in reliancetba advice of counselSee, e.g Greatbatch Ltd.
v. AVX Corp,. 2016 WL 7217625, at *4-6 (D. Del. Dec. 13, 2016).

Reliance on an advice of counsel defense is a waivatorney/client privilege that
extends to other legal advice that the defendastdzeived on the same subjeBee In re
EchoStar Commc’ns Corp448 F.3d 1294, 1299 (Fed. Cir. 2006). This esstinat a defendant
may not use the attorney/client privilege as boskward and shield by selectively disclosing
certain legal advice to advance its interests whitbholding other legal advice on the same
subject matter that would undermine its positi®ee, e.gEchoStar 448 F.3d at 1303n re
Seagate Tech., LL@97 F.3d 1360, 1372 (Fed. Cir. 2007).

I SceExs. 1, 2. This disclosure

came only ten days before the close of fact disgoaed after Amgen had already asserted
privilege to prevent witnesses from testifying ba same subject matter at their depositions.
Upon receiving Amgen’s opinion letters, Genentesdjuested that Amgen produce all legal
advice that Amgen had received on the subject mattensure that Amgen was not selectively
disclosing only favorable legal advice while shietdunfavorable legal advice from disclosure.
SeeEx. 3 at 1-2. Amgen, however, has refused to fiikglose the other legal advice that
Amgen has received on the subject matter of thedter$ §eeEx. 4 at 1) and, to date, has not
produced anything to Genentech beyond the two opilgtters themselves.

l. Scope of Waiver

The case law is clear that Amgen’s privilege waigarot limited to the opinion letters
themselves but also includes other legal adviceAhayen has received on the same subject.
See, e.gEchoStay 448 F.3d at 1299. Yet Amgen has agreed onlydwige “communications
regarding the opinion letters exchanged betweeneknig-house counsel and outside opinion
counsel and/or Amgen decision-makers who reliechipe opinions, and any other opinion
letters obtained by Amgen regarding the invalidityhe ['869] and/or ['196, ‘379, and '811]
patents.” Ex. 4 at 1. Amgen has refused to pevaiy other communications relating to the
opinion letters (including communications betweang®&n in-house counsel) or any other legal
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advice that Amgen has received on this subjectanaid. That selective approach to privilege
waiver is exactly what the law forbid&choStay 448 F.3d at 130Feagate497 F.3d at 1372.

As a subject matter waiver, Genentech is entitteckteive all legal advice that Amgen
has received on the same subject matter in orderalnate Amgen’s state of mind. Genentech
therefore requests in J 1 of its proposed orderAhayen produce all documents relating to
assessments of (i) infringement and/or validityhaf ‘869 patent; and (ii) validity of the '196,
‘379, and '811 patents provided to Amgen. The #jgetategories of information addressed
below are not meant to be limiting as to the samfp®mgen’s waiver and instead simply
illustrate the problem with Amgen selectively assgrprivilege over certain legal advice while
affirmatively relying on other legal advice on tse@me subject matter as a defense to willfulness.

A

The Herceptin label (which Amgen has copied fobitsimilar product) includes certain
indications and regimens that are covered by tB6,'1379, and ‘811 patents. The validity of

the '196 and '379 patents was previously challerigedultiple |PRs. | EEEENENGTNGEGEG

The PTAB in October 2018 issued final
written decisions upholding the validity of the @@nd '379 patents. The related '811 patent
issued on December 25, 2

SeeEx. 1.

Amgen has asserted privilege and refuses to disdlee legal advidii NG

SeeEx. 8. Yet Amgen now seeks to rely on legal adizg those same
patents are invalid as a willfulness defense. Amgpnnot have it both ways. Genentech

requests that the Court order Amgen to producdacailiment i GG

||

Amgen has similarly taken an inconsistent appradti respect to assessments of

infringement for the '869 pater G
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Id. at 63:16-65:23, 209:17-210:15. But now that Ambas waived privilege with respect to

infringement of the 869 patent, Amgen may not Wwitld assessments of infringement of that
patent on privilege grounds. Accordingly, Genehtexguests in 3 of its proposed order that
Amgen produce all docume

C. Communications with “trial counsel.”

Amgen'’s state of mind in relying on opinions ofiosel is necessarily influenced by the
legal advice that Amgen has received from its awhause counsel. Amgen has sought to
exempt its in-house counsel from the scope of thalgge waiver by labeling them as *“trial
counsel.” But that is not a tenable position—egglcfor any in-house counsel who had a role
in obtaining the opinion letters or in advising Aemgs business decisionmakers. The fact that
an in-house attorney has entered an appearanige ltigation does not place them outside the
scope of the privilege waivelSee Seagatd97 F.3d at 1374-75. Communications with and
among Amgen’s in-house counsel concerning the subjatter addressed in the opinion letters
should fall within the scope of Amgen’s privilegamer, as reflected in § 4 of Genentech’s
proposed order.

Amgen has also sought to categorically excludermaamcations with its outside trial
counsel from disclosure, relying @eagate However, this case does not involve the “ordinar
circumstances” that “depend on an infringer’s pigdtion conduct” thaBeagateddressed. 497
F.3d at 1374. Amgen obtained its opinions of cellltsg after this litigation began, and
Amgen’s reliance on those opinions is colored leyldégal advice that Amgen’s business
decisionmakers have received—directly or indireetfsom Amgen’s outside litigation counsel.
Genentech is not seeking communications with oettidjation counsel if they solely reflect
“litigation strategy” or the “manner of presentiagase to a judicial decision makeid. at
1373. But now that Amgen has placed its curraatestf mind at issue, Genentech is entitled to
know what legal advice from Amgen’s outside trialosel has been presented to Amgen “for
making informed business decisionsl!, as requested in I 5 of Genentech’s proposed.order

Il. Deposition Discovery

Amgen has sought to limit Genentech to a singl®)§6] deposition of in-house counsel
regarding Amgen’s opinion letters. However, Geaehtshould not be limited to a corporate
witness on these issues, particularly if there vmeaay individuals involved in obtaining the
opinion of counsel. Accordingly, Genentech regsi@sf] 6 of its proposed order that Genentech
may take depositions of any in-house attorney welin obtaining the opinion letters.

Amgen has asserted privilege during prior depasstio certain questions falling within
the scope of its privilege waivee.@,
). See, e.gEx. 12 at 10:24-11:7, 50:14-25; Ex. 13 at 210:1824;11 at 63:16-
65:23; Ex. 14 at 166:5-17, 169:2-10, 170:23-17EX3;15 at 126:6-127:13, 189:6-191.7, 332:14-
334:13. Genentech requests in 7 of its proposger that Amgen make those witnesses
available for further deposition now that Amgen hasved privilege over those matters.

DOC KET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




