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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 

GENENTECH, INC. and CITY OF HOPE, 

Plaintiffs, 

v. 

AMGEN INC., 

Defendant. 

C.A. No. 18-924-CFC 

PUBLIC VERSION

AMGEN INC.’S LETTER IN OPPOSITION TO  
PLAINTIFFS’ MOTION REGARDING DISCOVERY ISSUES 

Of Counsel: 
Michelle Rhyu 
Daniel Knauss 
Susan Krumplitsch 
Cooley LLP 
3175 Hanover Street 
Palo Alto, CA 94304-1130 
P (650) 843-5000 
rhyums@cooley.com  
dknauss@cooley.com  
skrumplitsch@cooley.com 

Orion Armon 
Cooley LLP 
380 Interlocken Crescent, Suite 900 
Broomfield, CO 80021-8023 
P (720) 566-4000 
oarmon@cooley.com  

Eamonn Gardner 
Cooley LLP 
4401 Eastgate Mall 
San Diego, CA 92121-1909 
P (858) 550-6000 
egardner@cooley.com  

Nancy Gettel 
Lois M. Kwasigroch  
Amgen Inc. 
One Amgen Center Drive 
Thousand Oaks, CA 91320-1799 
P (805) 447-1000 
ngettel@amgen.com  
loisk@amgen.com 

Dated:  June 14, 2019 

SMITH, KATZENSTEIN & JENKINS LLP 

Neal C. Belgam (No. 2721) 
Eve H. Ormerod (No. 5369) 
Jennifer M. Rutter (No. 6200) 
1000 West Street, Suite 1501 
Wilmington, DE 19801 
P (302) 652-8400 
nbelgam@skjlaw.com 
eormerod@skjlaw.com 
jrutter@skjlaw.com 

Attorneys for Defendant Amgen Inc. 
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The Honorable Colm F. Connolly 
Page 3 

 

C. Testing of Amgen’s manufacturing processes done under the direction of trial counsel 
is protected by the work product privilege. 

The scope of privilege waiver should not extend to testing performed at the direction of trial 
counsel, which falls squarely within attorney work product.  Genentech is not entitled to work 
product relating to any experimentation, testing, or analysis developed in relation to Amgen’s 
litigation defenses for the ’869 patent unless and until Amgen’s expert relies on the work.  The 
Federal Circuit has recognized that “trial counsel’s mental processes . . . enjoy the utmost 
protection from disclosure . . . .” In re Seagate, 497 F.3d at 1375-76.  Moreover, “‘tests which 
generate factual data – when conducted at the direction of counsel in preparation for litigation – 
are strongly indicative of the mental impressions, conclusions, and opinions, or legal theories of 
[a party’s] attorneys’ and are therefore ‘protected by the work product doctrine.’” Reckitt 
Benckiser LLC v. Amneal Pharm., LLC, 2012 WL 2871061, at *6 (D.N.J. July 12, 2012) (quoting 
U.S. ex. rel. Dye v. ATK Launch Sys., Inc., 2011 WL 996975, at *5 (D. Utah Mar. 16, 
2011)).  Genentech prevailed with this very argument in resisting Amgen’s attempt to obtain 
Genentech’s testing data in the Avastin case.  (See March 11, 2019 Letter, Ex. A, attached hereto 
as Exhibit A.)  The Proposed Order at ¶3 should be denied. 

D. Genentech’s expansive requests for depositions should be rejected. 

Genentech seeks overbroad deposition testimony from any in-house counsel involved in obtaining 
the Opinion Letters or providing advice with respect to infringement or validity of the ’869 patent 
or validity of the dosing patents to any business decisionmakers at Amgen.  (Proposed Order ¶ 
6.)  Genentech’s request is duplicative and unduly burdensome, as it would allow Genentech to 
depose numerous in-house attorneys of different seniority levels.  Amgen proposes to provide as 
a 30(B)(6) witness one senior attorney who both received the Opinion Letters and conveyed advice 
regarding these subjects to the decisionmakers.  At a minimum, Amgen’s “Designated Inside 
Counsel” under the protective order, who are litigation counsel and were not involved in obtaining 
the Opinion letters, should not be deposed.  The Proposed Order ¶ 6 should be denied.  Also, for 
the reasons articulated above, ¶ 7 should be denied. 

Respectfully submitted, 

/s/ Neal C. Belgam 

Neal C. Belgam (#2721) 

cc: All Counsel of Record (via email) 

Enclosures 
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EXHIBIT A 
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