
 

 
ME1 32558652v.1 

IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 

 
GENENTECH, INC., 
 
   Plaintiff, 
 
 v. 
 
AMGEN INC., 
 
   Defendant. 

) 
) 
) 
) 
) 
) 
) 
) 
) 
) 

 
 
 
 
C.A. No. 18-924-CFC 

 
 

PROPOSED JOINT FINAL JURY INSTRUCTIONS

Case 1:18-cv-00924-CFC-SRF     Document 499     Filed 02/03/20     Page 1 of 149 PageID
#: 33899

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

i 
ME1 32558652v.1 

TABLE OF CONTENTS 

1. GENERAL INSTRUCTIONS ......................................................................... 1 
1.1 INTRODUCTION ........................................................................................ 1 
1.2 JURORS’ DUTIES ....................................................................................... 3 
1.3 EVIDENCE DEFINED ................................................................................ 5 
1.4 CONSIDERATION OF EVIDENCE ........................................................... 7 
1.5 DIRECT AND CIRCUMSTANTIAL EVIDENCE ...................................... 8 
1.6 CREDIBILITY OF WITNESSES ................................................................10 
1.7 DEPOSITION TESTIMONY ......................................................................13 
1.8 EXPERT WITNESSES ...............................................................................15 
1.9 NUMBER OF WITNESSES .......................................................................17 
1.10 STIPULATION .........................................................................................18 
1.11 EXHIBITS AND DEMONSTRATIVE EXHIBITS...................................19 
1.12 CONFIDENTIAL LABELS & REDACTIONS.........................................20 
1.13 USE OF NOTES ........................................................................................22 

2. THE PARTIES AND THEIR CONTENTIONS .............................................24 
3. BURDENS OF PROOF ..................................................................................27 
4. PATENT CLAIMS .........................................................................................29 

4.1 THE ROLE OF CLAIMS IN THE PATENT...............................................29 
4.2 INDEPENDENT AND DEPENDENT CLAIMS ........................................30 
4.3 CLAIM CONSTRUCTION .........................................................................32 

5. INFRINGEMENT ..........................................................................................34 
5.1 INFRINGEMENT GENERALLY ...............................................................34 
5.2 DIRECT INFRINGEMENT ........................................................................36 
5.3 INDUCED INFRINGEMENT .....................................................................39 
5.4 [GENENTECH’S PROPOSAL: INFRINGEMENT BY FILING A 
BIOLOGICS LICENSE APPLICATION ..........................................................44 
5.5 [AMGEN’S PROPOSAL: DETERMINING WHETHER THIRD PARTIES 
HAD AN IMPLIED LICENSE TO PRACTICE THE DOSING PATENTS .....46 

6. INVALIDITY  ................................................................................................49 
6.1 INVALIDITY GENERALLY .....................................................................49 
6.2 [GENENTECH’S PROPOSAL: PRESUMPTION OF VALIDITY ..........51 

Case 1:18-cv-00924-CFC-SRF     Document 499     Filed 02/03/20     Page 2 of 149 PageID
#: 33900

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

ii 
ME1 32558652v.1 

6.3 PERSON OF ORDINARY SKILL IN THE ART ........................................52 
6.4 THE WRITTEN DESCRIPTION REQUIREMENT ...................................54 
6.5 THE ENABLEMENT REQUIREMENT.....................................................56 
6.6 INDEFINITENESS .....................................................................................59 
6.7 PRIOR ART AND PRIOR PUBLIC USE ...................................................61 
6.8 ANTICIPATION .........................................................................................64 
6.9 OBVIOUSNESS..........................................................................................68 
6.10 DERIVATION ..........................................................................................74 
6.11 INCORRECT INVENTORSHIP ...............................................................78 
6.12 [AMGEN’S PROPOSAL: INEQUITABLE CONDUCT .........................81 

7. DAMAGES ....................................................................................................82 
7.1 DAMAGES – GENERALLY ......................................................................82 
7.2 DAMAGES – KINDS OF DAMAGES THAT MAY BE RECOVERED....85 
7.3 [AMGEN’S PROPOSAL: ATTRIBUTION/APPORTIONMENT ............89 
7.4 LOST PROFITS – “BUT- FOR” TEST .......................................................93 
7.5 LOST PROFITS–FACTORS .......................................................................96 
7.6 LOST PROFITS– DEMAND ......................................................................99 
7.7 LOST PROFITS—ACCEPTABLE NON-INFRINGING SUBSTITUTES
 ........................................................................................................................ 101 
7.8 LOST PROFITS– MARKET SHARE ....................................................... 104 
7.9 LOST PROFITS– CAPACITY .................................................................. 108 
7.10 LOST PROFIT – AMOUNT OF PROFIT ............................................... 109 
7.11 PRICE EROSION.................................................................................... 113 
7.12 COST ESCALATION ............................................................................. 116 
7.13 REASONABLE ROYALTY – GENERALLY ........................................ 117 
7.14 REASONABLE ROYALTY—HYPOTHETICAL NEGOTIATION ...... 120 
7.15 REASONABLE ROYALTY – FACTORS .............................................. 122 
7.16 [GENENTECH’S PROPOSAL: REASONABLE ROYALTY– 
ATTRIBUTION/APPORTIONMENT ............................................................ 124 
7.17 REASONABLE ROYALTY – MULTIPLE PATENTS .......................... 126 
7.18 REASONABLE ROYALTY—TIMING ................................................. 127 
7.19 REASONABLE ROYALTY—AVAILABILITY OF NON-INFRINGING 
ALTERNATIVES ........................................................................................... 129 
7.20 REASONABLE ROYALTY– USE OF COMPARABLE LICENSE 
AGREEMENTS .............................................................................................. 130 
7.21 [GENENTECH’S PROPOSAL: DAMAGES– DOUBTS RESOLVED 
AGAINST INFRINGER ................................................................................. 132 

Case 1:18-cv-00924-CFC-SRF     Document 499     Filed 02/03/20     Page 3 of 149 PageID
#: 33901

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

iii 
ME1 32558652v.1 

8. WILLFUL INFRINGEMENT ...................................................................... 133 
9. DELIBERATION AND VERDICT .............................................................. 137 

9.1 INTRODUCTION ..................................................................................... 137 
9.2 UNANIMOUS VERDICT ......................................................................... 139 
9.3 DUTY TO DELIBERATE ........................................................................ 141 
9.4 SOCIAL MEDIA....................................................................................... 143 
9.5 COURT HAS NO OPINION ..................................................................... 145 

Case 1:18-cv-00924-CFC-SRF     Document 499     Filed 02/03/20     Page 4 of 149 PageID
#: 33902

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

1 
ME1 32558652v.1 

1. GENERAL INSTRUCTIONS 1 

1.1 INTRODUCTION 

Members of the jury, now it is time for me to instruct you about the law that 

you must follow in deciding this case. 

I will start by explaining your duties and the general rules that apply in every 

civil case.  Then I will explain some rules that you must use in evaluating 

particular testimony and evidence.  Then I will explain the positions of the parties 

and the law you will apply in this case.  Finally, I will explain the rules that you 

must follow during your deliberations in the jury room, and the possible verdicts 

you may return.  

Please listen very carefully to everything I say.  In following my instructions 

you must follow all of them and not single out some and ignore others.  They are 

all important.  

You will have a written copy of these instructions with you in the jury room 

for your reference during your deliberations.  You will also have a verdict form, 

which will list the questions that you must answer to decide this case. 

 

                                                
 
1 The parties reserve their rights to propose further amendments to these proposed 
jury instructions consistent with legal issues that may arise after the filing of these 
proposed instructions. 
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