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UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF NEW YORK
-------------------------------------------------------x

STARBUCKS CORPORATION, a Washington
corporation; and STARBUCKS U.S. BRANDS
L.L.C., a Nevada Corporation,

Plaintiffs,

-v- No. 01 Civ. 5981 (LTS)(THK)

WOLFE’S BOROUGH COFFEE, INC., a New
Hampshire corporation d/b/a BLACK BEAR
MICRO ROASTERY,

Defendant.

-------------------------------------------------------x

OPINION AND ORDER

In this action, Plaintiffs Starbucks Corporation and Starbucks U.S. Brands LLC

(collectively “Plaintiff”), seek injunctive relief against Defendant Wolfe’s Borough Coffee, Inc.,

d/b/a Black Bear Micro Roastery (“Defendant” or “Black Bear”), on their federal trademark

infringement and unfair competition claims brought pursuant to the Lanham Act, 15 U.S.C. §§

1114(1), 1125(a); federal and state trademark dilution claims brought pursuant to the newly-

amended Federal Trademark Dilution Act (“FTDA”), 15 U.S.C. §§ 1125(c) and 1127, and New

York Gen. Bus. Law § 360-l, respectively; and their common-law unfair competition claim.  The

Court has jurisdiction of the federal claims in this action pursuant to 28 U.S.C. §§ 1331, 1338(a),

and 1332(a).  The Court has supplemental jurisdiction of Plaintiff’s state statutory and common

law claims pursuant to 28 U.S.C. §§ 1367 and 1338(b). 
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Starbucks Corp. v. Wolfe’s Borough Coffee, Inc., No. 01 Civ. 5981 (LTS)(THK),1

2005 WL 3527126 (S.D.N.Y. Dec. 23, 2005).
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PROCEDURAL HISTORY AND FACTUAL BACKGROUND

The case was tried to the Court over two days on March 15 and March 17, 2005. 

The Court considered the stipulated facts, trial testimony and evidence carefully, while also

observing the demeanor of the witnesses, and considered thoroughly all of the written and oral

submissions of counsel.  In its December 23, 2005, Opinion and Order  (the “December 20051

Decision”), the Court found that Plaintiff had failed to carry its burden of demonstrating its

entitlement to relief and ordered that judgment be entered in Defendant’s favor with respect to all

of Plaintiff’s claims; Plaintiff appealed.  

Under the FDTA as in effect at the time this Court rendered its December 2005

Decision, a showing of actual dilution was required to demonstrate entitlement to injunctive

relief.  Moseley v. V. Secret Catalogue, Inc., 537 U.S. 418, 433 (2003).  Signed into law on

October 6, 2006, the Trademark Dilution Revision Act of 2006 (“TDRA”) amended the FTDA to

provide, inter alia, that the owner of a famous, distinctive mark is entitled to an injunction against

the user of a mark that is likely to cause dilution of the famous mark.  15 U.S.C. § 1125(c)(1).  

In light of the enactment of the TDRA, the Second Circuit vacated the earlier judgment and

remanded the case for further proceedings.  In its remand decision, the Second Circuit noted that

this Court had already considered “likelihood of trademark dilution” in connection with New

York state law, but ordered reconsideration nevertheless because “it is not clear that [the New

York] statute is coextensive with the amended [federal] statute [and] the district court’s treatment

of the New York statute does not permit a review of whether the analysis conforms with the
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amended statute.”  Starbucks Corp. v. Wolfe’s Borough Coffee, Inc., 477 F.3d 765, 766 (2d Cir.

2007).  Accordingly, the Court has reconsidered Plaintiff’s claim for injunctive relief in light of

the TDRA’s amendment to the FTDA.  

The parties submitted briefs following the remand, and agreed that no further

evidentiary proceedings were required.  Having considered thoroughly all of the arguments by

counsel on remand, and for the following reasons, the Court finds that Plaintiff has failed to carry

its burden of demonstrating its entitlement to relief under the FTDA, as amended.  For

substantially the reasons detailed in the December 2005 Decision and as explained below, the

Court finds that Plaintiff has also failed to demonstrate its entitlement to relief on its: (1) federal

trademark infringement and unfair competition claims brought pursuant to the Lanham Act; (2)

state trademark dilution claims brought pursuant to New York Gen. Bus. Law § 360-1; and (3)

unfair competition claim under the common law.  The December 2005 Decision, which is hereby

incorporated by reference insofar as it addresses the relevant facts and Plaintiff’s non-FTDA

claims, and this Opinion and Order, constitute the Court’s findings of fact and conclusions of law

in accordance with Rule 52 of the Federal Rules of Civil Procedure. 

The Court’s findings as to the material background facts of this matter are detailed

in the December 2005 Decision.

DISCUSSION

The principal issue for examination on remand is whether, in light of the 2006

amendment to the FTDA, Plaintiff is entitled to injunctive relief  based on the likelihood that

Defendant’s challenged activities will dilute Plaintiff’s rights in its Starbucks trademarks.  To

Case 1:01-cv-05981-LTS-THK   Document 107   Filed 06/05/08   Page 3 of 16

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


     The amended FTDA reads in relevant part as follows: 2

(c) Dilution by blurring; dilution by tarnishment.

(1) Injunctive relief. Subject to the principles of equity, the owner of a
famous mark that is distinctive, inherently or through acquired
distinctiveness, shall be entitled to an injunction against another
person who, at any time after the owner's mark has become
famous, commences use of a mark or trade name in commerce that
is likely to cause dilution by blurring or dilution by tarnishment of
the famous mark, regardless of the presence or absence of actual or
likely confusion, of competition, or of actual economic injury.

(2) Definitions.

* * * 

(B) For purposes of paragraph (1), "dilution by blurring" is
association arising from the similarity between a mark or
trade name and a famous mark that impairs the
distinctiveness of the famous mark. In determining whether
a mark or trade name is likely to cause dilution by blurring,
the court may consider all relevant factors, including the
following:

(i) The degree of similarity between the mark or trade
name and the famous mark.
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obtain such relief, Plaintiff must demonstrate that Defendant’s use of its “Mr. Charbucks” and

“Mister Charbucks” marks for one of its coffee blend products creates associations arising from

similarity to the Starbucks marks that are likely to impair the distinctiveness of the Starbucks

mark or tarnish that mark by harming its reputation.  In the December 2005 Decision, the Court

found the record insufficient to demonstrate the actual dilution that was required under then-

current law.

The TDRA made a number of significant changes to the FTDA, three of which are

relevant to the instant matter.   First and foremost, a plaintiff must merely show a “likelihood of2
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(ii) The degree of inherent or acquired distinctiveness
of the famous mark.

(iii) The extent to which the owner of the famous mark
is engaging in substantially exclusive use of the
mark.

(iv) The degree of recognition of the famous mark.

(v) Whether the user of the mark or trade name
intended to create an association with the famous
mark.

(vi) Any actual association between the mark or trade
name and the famous mark.

(C) For purposes of paragraph (1), "dilution by tarnishment" is
association arising from the similarity between a mark or trade
name and a famous mark that harms the reputation of the famous
mark.

15 U.S.C.A. § 1125(c) (West Supp. 2008).  
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dilution” rather than actual dilution. 15 U.S.C. § 1125(c)(1).  Second, the amended statute

explicitly recognizes two types of dilution: dilution by blurring and dilution by tarnishment. 15

U.S.C. § 1125(c)(2).  Third, the amended statute defines both blurring and tarnishment, setting 

forth six non-exclusive factors for courts to consider in assessing the likelihood of dilution by

blurring.  15 U.S.C. § 1125(c)(2)(B). 

Dilution by Blurring Claims

FTDA Claim

“In previous cases, blurring has typically involved ‘the whittling away of an

established trademark's selling power through its unauthorized use by others upon dissimilar

products.’  Thus, dilution by ‘blurring’ may occur where the defendant uses or modifies the
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