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Instituted Grounds of Unpatentability

All Challenged Claims: | —
v Claims 39-44 Unpatentable Subject Matter Under 35 U.S.C. 8§ 101

v Claims 39-44 Anticipated by 1997 ACS Under 35 U.S.C. 8102

Egg;ﬁfﬂﬁvnfs Institution Decision (Paper 11) at 35.

Address Change Service
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Timeline

The effective filing date of ‘548 patent is Jan. 24, 2002, the
548 patent is not entitled to priority date of Jan. 24, 2001
because the provisional application does not provide the
requisite support for at least the “determining that the
sender wants a corrected address” recited in each of the
independent claims of the 548 patent.

Petition (Paper 2) at 27-30.

1989

ACS was expanded to
provide electronic address
corrections to new

subscribers
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" Jan. 24, 2001

1982

Initial testing of the
Address Change Service
(ACS)

Lubenow Declaration
(Ex. 2008), 99 14, 21.
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U.S. Provisional
Application No.

Jul. 1997 © 60/263,788
Address Change Service : Filed
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1997 ACS (Ex. 1004) at 1.
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'548 Patent (Ex. 1001).
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The '548 Patent Covers an Old Abstract Idea

12 EX PARTE REEXAMINATION CERTIFICATE (7964ih)

United States Patent o1 Number: US 6826548 C1
Hungerpiller et al. ) Certificate lsswed: Jan 4, 2011
) SYSTEM AND METHOD FOR PROCESSING A " Alsmadl
RETURNED MAIL SAZAZ A * 6198 Almand
At A M Mkded
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Yerringhom, AL (U5 ¢ Rewsld ( e l"“'r‘.
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Rectammation Reqont:
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[N Now, 3, 20N WO WO NI Al
ol No 10887 408

Not only does the 548 Patent cover an abstract idea, it is not even a new
abstract idea. The Same Problem: “Many businesses mail thousands or even
millions of pieces of mail each month... Inevitably, a certain percentage of the

items that are mailed each month by these businesses are returned to the
Sender," '548 Patent (Ex. 1001), 1:25-46 (emphases added).
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The '548 Patent Covers an Old Abstract Idea

12 EX PARTE REEXAMINATION CERTIFICATE (7964ih)

United States Patent 101 Number: US 6826548 C1
Hungerpiller et al. ) Certificate lsswed: Jan 4, 2011
) SYSTEM AND METHOD FOR PROCESSING " Alsmadl
RETURNED MAIL SAZAZ A * 6198 Almand
Lamarm A M Mkded
) lvemrs Ralph Mischel Husgerpiice AN A S19 Rllem
Yerringhom, AL (U5 ¢ Rewsld ( MDA " IOF Mawad

Coaghe. Bemanghan AL (1S

“Subscribers provide the address of the return mail service provider in the
return address block, which receives mail, returned as undeliverable by the
USPS. The return mail provider service provider (sic) captures the data from
the returned items and apply its special expertise in obtaining corrected
address information. The return mail service provider then

electronically transfers corrective data records to the subscriber.”
’548 Patent (Ex. 1001), 2:8-13.
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RMI attempts to preempt the field of ”relaymg mailing address data.”
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The Background of the 548 Patent Discloses the Claims

“It is not uncommon for such high
volume users to retain a staff of sev
employees whose job it is to][:]
receive the returned mail,
manually research the reasons for
the unsuccessful delivery, obtain,

/'

9. A method for processing returned mail
items sent by a sender to an intended recipient,
the method comprising:

decoding, subsequent to mailing of the
returned mail items, information indicating
whether the sender wants a corrected address
to be provided for the intended recipient, on at
least one of the returned mail items;
—2 obtaining an updated address of the

where possible, the correct
addressing information for the
intended [] recipient, and

oversee a second mailing to the__

intended recipient subsequent to determining
that the sender wants a corrected address to be
provided for the intended recipient; and

—> electronically transmitting an updated

corrected address.”

’548 Patent (Ex. 1001), 1:41-47.

address of the intended recipient to a transferee,
wherein the transferee is a return mail service
provider.

The ’548 Patent discloses that encoding and decoding (e.g. barcode reading)

were old and well-known at the time the application.

’548 Patent (Ex. 1001), 3:11-15.

UNITED STATES
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The 548 Patent Solves a Financial Problem Not a Technical One

a2 EX PARTE REEXAMINATION CERTIFICATE (7964th)

United States Patent o Number: LS 6826548 C1
Hungerpiller et al. 1) Certificate lssued: Jan. 4, 2011
(S SYSTEM AND METHOD FOR FROCESSING e L194 Alamad
RETURNED MAN :n:‘ : t s :: \‘l:'::
< e Ralph Vischel Husgerpilir SEMN A L8 Bilaw

» SM2EW A ¢ N Pasvad
derrirghem. AL ( \Alrﬂll SS9 A * 1997 Conkr
Coghe. Dimisghan. AL (US

According to the Background of the ‘548 Patent, RMI was attempting to solve
a financial problem not a technical problem. “The patent merely makes more
cost efficient the process of relaying mailing address data by using
conventional telecommunications technology.”

Petition (Paper 2) at 10; ‘548 Patent (Ex. 1001 ), 3:35-55; '548 Patent Prosecution History (Ex. 1015) at 250.
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The Solution Already Existed Decades Before RMI

The Postal Service was already addressing the problem identified in
the ‘548 Patent, filed Jan. 24, 2002, long before RMI tried to
preempt the field of relaying mailing address data.

a Dr. Joe Lubenow

 The USPS as early as 1982 began initial testing of the Address Change
Service (ACS) system to provide electronic transmission of address
correction notification to mailers.

* In 1986 National Change of Address (NCOA) venders obtained update
addresses, “matching” subscriber’s existing mailing list with change-of-
address information entered at CFS sites.

* |n 1989, ACS was expanded to provide electronic address corrections to

mailers for mailpieces that were undeliverable for reasons other than a
customer move.

Dr. Lubenow Declaration (Ex. 1008) at 119 14, 20, & 21 (emphases added).
UNITED STATES
POSTAL SERVICE. 10



RMI Agrees The 548 Patent is Abstract

Certainly USPS believes the '548 Patent covers the abstract idea of
relaying mailing address data but hear RMI’s words:

<&

« “[T]his case involves changing and processing data in a way that
improves the overall processing of returned mail.”

RMI Response (Paper 21) at 34 (emphases added).

* The claimed features merely “eliminates the very labor intensive
task of manually updating individual mailing address records.”

548 Patent Prosecution History (Ex. 1015) at 250.

« “[T]he '548 patent uses a combination of known machines...”

RMI’s Response (Paper 21) at 40.

RMI’'s Own Words

As stated by the Board, “[t]he '548 Patent discloses that encoding and decoding

(e.g. barcode reading) were old and well-known at the time the application.”

UNITED STATES

I POSTAL SERVICE. -



Claims Employ No Specific Technology

0
ORIGINAL MAIL SENDER
SUBSCRIBER DATABASES
2

'548 Patent (Ex. 1001) Fig. 1.

UNITED STATES
POSTAL SERVICE. 12



Claims Employ No Specific Technology

The '548 Patent describes the computers are
“electronically linked by a data line, which

may be any conventional telecommunications

data line”
548 Patent (Ex. 1001), 3:52-54.

MAIL

UNITED STATES
POSTAL SERVICE.

'548 Patent (Ex. 1001) Fig. 1.
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Claims Employ No Specific Technology

The '548 Patent describes the system as
“[a]lny kind of computer system or other
apparatus adapted for carrying out the
methods described herein is suited.”

’548 Patent (Ex. 1001), 7:52-54.

"
\l SORTER

'548 Patent (Ex. 1001) Fig. 1.

UNITED STATES
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Claims Employ No Specific Technology

UNITED STATES
POSTAL SERVICE.

UNITED STATES
POSTAL

The '548 Patent describes the “Software
interfaces are provided... in the return mail
application server 50 such that the two
computers may exchange data and
information electronically and automatically

548 Patent (Ex. 1001), 3:52-54.

”

'548 Patent (Ex. 1001) Fig. 1.
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Mere Generic “[Computer] Instructions” is Not Enough

RMI added generic “[computer] instructions” functionality, in an amendment
dated Nov. 5, 2003, to overcome the rejection of its original (now cancelled)

claims under 35 U.S.C. § 101.

9'5 lﬂ (currently amended) A computer readable medium containing 2 computer program

product' comprising instructions for controlling a computer sysiem to process a plurality

of undeliverable mdilitems, the computer program product comprising:

scanned encoded data including

ons that cap

RMI argued “[i]n view of the amendments to claim 19, K PEEE—-.
the rejection of claims 19-23, 34 and 35 as directed to

non-statutory subject matter is overcome.” ect addresses;

’548 Patent Prosecution History (Ex. 1015) at 250. F¥erx-v: wery It o =

intended recipient data in a data file;

UNITED STATES
POSTAL SERVICE.
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’548 Patent — Prosecution History

The PTO originally rejected the claims under 35 U.S.C. § 101. RMI added generic
“[computer] instructions” functionality to overcome the rejection, but this is no
longer sufficient.

E UNITED STATES

O
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Conventional Functionality Is Not Patent Eligible

“The Court in Alice made clear that a claim directed to an
abstract idea does not move into section 101 eligibility
territory by ‘merely requir[ing] generic computer
implementation.” Alice, 134 S. Ct. at 2357

buySAFE, Inc. v. Google, Inc., No. 2013-1575, slip op. at 7 (Fed. Cir. Sept. 3, 2014).

“The computer functionality is generic—indeed quite limited: a
computer receives a request for a guarantee and transmits an
offer of guarantee in return . ... That a computer receives and
sends the information over a network—with no further
specification—is not even arguably inventive.”

buySAFE, Inc. v. Google, Inc., No. 2013-1575, slip op. at 9 (Fed. Cir. Sept. 3, 2014).

UNITED STATES
POSTAL SERVICE. 18



The Claims are Merely Automating a Manual Process

Merely automating an abstract idea is insufficient to constitute an
“inventive concept.”

Alice Corp. Pty. Ltd. V. CLS Bank Int’l, 134 S.Ct. 2347, 2359 (2014).

RMI’s Expert, Dr. Scott Nettles
dAih

« “Looking at the 548 patent, its architecture is simple... and is
specifically designed to support automating the address
updating process.”

Nettles Declaration (Ex. 2015) at 9 52 (citing Ex. 1001, 1:55-60) (emphases added).

* “The entire purpose behind the patent is to convert a
manual process to an integrated automated process.”

Nettles Declaration (Ex. 2015) at § 75 (emphases added).

* The high-level improvement that ‘548 patent claims provide
is automating the process of generating address corrections
for mailers that request them.

Nettles Declaration (Ex. 2015) at 9 49 (emphases added).

UNITED STATES
POSTAL SERVICE.
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The '548 Patent Recites Known Technology

Mere recitation of known technologies, such as computer
hardware, communication or computer networks, software,
memory, computer-readable storage medium, scanners,
display devices or databases, or specialized machines, such as
an ATM or point of sale device typically do not render a patent
a “technological invention.”

Office Patent Trial Practice Guide, 77 Fed. Reg. 48756, 48763-64 (Aug. 14, 2012).

The 548 Patent discloses that encoding and decoding were old
and well-known at the time the application leading to the '548
Patent was filed.

Institution Decision (Paper 11) at 14 (citing 548 Patent (Ex. 1001), 3:11-15).

UNITED STATES
POSTAL SERVICE. 20



Claim 39 Claims the Idea of Relaying Mailing Address Data

Claim 39: A method for processing returned mail:

decoding... information indicating whether the sender wants a corrected
address...;

obtaining an updated address...; and

electronically transmitting an updated address ....

548 Patent (Ex. 1002), 1:21-33 (emphases added).

E UNITED STATES
1
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Claim 40 Does Not Add “Significantly More” Than the Abstract Idea

Claim 40: A computer program product residing on a computer readable
medium comprising instructions for causing a computer to:

store decoded information indicating whether the sender wants a
corrected address and a customer number...;

determining from the decoded data that the customer wants a corrected
address...;

receive an updated address ....; and

transmit the updated address.... 548 Patent (Ex. 1002), 1:34-51 (emphases added).

Claim 40 adds a “computer program product for causing a computer to store” to
the steps recited in claim 39 but this step is conventional, non-technological step
that simply ensnare the abstract business process of relaying mailing address data.

Further RMI states, “[a]ny kind of computer system or other apparatus adapted for
carrying out the methods described herein is suited.”

’548 Patent (Ex. 1001), 7:7-9.

UNITED STATES
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Claim 41 Does Not Add “Significantly More” Than the Abstract Idea

Claim 41: A system for processing a plurality of undeliverable mail items
comprising:
a first detector, wherein the first detector detects... encoded information
... indicating whether a sender wants a corrected address...; and

a processor that uses a computer program comprising instructions that
cause the system to: i) decode the information indicating whether the
sender wants a corrected address to be provided ; ii) encode and decode ...

information; and iii) enable an updated address ... to be sent ....
548 Patent (Ex. 1002), 1:52-67 (emphases added).

Claim 41 adds a “detector” and a “processor” to perform the steps recited in claim
39 but those components are “well-known, generic computing technology being
asked to do their generic function without any specified constraints, and without
being a part of any technological advance used to implement an abstract idea
unrelated to that technology.” CRS Adv. Techs, CBM2012-00005, Paper 66, at 15 (PTAB 2014).

UNITED STATES
POSTAL SERVICE.
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The Abstract Idea of Claim 39 Taints Claims 40 and 41

“[S]ystem claims that closely track method claims and are

grounded by the same meaningful limitations will generally
rise and fall together.”

Accenture Global Services, GmBH v. Guidewire Software, Inc., 728 F.3d at 1341 (Fed. Cir. Aug. 06, 2011).

“[T]he format of the various method, system, and media claims

asserted [] ‘d[id] not change the patent eligibility analysis
under 8 101.””

Bancorp Services, L.L.C. v. Sun Life Assurance. Co. of Canada (U.S.), 687 F.3d 1266, 1276-77 (citation omitted).

UNITED STATES
POSTAL SERVICE. 24



Claim 42 Claims the Idea of Relaying Mailing Address Data

Claim 42: A method for processing a plurality of undeliverable mail items:

receiving ... mail items, each including i) a written addressee, and ii) encoded data
including whether the sender wants a corrected address to be provided for the
addressee;

identifying ... mail items ...;

decoding the encoded data...;

creating output data...; (Created but never used)
determining if the sender wants a corrected address ...;

if sender wants a corrected address..., electronically transferring to the sender...;
and

if the sender does not want a corrected address... posting... records on a network...
’548 Patent (Ex. 1002), 2:1-24.

Claim 42 adds “posting” and “creating output data” steps to the steps recited in
claim 39 but those steps are conventional, non-technological steps that simply
ensnare the abstract business process of relaying mailing address data.

UNITED STATES
POSTAL SERVICE.
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Dependent Claims 43 and 44 Add Nothing Patent-Eligible

Dependent Claims 43 and 44 add nothing patentable to an
otherwise-abstract method patent.

Claim 43: The method of claim 42, further comprising transmitting the name and
address of the intended recipient to a mailing address service provider, subsequent to
the determining step, in order to obtain an updated address for each intended
recipient of an undeliverable mail item.

Claim 44: The method of claim 42, where the plurality of mail items further indicate a

name and address of the intended recipient.
548 Patent (Ex. 1002), 2:25-32 (emphases added).

Claim 43 adds “transmitting the name and address” and Claim 44 adds where the
mail item “indicates a name and address” steps to the steps recited in claim 42 but
neither of these claims adds non-generic technological limitations—they ensnare
the abstract business process of relaying mailing address data.

UNITED STATES
POSTAL SERVICE.
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Recognizing Data is Not Patent Eligible

“The concept of data collection, recognition, and storage is
undisputedly well-known. Indeed, humans have always
performed these functions.”

Content Extraction & Transmission LLC, v. Wells Fargo Bank, No. 2013-1588, 2014 WL 7272219 at 7 (Fed. Cir. Dec. 23, 2014).

“CET attempts to distinguish its claims from those found to be
abstract in Alice and other cases by showing that its claims
require not only a computer but also an additional machine—a
scanner. CET argues that its claims are not drawn to an
abstract idea because human minds are unable to process and
recognize the stream of bits output by a scanner... CET’s claims
are drawn to the basic concept of data recognition and

”
Sto Fa ge . Id. at 8 (citation omitted).

UNITED STATES
POSTAL SERVICE. 27



RMI Attempts to “Narrow” Its Abstract Idea

RMI attempts to “narrow” its abstract idea to avoid patent
ineligibility. These allegations are based on ideas not recited in
Claims 39-44 of the 548 patent, as will be explained.

dAih

RMI Alleges Incorrectly:

“the piece of mail can be read directly by an optical scanner,
and then processed by the application server”

RMI Response (Paper 21) at 36.

“the encoded information... is decoded and transforms
incorrect address information into correct address information
after checking the available databases or alternatively a
notification that the prior address is incorrect.

RMI Response (Paper 21) at 39 (emphases added).

UNITED STATES
POSTAL SERVICE.
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RMI Attempts to “Narrow” Its Abstract Idea

RMI Alleges Incorrectly:

A

« “the piece of mail can be read directly by an optical scanner,
and then processed by the application server”

RMI Response (Paper 21) at 36.

Not a single claim recites an “optical scanner” or “application server.”
Even if the claims included these generic components, which they do not,
as the Board correctly noted, “at the time of the invention of the '548

Patent, neither decoding, such as bar code reading, nor electronically
transmitting, was unknown, unachievable, or incapable of being
combined in the manner claimed.” Institution Decision (Paper 11) at 14.

UNITED STATES
POSTAL SERVICE. 29



RMI Attempts to “Narrow” Its Abstract Idea

W RMI Alleges Incorrectly:
AR

Claims 39-44 simply do not contemplate, let alone claim, “transform[ing]
incorrect address information into correct address information after checking
the available database” or providing a “notification that the prior address is

] ”
Y Incorrect. USPS Reply (Paper 22) at 4.

RMI Response (Paper 21) at 36.

* “the encoded information... is decoded and transforms
incorrect address information into correct address information
after checking the available databases or alternatively a
notification that the prior address is incorrect.

RMI Response (Paper 21) at 39 (emphases added).

UNITED STATES
POSTAL SERVICE. 30



RMI Attempts to “Narrow” Its Abstract Idea

RMI efforts to “narrow” its abstract idea by importing language
and limitations not recited by the claims to avoid preemption
(and later will be shown anticipation) run afoul of Supreme
Court precedent.

Mayo holds that the breadth or narrowness of an abstract idea
is not relevant to the application of the exclusionary rule itself.
Rather, the exclusionary rule applies “even if the particular...
abstract idea at issue is narrow.”

buySAFE, Inc. v. Google, Inc., 765 F.3d 1350, 133 (quoting Mayo, 132 S.Ct. at 1303).

UNITED STATES
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Claims 39-44 Fail the Machine-or-Transformation Test &=

RMI’s last attempt is to argue that its claims “satisfy both the
machine or transformation tests (‘MOTT’).”

RMI Response (Paper 21) at 39.

“[T]here can remain no doubt: recitation of generic computer
limitations does not make an otherwise ineligible claim patent-
eligible.”

DDR Holdings, LLC v. Hotels.com, L.P., 773 F.3d 1245, 1256 (Fed. Cir. 2014) (citing Alice, 134 S.Ct. at 2358).

UNITED STATES
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Claims 39-44 Should be Cancelled Under 35 U.S.C. § 101

Having failed to move to amend claims, RMI now attempts
to effect, through arguments improperly narrowing its claims,
what it should have done through claim amendment. RMI
attempts to turn a blind-eye to the entirety of the 1997 ACS
reference mischaracterizing it as a manual system. In so doing,
RMI tacitly concedes the abstractness of its claims and the
anticipation of 1997 ACS.

Therefore, USPS respectfully requests cancellation of
asserted claims 39-44 of the ‘548 patent as being unpatentable
under 35 U.S.C. § 101 and anticipated by 1997 ACS under § 102
for the reasons set forth herein, in USPS Reply (Paper 22) and
in its Petition for CBM Review (Paper 2).

USPS Reply (Paper 22) at 1-2.

UNITED STATES
POSTAL SERVICE. 33



The '548 Patent
System and Method for Processing Returned
\ET]

1997 ACS Anticipates the ‘548 Patent
Under 35 U.S.C. § 102

UNITED STATES
POSTAL SERVICE.

34



1997 ACS Anticipates the ‘548 Patent

® 1997 ACS is a practical system used to

actually practice processing return

UNITED STATES ma i|
POSTAL SERVICE : 1997 ACS (Ex. 1004).

® RMI attempts to muddy the water by
arguing that 1997 ACS is significantly

more complicated than the 548 Patent.
USPS Reply (Paper 22) at 6-7.

® But the USPS system (1997 ACS) is an
operational system in the real world,

Address Change Service ]
— which has to solve a problem as oppose

to just covering an abstract idea of

“relaying mailing address data.”
1997 ACS (Ex. 1004).

® 1997 ACS may be more complicated

Page 1 al 34 U'5PSs EXHIBIT 1oid
than the ‘548 Patent but 1997 ACS
discloses each limitation at least once
regardless of the “particular
. 7
UNITED STATES circumstances. USPS Reply (Paper 22) at 6-7.

POSTAL SERVICE. 35



Reduce Undeliverable-as-Addressed (UAA) Mail Volume

Major Benefits of ACS

m Time and money are saved when electronic address corrections
are compared with manual address corrections.

Undeliverable-as-addressed (UAA) mail volume is reduced.
Manual address corrections are reduced.

Labor-intensive address change functions are reduced.

Electronic address change information is available for specific
mailings.

Timely information is provided on a schedule you determine.
m Changes can be made electronically rather than manually.

® Address change information can be retrieved electronically by
large-volume mailers via a telecommunications network.

1997 ACS (Ex. 1004) at 5.

E UNITED STATES

| =< POSTAL SERVICE. 36



Automated Electronic Process for Providing Address Correction

What Is Address Change Service?

ACS Change-of-Address Notifications

Address Change Service (ACS) is an automated electronic
enhancement to our traditional manual process for providing address
corrections to mailers. It is not a replacement for the manual process:
instead, it allows the opportunity for a reduction in the volume of manual
address correction notifications provided. Therefore, ACS reduces both
USPS and mailer costs for this activity,

E UNITED STATES

I POSTAL SERVICE.

1997 ACS (Ex. 1004) at 5.
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1997 ACS “Codes” Indicate the Sender Wants a Corrected Address

Senders place an intended recipient on the mail piece and encode an Address
Change Service (“ACS”) participant code or an ACS participant code and
endorsement on the mail piece for which they would like a corrected address.

Par’ticipatio “

Participant Code

To use ACS, you must add to your mailpiece address block the ACS
participant code assigned by the USPS. This code can be provided only
by the ACS Department at the NCSC. The participant code consists of
seven alpha characters and must be printed on the first line of the
address biock (the optional endorsement line), aligned left, preceded by
a single pound sign (#) delimiter, and followed by at least one space
before any further information (carrier route, presort, elc.) is printed on
that line.

Notes:

PR TE SEACE m The pound sign (#) delimiter must precede the ACS participant
code. The pound sign should not be used on any non-ACS
mailings.

® The participant code must be placed on each mailpiece for which
an electronic notification is requested.

® The participant code for a specified class of mail must be placed

Addreess OF Serrcs
NS on the correct class of mail.

m Incorrect placament of the participant code decreases alectronic
ACS volumes.

L

1997 ACS (Ex. 1004) at 8.

UNITED STATES
TAL SERVICE.
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1997 ACS “Codes” Indicate the Sender Wants a Corrected Address

ADDRESS SERVICE REQUESTED

: Participant Code
— s (Provided by ACS Dept.)
Lot ——e[4BXBJDCK * * * 5-DIGIT 28732 | BXBJDCK

/ #JNSOOBOTWKZ28748 EXP JUN 98
botlelol snallbes b deeb P el basibann i’ of bt hena ool |
Keyline JESSICA H JONES

Frovided by malier 69 TWO OAKS DR
FLETCHER NC 28732-9409

i TR e Jaooress serviCE REQUESTED | Participant Code

e

S

A properly coded ACS participant code includes information about
the additional service (known as an “ancillary service”) or set of
services the mailer is requesting (e.g., corrected address requested
or destroy mail piece subsequent to mailing).

1997 ACS (Ex. 1004) at 8.

UNITED STATES
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1997 ACS “Codes” Indicate the Sender Wants a Corrected Address

D065 3 /4 .
. ) -
8080 ovided b 3
‘&W‘W:J i
L= ADDRESS sTe0 Participant Code
Provided ty ACE Dept )
HXBIDCK ndsed
Endo —
Line | ¥BXBJDCK * * * 5-DIGIT 28732 |
_~»[#INSO0EGTWK28748_]EXP JUN 96 |
el ol ihlablibodbale oimtle e! | |
Ackiveg; Change Sarvos Keyline = JESSICA H JONES
- Provided by malier 89 TWO OAKS DR
FLETCHER NC 28732-9409

“IK]eylines are required if the mailer wants to receive electronic ACS nixie
notifications.” 1997 ACS (Ex. 1004) at 6.

“The keyline is generated by the mailer and is composed of information that may
be used to identify a specific customer, such as an account number, subscription
number, record number, parts of the name, etc. 1997 ACS (Ex. 1004) At 16,

UNITED STATES
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1997 ACS “Codes” Indicate the Sender Wants a Corrected Address

To receive Address Change Services a sender must place either an Address
Change Service participant code or an Address Change Service participant code
and endorsement on the mail piece.

R
Notes:
®m The pound sign (#) delimiter must precede the ACS participant 1997 ACS (Ex. 1004) at 9.
code. The pound sign should not be used on any non-ACS
mailings.
B The participant code must be placed on each mailpiece for which e
an electronic notification is requested.

m The participant code for a specified clas

S080 PRIMACY PXWY STE 201

on the correct class of mail.

m Incorrect placement of the participant ¢
ACS volumes.

MEMPHIS TN 38188-0001

| acoress servce recuesTen |

‘ HXBJDCK nsced

¥BXBJDCK * * * 5-DIGIT 28732 |

/ SJNSOOEOTWK28748 EXP JUN 96!
bollolal medbha hedee B el liesibament’ sl tns thenn ol | |
Koyline JESSICA H JONES

Provided by ralter 69 TWO OAKS DR
FLETCHER NC 287329400

1997 ACS (Ex. 1004) at 8.

Figure from page 8 of 1997 ACS illustrating the participation

UNITED STATES
POSTAL SERVICE.
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1997 ACS “Codes” Indicate How to Process Return Mail

When the mail is undeliverable-as-addressed (e.g., the intended recipient moved
and did not file a change of address), the carrier sends the mail to the
Computerized Forwarding System (CFS), where the CFS decodes the ACS
participant code (optionally decoding endorsements if required) and determines
how to process the returned piece of mail.

LMNTED STATEY
FOSTAL SFERVIEF

When a carrier receives a mailpiece and it is undeliverable-as-
addressed at the old address due to customer relocation, the mailpiece
(depending on its mail class and endorsements) is sent by the postal
employee to the CFS unit responsible for forwarding mail destined to
that old address. An attempt is then made tc match the name and
address to a COA on file at the CFS unit. If a match is attained from the

CFS database and the mailpiece bears an active ACS participant code,
the opportunity exists for an electronic notification to be generated.
Otherwise, the COA notification is provided manually. Depending on its
mail class and endorsements, the mailpiece is forwarded, discarded, or
returned to sender.

More than 200 CFS units nationwide serve the majority of the United
States and generate ACS fulfillment notifications. It should be noted,
however, that some areas of the country and smaller post offices lie

UNITED STATES 1997 ACS (Ex. 1004) at 4.
POSTAL SERVICE.
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RMI Agrees 1997 ACS Discloses “Processing Returned Mail Items”

Certainly USPS believes the '548 Patent is anticipated by 1997 ACS
but hear RMI’s words:

RMI’'s Own Words
i A i ‘i

“II]f a postal carrier receives a mail item that is undeliverable-as-
addressed because the intended recipient has moved, in certain

: . . : )
situations, the mail item is sent to a CFS unit. A0 Response (Paper 1) at 55,

UNITED STATES
POSTAL SERVICE.
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RMI Agrees 1997 ACS Discloses “Processing Returned Mail Items”

Postal Service.

RMI discloses receiving “returned mail” from the United States

{
-
Z W A

RMI’'s Own Words

“Referring to FIG. 1, at the return mail service provider's location,
the returned mail (block 15) is received from the United States

Postal Service (block 90).”

548 Patent (Ex. 1001), 3:32-34 (emphasis added).

POSTAL

‘ UNITED STATES
SERVICE

|t S P

/W

l

RETURN MAIL
18 COLLECTED AND
"\ DELIVERED YO
RETURN MAIL
SERVICE
PROVIDER

|

UNITED STATES
POSTAL SERVICE.

'548 Patent (Ex. 1001), Fig. 1
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RMI Agrees 1997 ACS Discloses “Obtaining a Corrected Address”

Certainly USPS believes the ‘548 Patent is anticipated by 1997 ACS

but hear RMI’s words:

RMI’s Own Words
A 1R

“A CFS clerk looks up the name and address on the mail item in the look-
up database, and if the clerk finds a match between the name and address
on the hard copy mail item and the information in the look-up database,
then in certain situations there is an opportunity for an electronic
notification to be generated.” RMI Response (Paper 21) at 53 (emphases added).

UNITED STATES
POSTAL SERVICE.
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RMI Agrees 1997 ACS Discloses “Obtaining a Corrected Address”

Certainly USPS believes the ‘548 Patent is anticipated by 1997 ACS
but hear RMI’s words:

v RMI’s Expert, Dr. Scott Nettles” Own Words
A

“1997 ACS discloses for using a computer is having a CFS clerk match
the name and address information on a mail item to information in

”
d data base Dr. Scott Nettles Declaration (Ex. 2015) at 9 119 (emphases added).

UNITED STATES
POSTAL SERVICE.
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RMI Agrees 1997 ACS Discloses “Obtaining a Corrected Address”

RMI alleges (incorrectly) that “1997 ACS does not describe or disclose the
limitation “subsequent to determining that the sender wants a corrected
address to be provided for the intended recipient,” but does not argue

intended recipient.”

IR that 1997 ACS does not discloses “obtaining an updated address of the

Wdress the lmitation of
are “items that are mailed
and com Office facility.” (Decision,
PACS does not describe or

31

disclose this lir

[39.2] obtaining an updated
address of the intended
recipient subsequent to
determining that the sender
wants a corrected address to
be provided for the intended

1997 _ACS does not describe or disclose the mitation
“subsequent to determuning that the sender wants a
corrected address to be provided for the intended
recipient.”>?

UNITED STATES
POSTAL SERVICE.

RMI Response (Paper 21) at 64.

PATENT OWNER RETURN MAN, INC.'S
RINFONSE TO P TTION
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RMI Agrees 1997 ACS Discloses “Electronically Transmitting”

Certainly USPS believes the ‘548 Patent is anticipated by 1997 ACS

but hear RMI’s words:

RMI’s Own Words
A 1R

“A CFS clerk looks up the name and address on the mail item in the look-up
database, and if the clerk finds a match between the name and address on
the hard copy mail item and the information in the look-up database, then
in certain situations there is an opportunity for an electronic notification

to be generatEd.” RMI Response (Paper 21) at 53 (emphasis added).

UNITED STATES
POSTAL SERVICE.
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RMI Agrees 1997 ACS Discloses “Electronically Transmitting”

Claim 39

Claim 39 is not anticipated by 7997 ACS

recipient; and

[39.3] electronically
transmitting an updated
address of the intended
recipient to a transferee,
wherein the transferee 1s a
return mail service provider.

FUNER RETURN MAIL, INC'S
L0

RMI Response (Paper 21) at 65.

RMI presents no arguments that 1997 ACS does not disclose

limitation 39.3; thus, RMI has conceded that 1997 ACS discloses
limitation 39.3 “electronically transmitting an updated address of
the intended recipient to a transferee, wherein the transferee is
a return mail service provider.

UNITED STATES
POSTAL SERVICE.
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Claim 39 is Anticipated by 1997 ACS

RMI agrees that 1997 ACS discloses the following elements (s/f. The
dispute is over the “decoding” limitation, which 1997 ACS discloses.

f& A method for processing returned mail items —_—_—
sent by a sender to an intended recipient, the P S

method comprising:

decoding, subsequent to mailing of the
returned mail items, information indicating whether
the sender wants a corrected address to be
provided for the intended recipient, on at least one
of the returned mail items;

obtaining an updated address of the intended ﬁfres‘m’ Cimnge: St
Jecipient subsequent to determining that the sender '
wants a corrected address to be provided for the

intended recipient; and

electronically transmitting an updated address
. .. . Pange 1 0l 34 U5PS EXHIBLT i
of the intended recipient to a transferee, wherein
the transferee is a return mail service provider. RMI Response (Paper 21) at 53, 64-65.
UNITED STATES
POSTAL SERVICE,
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Claim 40 is Anticipated by 1997 ACS

RMI agrees that 1997 ACS discloses the following elements (ﬁ. The
dispute is over the “decoding” limitations, which 1997 ACS discloses.

40. A computer program product residing on a computer readable UNITED STATES
medium comprising instructions for causing a computer to: et

store decoded information indicating whether a sender wants a
corrected address to be provided and a customer number, each
associated with at least one of a plurality of mail items returned
subsequent to mailing as being undeliverable;

determining from the decoded data that the customer wants a
corrected address to be provided for at least one of the plurality of
undeliverable mail items; Address Change Service

receive an updated address of an intended recipient for at least one — —
of the plurality of undeliverable mail items, subsequent to and based
upon the determining step; and

transmit the updated address to a transferee, wherein the
transferee is a return mail service provider.

Page 1 ol 4 USPs EXHIBLT 14

RMI Response (Paper 21) at 53, 64-65.

UNITED STATES
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Claim 41 is Anticipated by 1997 ACS

RMI agrees that 1997 ACS discloses the following elements (/). The dispute is
over the “decoding” and “encoding” limitations, which 1997 ACS discloses.

P

41 A system for processing a plurality of undeliverable mail
items comprising:

a first detector, wherein the first detector detects,
subsequent to mailing the undeliverable mail items, encoded
information on at least one of the plurality of undeliverable
mail items indicating whether a sender wants a corrected
address to be provided for at least one of the undeliverable
mail items; and

a processor that uses a computer program comprising
instructions that cause the system to: i) decode the
information indicating whether the sender wants a corrected
address to be provided; ii) encode and decode intended
recipient information; and_j# enable an updated address of an
intended recipient to be sent to a transferee, wherein the
transferee is a return mail service provider.

UNITED STATES
POSTAL SERVICE

Address Change Service

g u I

Page 1 ol 4 USPs EXHIBLT 14

UNITED STATES
POSTAL SERVICE.

RMI Response (Paper 21) at 53, 64-65.

52



Claim 42 is Anticipated by 1997 ACS

\?éaim 42: A method for processing a plurality of undeliverable mail items, comprising:

receiving from a sender a plurality of mail items, each including 4 a written addressee, and
ii) encoded data including whether the sender wants a corrected address to be provided for the
addressee;

/ identifying, as undeliverable mail items, mail items of the plurality of mail items that are
returned subsequent to mailing as undeliverable;

decoding the encoded data incorporated in at least one of the undeliverable mail items;

creating output data that includes a customer number of the sender and at least a portion of
the decoded data;

determining if the sender wants a corrected address provided for intended recipients based

on the decoded data;

if sender wants a corrected address provided, eIectronicaIl%nsferring to the sender
information for the identified intended recipients that enable the sender to update the
sender’s mailing address files; and

if the sender does not want a corrected address provided, posting return mail data records
on a network that is accessible to the sender to enable the sender to access the records.

’548 Patent (Ex. 1002) at 2:1-24.

UNITED STATES
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Only “Decoding” in Dispute

Trial has simplified the issues in this proceeding. The only
element in debate is whether 1997 ACS discloses

“decoding ... information indicating whether the sender
wants a corrected address”

Claim
intended recipient, the method comprising:

decoding, subsequent to mailing of the returned mail items, information
indicating whether the sender wants a corrected address to be provided for
the intended recipient, on at least one of the returned mail items;

obtaining an updated address of the intended recipient subsequent to
determining that the sender wants a corrected address to be provided for

the intended recipient; and

electronically transmitting an updated address of the intended recipient
to a transferee, wherein the transferee is a return mail service provider.

’548 Patent (Ex. 1002) at 1:21-33.
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1997 ACS Discloses at Least Three Types of “Encoded/Decode Data”

RMI repeatedly argues to no effect that 1997 ACS does not disclose
any “codes” that can be encoded and decoded.

RMI Alleges Incorrectly:

(1) The “participant code is simply a[n] arbitrarily assigned list of
seven letters, and the specific letters used have no meaning
bEh”’]d them_" RMI Response (Paper 21) at 57.

(2) The Ancillary Service Endorsements (i.e. Address Service
Requested and Change Service Requested) are in plain English
“[t]hus, they do not meet the definition of ‘encoded data.””

RMI Response (Paper 21) at 58.

(3) “The keyline is simply additional identification information.”

RMI Response (Paper 21) at 71.

UNITED STATES
POSTAL SERVICE.
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1997 ACS Discloses at Least Three Types of “Codes”

® There is no question that 1997 ACS discloses three
such codes:

— (1) ACS Participant Code (e.g., “4BXBJDCK”); 1997 ACS (Ex. 1004) at 9.

— (2) Ancillary Service Endorsement (“ASE”) (e.g.,
“ADDRESS SERVICE REQUESTED”); and 1997 ACS (Ex. 1004) at 10.

— (3) Keyline (e.g., #JNSOO69TWK2874#) 1997 ACS (Ex. 1004) at 14.

® Each represents “data converted into code” and
each is “decipherable.”

USPS Reply (Paper 22) at 7-8.

UNITED STATES
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1997 ACS Discloses at Least Three Types of “Codes”

The (1) ACS Participant Code, (2) Ancillary Service
Endorsement, and (3) Keyline “indicat[es] a sender wants

a corrected address provided for the intended recipient,”
as required by Claims 39-44.

UNITED STATES
POSTAL SERVICE.

57



1997 ACS Discloses at Least Three Types of “Codes”

The (3) Keyline discloses “encode[d] and decode[d]
intended recipient identification information,” as required
by Claim 41.

UNITED STATES
POSTAL SERVICE.
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(1) ACS Participant Code is Encoded/Decoded Data

Participant Code
(Provided by ACS Dept.)

8060 PRIMACY PXWY STE 201

Optional
Ene "
Line e |!BXBJDCK E **S5-DIGIT 28732
/ g K2874% EXP JUN 06
Lalls I 1AL AT TR ) '
Keyline JESSICA H JONES

1997 ACS (Ex. 1004) at 8.

MEMPHIS TN 8188-0001
AEDREIS SERVCE RQvTD Participant Code | ___osilil
PTovGed by ACS Deg TUUGIEESEEE I 1 1
*_ BXBIOCKndded | 0 ma
BXBJDCK
gp{.\n‘frmb? bbbbb

a Dr. Joe Lubenow

FLETCHER NC 28732-9409
“The ACS Participant Code includes seven alphabetical characters
Lubenow Supplemental Declaration
(Ex. 1028) at 91 15 (citing 1997 ACS at 9).

[ ]
preceded by a pound sign (#).”
e The CFS Unit must decode this code to determine if the customer is
participating in electronic notification.
Lubenow Supplemental Declaration (Ex. 1028) at 9 15 (citing 1997 ACS at 5).
UNITED STATES

POSTAL SERVICE.
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(2) Ancillary Service Endorsement (ASE) is Encoded/Decoded Data

8060 PRIMACY PXWY STE 201
MEMPHIS TN 38188-0001

[iconssemvct st} - ADDRESS SERVICE REQUESTED pp—

Optional

Encorsement e
Line .| ¥BXBJDCK * * * 5-DIGIT 2873

/ #JNSO060TWK2874% EXP JUN 06
Lalls | ! . ol '
Keyline JESSICA H JONES

Provided by maiker 89 TWO OAKS DR
FLETCHER NC 28732-0409

a Dr. Joe Lubenow

1997 ACS (Ex. 1004) at 8.

“There is no inherent meaning in those three words that would tell
you, for instance, that if the same three words were put on a first
class mail endorsement, it would mean something during months 1
to 12 and something else during the period after 12 months.”

Lubenow Deposition (Ex. 1023) at 158.

UNITED STATES
POSTAL SERVICE.
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(2) Ancillary Service Endorsement (ASE) is Encoded/Decoded Data

ASE are a short hand code for a “complex set of rules and behaviors.”

g Dr. Joe Lubenow

Q: If something is simply written in plain English on an envelope,
“Address Service Requested,” how is that encoded or decoded?

A: “That is encoded or decoded because it stands for a complex set
of rules and behaviors.” “It’s a short form of describing a much
longer series of behavior. If you had to write on the mail piece |
would like a mail piece to be forwarded if it’s within one to 12
months, but | understand that if it’s after 12 months something
different is going to happen and | accept that...”

Lubenow Deposition (Ex. 1023) at 156, 159).

UNITED STATES
POSTAL SERVICE.

61



(2) Ancillary Service Endorsement (ASE) is Encoded/Decoded Data

Dr. Joe Lubenow

ACS Notification Options: Mailpiece Endorsement

Q. And then depending on the mail 4 N Opr: Uipic

Endorsements

TR E R B

class and the endorsement on the mail
item, the mail item is either
forwarded, discarded, or returned to
the sender; correct? el -

A. Yes. There's -- in the ACS guide, it's
rather complicated. ... What | am
pointing out is there’s four pages of
rules that govern what you’re
supposed to do, depending on the mail
class and the term.

Lubenow Deposition (Ex. 1023) at 122-123. —

= rrew

1997 ACS (Ex. 1004) at 14-17. |

Page Mol
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(2) Ancillary Service Endorsement (ASE) is Encoded/Decoded Data

Dr. Joe Lubenow

ACS Notification Options: Mailpiece Endorsement

ACS Notfication Opticas: Malpiece
Endorsements

TR E R B

Q. And then depending on the mail
class and the endorsement on the mail
item, the mail item is either

forwarded, discarded, or returned to

Pages 14-17 of 1997 ACS
describing the

Address Change Service
Options for each mail class
rules that govern what you’re
supposed to do, depending on the mail
class and the term.

Lubenow Deposition (Ex. 1023) at 122-123.

= rrew

1997 ACS (Ex. 1004) at 14-17. .

Page Mol
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(2) Ancillary Service Endorsement (ASE) is Encoded/Decoded Data

What does
“Address Service Requested”
mean?

080 PRANMACY PXWY STE 200
MEMPHS TN 31880000

ADCATSS SFMACE REQUESTIED

Cororsl
Ergurpeee Nt [
Line S| JEXBIDCK * * * S-DIGIT 28732

/*_ #INSOOGOTWK28748 EXP JUN 96 LS
Kayline

| JESSICA H JONES
Prveied »y e 88 TWO OAKS DR
FLETCHER NC 287329409

Adcress Cheange Senics

1997 ACS (Ex. 1004) at 8.

If my grandmother saw “ADDRESS SERVICE REQUESTED” on her mail she would
not understand how to “decode” that information.

Dr. Lubenow, an expert with 35+ years of postal experience, states “[t]he phrase
does not have a generally understood meaning, as would be the case if the code
phrase was plain English_" Lubenow Supplemental Declaration (Ex. 1028) at 7.

UNITED STATES
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(2) Ancillary Service Endorsement (ASE) is Encoded/Decoded Data

Standard Mail (A) Endorsement

[Address Service Requested |

Forwardable Mailpieces: During months 1 through 12 of the customers  [AXGKYN[eld)ifer)dle]a O] o) dlo] o I\ E 11T o1 [=Tol=N HgTe (o] §Y=Taa =101 &S

move, the mailpiece is forwarded, and an electronic ACS COA notification Instructions for decodin g “ ADDRESS SERVICE
is generated. If the COA order is more than 12 months old, the mailpiece is

returned with manual address correction information attached, and no ACS ATV I o Y=1aTe e -\ [ EY L:AVi (ol 1o 1V Iy o )R (o] 8
notfication is generated. Standard Mail to process the returned mail item.

Undeliverable Mailpieces Matched to Carrier-Filed Actions: The mailpiece
is returned with manual nondelivery information attached. No ACS
notification is generated.

Nixies: Mailpiece is returned with manual nondelivery information attached.
No ACS notification is generated.

| Change Service Requested |

Forwardable Mailpieces: During the entire 18-month life of the COA order,
the mailpiece is discarded, and an electronic ACS notification is generated.

¥ o b
LANTED STATES o ¥ A P e
FOSTAL SETVEE

Undeliverable Mailpieces Matched to Carrier-Filed Actions: The mailpiece I

s discarded, and an electronic ACS COA notification with Deliverability
Code *K,” “G,” or “C" is generated (see page 22, Deliverability Code).

Nixies: |f the mailpiece is sen FS for pr ing, it is di -
an electronic ACS nixie notification stating the reason for nondelivery may Adduaa Chesge Senico _ | e
be generated; otherwise, a manual nixie notification is created. -

1997 ACS (Ex. 1004) at 16. 1997 ACS (Ex. 1004) at 14-17.
UNITEDST_ATE PoplrH TR YRR -
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(3) Keyline is Encoded/Decoded Data

Ew?ﬁu S IATES
AOSTAL SETVICE

Keyline

Provided by mailer

Address Charge St

P T R #INSO069TWK28744#

| JESSICA H JONES
82 TWO OAKS DR
FLETCHER NC 287329409

(S

1997 ACS (Ex. 1004) at 8.

* “The keyline is generated by the mailer and is composed of
information that may be used to identify a specific customer, such as
an account number, subscription number, record number, parts of the
name, etc.”

* “The keyline printed on an ACS-modified mailpiece is returned as part
of an ACS fulfillment record and can therefore be used to find the

. . 1 . ”
relocating customer on the mailer's address list. 1997 ACS (Ex. 1004) 2t 19,

UNITED STATES
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(3) Keyline is Encoded/Decoded Data

Example 1:|Computation of Check Digit for Keyline JLSTMS6796

Character J L S T M S 6 7 9 6
Position 1(0) 2(E) 3(0) 4(E) 5(0) 6(E) 7(0) 8(E) 9(0) 10(E)
Value 10 12 3 4 13 3 6 7 9 ]
Weighted Value 20 12 6 4 26 3 12 7 18 6
Sum 240 +142 +6 +4 +246 +3 +1+2 +7 +1+8 +6 = 51
Rightmost Digit of Sum: 1
Check Digit: 10-1=9 1997 ACS (Ex. 1004) at 12,

Complete Keyline: JLSTMSE7969

a Dr. Joe Lubenow

« “[Keyline] would need to be decoded in order to validate it, at
least to the point of it being a valid set of information.”

Lubenow Deposition (Ex. 1023) at 163-164).

* “The Keyline is decoded by both the USPS (as part of the Check

Digit Computation) and by the sender to allow matching the ACS
notification with the sender’s records.”

Lubenow Supplemental Declaration (Ex. 1028)
at 19 19-20 (citing 1997 ACS at 10-11).

UNITED STATES
POSTAL SERVICE.
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Claim 39 is Anticipated by 1997 ACS

RMI agrees that 1997 ACS discloses the following elements (s/f. The
dispute is over the “decoding” limitation, which 1997 ACS discloses.

f& A method for processing returned mail items —_—_—
sent by a sender to an intended recipient, the P S

method comprising:

decoding, subsequent to mailing of the
returned mail items, information indicating whether
the sender wants a corrected address to be
provided for the intended recipient, on at least one
of the returned mail items;

obtaining an updated address of the intended ﬁfres‘m’ Cimnge: St
Jecipient subsequent to determining that the sender '
wants a corrected address to be provided for the

intended recipient; and

electronically transmitting an updated address -
of the intended recipient to a transferee, wherein — :

the transferee is a return mail service provider. RMI Response (Paper 21) at 52-65.

UNITED STATES
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Claim 39 is Anticipated by 1997 ACS

1997 ACS discloses “[t]o use ACS, you must add to your mailpiece address block the
ACS participant code assigned by the USPS.” 1997 ACS (Ex. 1004) at 5.

1997 ACS discloses “Although optional for COA information, keylines are required if
the mailer wants to receive electronic ACS nixie notifications. Also, each keyline must
end with a check digit correctly calculated using the USPS standard for check digit
Computatlon” 1997 ACS (Ex. 1004) at 6.

39. A method for proGessing rettirnec mai )’eEms sent by a sender to an
intended recipient, the me S:

decoding, subsequent to of the returned mail items,
information indicating whether the sender wants a corrected address to
be provided for the intended recipient, on at least one of the returned
mail items;

obtaining an updated address of the intended recipient subsequent
to determining that the sender wants a corrected address to be provided
for the intended recipient; and

electronically transmitting an updated address of the intended
recipient to a transferee, wherein the transferee is a return mail service

provider.

UNITED STATES
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Claim 39 is Anticipated by 1997 ACS

1997 ACS discloses “when a carrier receives a mailpiece and it is
undeliverable-addressed at the old address due to customer relocation, the
mailpiece (depending on its . . . endorsements) is sent by the postal
employee to the CFS unit. . . 1997 ACS (Ex. 1004) at 5.

39. A method for proce IMail items sent by a sender to an
intended recipient, the method rising:

decoding, subsequent to mailing of the returned mail items,
information indicating whether the sender wants a corrected address to
be provided for the intended recipient, on at least one of the returned
mail items;

obtaining an updated address of the intended recipient subsequent
to determining that the sender wants a corrected address to be provided
for the intended recipient; and

electronically transmitting an updated address of the intended
recipient to a transferee, wherein the transferee is a return mail service

provider.

UNITED STATES
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Claim 40 is Anticipated by 1997 ACS

RMI agrees that 1997 ACS discloses the following elements (ﬁ. The
dispute is over the “decoding” limitations, which 1997 ACS discloses.

40. A computer program product residing on a computer readable UNITED STATES
medium comprising instructions for causing a computer to: et

store decoded information indicating whether a sender wants a
corrected address to be provided and a customer number, each
associated with at least one of a plurality of mail items returned
subsequent to mailing as being undeliverable;

determining from the decoded data that the customer wants a
corrected address to be provided for at least one of the plurality of
undeliverable mail items; Address Change Service

receive an updated address of an intended recipient for at least one — —
of the plurality of undeliverable mail items, subsequent to and based
upon the determining step; and

transmit the updated address to a transferee, wherein the
transferee is a return mail service provider.

Page 1 ol 4 USPs EXHIBLT 14

RMI Response (Paper 21) at 52-62, 65-69.

UNITED STATES
POSTAL SERVICE.

71



Claim 40 is Anticipated by 1997 ACS

Participant Code
“Contains the USPS
assigned participant
code. The field length
is seven alpha
characters.”

40. A computer program product residing on a computer readable
medium comprising instructions for causing a computer to:

store decoded information indicating whether a sender wants a
corrected address to be provided and a customer number, each
associated with at least one of urality of mail items returned
subsequent to mailing as being eliverable;

determining from the dec@ed data that the customer wants a
corrected address to be providefor at least one of the plurality of
undeliverable mail items;

receive an updated addre
of the plurality of undeliverable
upon the determining step; and

transmit the updated add
transferee is a return mail servi

f an intended recipient for at least one
il items, subsequent to and based

1997 ACS (Ex. 1004) at 23.

to a transferee, wherein the
rovider.

= LAY TED STEATES
PEISTAL AERVIEE

ACS Fulfiliment Flle COA Record Format

Fleld ID Position Length Type ——
Record Type ID 1 1 N s
|_Sequance Number 2-0 8 N
Participant Code 10-16 7 A
Keyine 17 -3 16 AN
1997 ACS (Ex. 1004) at 22.
UNITED STATES
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Claim 40 is Anticipated by 1997 ACS

40. A computer program product residing on a computer readable Hdr-Customer-ID
medium comprising instructions for causing a computer to: “Contains a string of
store decoded information indicating whether a sender wants a characters unique to
corrected address to be provided and a customer number, each
associated with at least one of a plurality of | items returned
subsequent to mailing as being undeliverable;
determining from the decoded data tha
corrected address to be provided for at least ¢
undeliverable mail items;
receive an updated address of an intend
of the plurality of undeliverable mail items, s
upon the determining step; and
transmit the updated address to a trans
transferee is a return mail service provider.

each ACS customer.
The field length is six

he customer wants a numeric characters.”
e of the plurality of

recipient for at least one
equent to and based

1997 ACS (Ex. 1004) at 20.

ee, wherein the

AN TED STATES
POSTAL SECE

ACS Fulfiliment Flle Header Record Format

Field ID Position
Hdr-Indication
Hdr-Customer-|D
Hdr-Date

Address Change Servicn

1997 ACS (Ex. 1004) at 20.
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Claim 40 is Anticipated by 1997 ACS

40. A computer program product residing on a computer readable
medium comprising instructions for causing a computer to:

store decoded information indicating whether a sender wants a
corrected address to be provided and a customer number, each
associated with at least one of a plurality of mail items returned
subsequent to mailing as being undeliverable;

determining from the decoded data that the customer wants a
corrected address to be provided for at least one of the plurality of
undeliverable mail items;

receive an updated/SHlikss
of the plurality of undel
upon the determining

transmit the upg
transferee is a retur

of an intended recipient for at least one
i| items, subsequent to and based

=W LAY TED STATEY
PLISTAL ERVEF

ansferee, wherein the

1997 ACS discloses “[t]he participant code must be placed on Addsss Chings Sevics_
each mailpiece for which an electronic notification is requested.”

“The mailpiece is sent to CFS for processing, it is discarded, and
an electronic ACS nixie notification containing the reason for

nondelivery may be generated.” 1997 ACS (Ex. 1004) at 9 & 15.

UNITED STATES
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Claim 41 is Anticipated by 1997 ACS

RMI agrees that 1997 ACS discloses the following elements (/). The dispute is
over the “decoding” and “encoding” limitations, which 1997 ACS discloses.

P

41 A system for processing a plurality of undeliverable mail
items comprising:

a first detector, wherein the first detector detects,
subsequent to mailing the undeliverable mail items, encoded
information on at least one of the plurality of undeliverable
mail items indicating whether a sender wants a corrected
address to be provided for at least one of the undeliverable
mail items; and

a processor that uses a computer program comprising
instructions that cause the system to: i) decode the
information indicating whether the sender wants a corrected
address to be provided; ii) encode and decode intended
recipient information; and_j# enable an updated address of an
intended recipient to be sent to a transferee, wherein the
transferee is a return mail service provider.

UNITED STATES
POSTAL SERVICE

Address Change Service

g u I

Page 1 ol 4 USPs EXHIBLT 14

UNITED STATES
POSTAL SERVICE.

RMI Response (Paper 21) at 52-62, 69-72.
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Claim 41 is Anticipated by 1997 ACS

41. A system for processing a plurality of undeliverable mail items comprising:
a first detector, wherein the first detector detects, subsequent to mailing the undeliverable
mail items, encoded information on at least one of the plurality of undeliverable mail items

indicating whether a sender wants a corrected address to be provided for at least one of the
undeliverable mail items; and

Dr. Joe Lubenow

Q. The first question is, does the CFS unit have scanners?
A. To the best of my knowledge, yes, it does.
Q. And what is scanned by the scanners in the CFS Unit?

A. | will refer you to the cover of the Address Change Service, Exhibit 1004... And it scans
the participant code, the optional endorsement line if present, the keyline, the barcode if
present, the name and address and ZIP code. And it scans the ancillary service
endorsement, in this case ADDRESS SERVICE REQUESTED.

Lubenow Deposition (Ex. 1023) at 168-169 (emphases added).

UNITED STATES
POSTAL SERVICE.
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Claim 41 is Anticipated by 1997 ACS

41. A system for processing a plurality of undeliverable mail items comprising:

a first detector, wherein the first detector detects, subsequent to mailing the undeliverable
mail items, encoded information on at least one of the plurg of undeliverable mail items
indicating whether a sender wants a corrected address gd for at least one of the
undeliverable mail items; and

a processor that uses a computer programy@amprising instruction it

I NN | ndeliverable-addressed at the old address due to customer relocation,

e SN L the mailpiece (depending on its . . . endorsements) is sent by the postal
employee to the CFS unit . ... 1997 ACS (Ex. 1004) at 4.

When a carrier receives a mailpiece and it is undeliverable-as-
addressed at the old address due to customer relocation, the mailpiece

Adcress Change Senices

- z: (depending on its mail class and endorsements) is sent by the postal

employee to the CFS unit responsible for forwarding mail destined to
that old address. An attempt is then made tc match the name and
address to a COA on file at the CFS unit. If a match is attained from the
CFS database and the mailpiece bears an active ACS participant code,
the opportunity exists for an electronic notification to be generated.
Otherwise, the COA notification is provided manually. Depending on its

mail class and endorsements, the mailpiece is forwarded, discarded, or
returned to sender.

More than 200 CFS units nationwide serve the majority of the United
States and generate ACS fulfillment notifications. It should be noted,
however, that some areas of the country and smaller post offices lie

UNITED STATES 1997 ACS (Ex. 1004) at 4.
POSTAL SERVICE.
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Claim 41 is Anticipated by 1997 ACS

1997 ACS discloses “[t]o use ACS, you must add to your mailpiece address block the
ACS participant code assigned by the USPS.” 1997 ACS (Ex. 1004) at 5.

1997 ACS discloses “Although optional for COA information, keylines are required if
the mailer wants to receive electronic ACS nixie notifications. Also, each keyline must

end with a check digit correctly calculated using the USPS standard for check digit
computation.” 1997 ACS (Ex. 1004) at 6.

address to be prowded for at Ieast one ‘O the Undeiverabli®®mail items; and

a processor that uses a computer progra Prising instructions that
cause the system to: i) decode the information indicating whether the sender

wants a corrected address to be provided; ii) encode and decode intended 1997 ACS (Ex. 1004) at 8.
recipient information; and iii) enable an updated ¢ &

to be sent to a transferee, wherein the transferee 08D PAMAGY PR ST 20

provider. SR —— | Particivan: Code

|- Provdes by ACE Dopt

Optional i HBIOCK maond
Endorsement 1
MBXBJDCK * * * 5-DIGIT 28732 |
SINSOOSCTWKI28748 EXP JUN 98|

JESSICA H JONES
&9 TWO OAKS DR
FLETCHER NC 207329400

Figure from page 8 of 1997 ACS illustrating the participation
UNITED STATES . il
POSTAL SERVICE,



Claim 41 is Anticipated by 1997 ACS

address file. Because these differences may require complex matching

logic to locate a customer within the address file, the ACS keyline can b »

used to ensure a match. The keyline is generated by the mailer and is

composed of information that may be used to identify a specific

customer, such as an account number, subscription number, record
number, parts of the name, etc|

STAL

The keyline printed on an ACS-modified mailpiece is returned as part of
sl an ACS fulfillment record and can therefore be used to find the
relocating customer on the mailer's address list. ;55 1cs (£x 1004) at 19, i

41. A system for processing a plura | : comprising:
a first detector, wherein the first de ect nt to mailing
the undeliverable mail items, encoded inf@ one of the plurality
of undeliverable mail items indicating whet s a corrected
address to be provided for at least one of the @ Fee 2 mail items; and

a processor that uses a computer program @EERBEISIng instructions that

cause the system to: i) decode the information indig@8fhg whether the sender
wants a corrected address to be provided; ii) encode’and decode intended
recipient information; and iii) enable an updated address of an intended recipient
to be sent to a transferee, wherein the transferee is a return mail service
provider.

UNITED STATES
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Claim 41 is Anticipated by 1997 ACS

Keyline

Most ACS participants choose to use the keyline option, which provides
an effective means of matching ACS notifications with the appropriate
M records in their address files. Although optional for COA information,
keylines are required if the mailer wants to receive electronic ACS nixie
notifications. The keyline can consist of 4 to 16 characters, including a
el check digit that is calculated according to the USPS standard for check
digit computation (see page 11, USPS Standard for Check Digit

Computation). 1997 ACS (Ex. 1004) at 10.

41. A system for processing a plura

a first detector, wherein the first ¢
the undeliverable mail items, encoded inf€
of undeliverable mail items indicating whetf
address to be provided for at least one of the UhGE! 1o,

a processor that uses a computer program®¥ Sing instructions that
cause the system to: i) decode the information indig@ting whether the sender
wants a corrected address to be provided; ii) encode’ and decode intended
recipient information; and iii) enable an updated address of an intended recipient
to be sent to a transferee, wherein the transferee is a return mail service
provider.

5 comprising:
t to mailing
yne of the plurality
s a corrected

mail items; and

UNITED STATES
POSTAL SERVICE.
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Claim 41 is Anticipated by 1997 ACS

41. A system for processing a plurality of undeliverable mail items comprising:

a first detector, wherein the first detector detects, subsequent to mailing
the undeliverable mail items, encoded information on at least one of the plurality
of undeliverable mail items indicating whether a sender wants a corrected
address to be provided for at least one of the undeliverable mail items; and

a processor that uses a computer program comprising instructions that
cause the system to: i) decode the information indicating whether the sender
wants a corrected address to be provided; ii) encode and decode intended
recipient information; and iii) enable an updated address of an intended recipient
to be sent to a transferee, wherein the transferee is a return mail service
provider.

RMI’'s Own Words:
2%

“The keyline described or disclosed in 1997 ACS is simply
additional identification information.”

RMI Response (Paper 21) at 71.

UNITED STATES
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Claim 41 is Anticipated by 1997 ACS

Dr. Joe Lubenow

1997 ACS discloses that the keyline has a length of 16 characters that
must occupy bit positions 17-32 in the ACS Fulfillment File Change of
Address Record. This indicates to me that a person of ordinary skill in the
art would understand that a computer would be encoding the keyline into

the fulfillment file before transmission to the mailer.
Dr. Lubenow Supplemental Declaration (Ex. 1028) at 9] 20 (citing 1997 ACS (Ex. 1004) at 22).

41. Asystem for processing a plurality of undeliverable mail items comprising:

a first detector, wherein the first detector detects, subsequent to mailing
the undeliverable mail items, encoded information on at least one of the plurality
of undeliverable mail items indicating whether a sender wants a corrected
address to be provided for at least one of the undeliverable mail items; and

a processor that uses a computer program comprising instructions that
cause the system to: i) decode the information indicating whether the sender
wants a corrected address to be provided; ii) encode and decode intended
recipient information; and iii) enable an updated address of an intended recipient
to be sent to a transferee, wherein the transferee is a return mail service
provider.

UNITED STATES
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Claim 42 is Anticipated by 1997 ACS

»” u

RMI agrees that 1997 ACS discloses the following elements
over the “decoding,
ACS discloses.

\/). The dispute is
encoding,” and “creating output” limitations, which 1997

ler wants a corrected address provided for intend

UNITED STATES
POSTAL SERVICE.
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Claim 42 is Anticipated by 1997 ACS

\?éaim 42: A method for processing a plurality of undeliverable mail items, comprising:

receiving from a sender a plurality of mail items, each including 4 a written addressee, and
ii) encoded data including whether the sender wants a corrected address to be provided for the
addressee;

/ identifying, as undeliverable mail items, mail items of the plurality of mail items that are
returned subsequent to mailing as undeliverable;

decoding the encoded data incorporated in at least one of the undeliverable mail items;

creating output data that includes a customer number of the sender and at least a portion of
the decoded data;

determining if the sender wants a corrected address provided for intended recipients based

on the decoded data;

if sender wants a corrected address provided, eIectronicaIl%nsferring to the sender
information for the identified intended recipients that enable the sender to update the
sender’s mailing address files; and

if the sender does not want a corrected address provided, posting return mail data records
on a network that is accessible to the sender to enable the sender to access the records.

’548 Patent (Ex. 1002) at 2:1-24.

UNITED STATES
POSTAL SERVICE.
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Claim 42 is Anticipated by 1997 ACS

1997 ACS discloses “when the mail is undeliverable-as-addressed (e.g., the
intended recipient moved and did not file a change of address), the carrier sends
the mail to the Computerized Forwarding System (CFS), where the CFS decodes
the ACS participant code (optionally decoding endorsements if required) and

determines how to process the returned piece of mail”
1997 ACS (Ex. 1004) at 5.

Maim 42: A method for proces

receiving from a sender a plurality of ma £4) a written addressee, and ii) encoded

data including whether the sender wants a corrected address to be provided for the addressee;

ﬁentifying, as undeliverable mail items, mail items of the plurality of mail items that are returned

subsequent to mailing as undeliverable;
decoding the encoded data incorporated in at least one of the undeliverable mail items;

creating output data that includes a customer number of the sender and at least a portion of the
decoded data;

determining if the sender wants a corrected address provided for intended recipients based on the
decoded data;

(cont.)

UNITED STATES
POSTAL SERVICE.
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Claim 42 is Anticipated by 1997 ACS

RMI incorrectly argues that the USPS does not identify a
“plurality of mail items.”

7
JCIaim 42: A method for processing a plurality of undeliverable mail items, comprising:

receiving from a sender a plurality of mail items, each includingﬁ written addressee, and ii) encoded
data including whether the sender wants a corrected address to be provided for the addressee;

A&ntifying, as undeliverable mail items, mail items of the plurality of mail items that are returned

I AN TED STATES
. POSTAL SECE

Major Benefits of ACS

m Time and money are saved when electronic addre
are compared with manual address corrections.

Undeliverable-as-addressed (UAA) mail volume is reduced. Addbesss Charige Sefvice
Manual address corrections are reduced.

Labor-intensive address change functions are reduced. “
Electronic address change information is available for specific -
mailings.

Timely information is provided on a schedule you determine. b
Changes can be made electronically rather than manually. 1997 ACS (Ex. 1004) at 5

® Address change information can be retrieved electronically by
large-volume mailers via a telecommunications network.

E UNITED STATES
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Claim 42 is Anticipated by 1997 ACS

1997 ACS discloses “[t]o use ACS, you must add to your mailpiece address block the
ACS participant code assigned by the USPS.”

1997 ACS discloses “Although optional for COA information, keylines are required if
the mailer wants to receive electronic ACS nixie notifications. Also, each keyline must
end with a check digit correctly calculated using the USPS standard for check digit
computation.” 1997 ACS (Ex. 1004) at 6.

data including whé

Aentifying, as unde

subsequent to mailing a

oVided for the addressee;

ns of the plurality of mail items that are returned

decoding the encoded data incorporated in at least one of the undeliverable mail items;

creating output data that includes a customer number of the sender and at least a portion of the
decoded data;

determining if the sender wants a corrected address provided for intended recipients based on the
decoded data;

(cont.)

UNITED STATES
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Claim 42 is Anticipated by 1997 ACS

ACS Fulfiliment File COA Record Format e

Field ID Position
Record Type ID 1 1 N
Sequence Number 2-9 8 N
Participant Code 10 =16 7 A
I_Mlﬂﬂ 17-32 16 AN Adchess: Charige Serrice
[ Move Effective Date 33 - 36 4 N =i =
Move Type 37 1 AN

1997 ACS (Ex. 1004) at 22.

ocessing a plurality of undeliverable mail items, comprising:

waim 42: A method

o
receiving from der a plurality of mail items, each including j/a written addressee, and ii) encoded More than 200

the sender wants a corrected address to be provided for the addressee; CFS units
nationwide serve
the majority of
the United States

data including wh

identifying, as iverable mail items, mail items of the plurality of mail items that are returned

subsequent to ma as undeliverable;

decoding the e d data incorporated in at least one of the undeliverable mail items;

and generate ACS

creating output data that includes a customer number of the sender and at least a portion of the fulfillment
decoded data; notifications.”
1997 ACS (Ex. 1004) at 22.

determining if the sender wants a corrected address provided for intended recipients based on the
decoded data;

(cont.)

UNITED STATES
POSTAL SERVICE. 38




Claim 42 is Anticipated by 1997 ACS

ACS Fulfiliment Flle Header Record Format

Field ID Position

Hdr-Indication A
Hdr-Customer-1D 2~7 6 N
Hdr-Date §~13 8 N

1997 ACS (Ex. 1004) at 20.

=W L TED S TATES
POSTAL SECE

Addrsst Change Servics

>

or processing a plurality of undeliverable mail items, comprising:

\flaim 42: A met

receiving fr sender a plurality of mail items, each includingﬁ written addressee,

and ii) encode a including whether the sender wants a corrected address to be

previded for th
%:ientifying,

are returneds

dressee;

deliverable mail items, mail items of the plurality of mail items that
uent to mailing as undeliverable;

decoding th oded data incorporated in at least one of the undeliverable mail

items;

creating output data that includes a customer number of the sender and at least a
portion of the decoded data;

determiningif the sender wants a corrected address provided for intended recipients
based on the decoded data;

cont.

UNITED STATES
POSTAL SERVICE.

“More than 200
CFS units
nationwide serve
the majority of
the United States

and generate ACS
fulfillment
notifications.”
1997 ACS (Ex. 1004) at 22.
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Claim 42 is Anticipated by 1997 ACS

e 1997 ACS discloses “[t]he participant code must be placed on each
mailpiece for which an electronic notification is requested.”
“The mailpiece is sent to CFS for processing, it is discarded, and an
electronic ACS nixie notification containing the reason for nondelivery
may be generated.” 1997 ACS (Ex. 1004) at 9 & 15.

.

%Iaim 42: A method for

receiving from a sende

dressee, and ii) encoded

data including whether the br the addressee;

ﬁentif\/ing, as undeliverable

subsequent to mailing as undelivera

ail items that are returned

decoding the encoded data incorporate indeliverable mail items;

creating output data that includes a custo : e sender and at least a portion of the

decoded data;

determining if the sender wants a corrected address provided for intended recipients based on the
decoded data;

(cont.)
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Claim 42 is Anticipated by 1997 ACS

Claim 42: A method for processing a plurality of undeliverable mail items, comprising:

(cont.)

if sender wants a corrected address provided, electronically transferring to the sender information for
the identified intended ré@ients that enable the sender to update the sender’s mailing address files; and

if th
" the sen Particip Requirements

articipant Code

To use ACS, you must add to your mailplece addrass block the ACS
parlicipant code assigned b Mm%h:s code can be provided only
y 1he epantment a . I he participant code consists of

seven alpha characters and must be printed on the first line of the
address block (the optional endorsement line), aligned left, preceded by
a single pound sign (#) delimiter, and followed by at least one space
before any further information (carrier route, presort, elc.) is printed on
PEISTAL BERVICE that line.

network thd

Notes:

®m  The pound sign (#) delimiter must precede the ACS participant
code. The pound sign should not be used on any non-ACS
mailings.

ks Cltaroe Service m The participant code must be placed on each mailpiece for which

= = an electronic notification is requested.

®m The participant code for a specified class of mail must be placed
on the correct class of mail.

P ot m Incorrect placement of the participant code decreases alectronic
ACS volumes. 1997 ACS (Ex. 1004) at 8

E UNITED STATES
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Claim 42 is Anticipated by 1997 ACS

The telecommunications option _requires that ACS participants regularly
dial into the NCSC'’s computer system or bulletin board system to

Ackbess Crasige Senica receive their files. Users incur all costs for telephone line usage along
- - with any hardware or software configuration at their facilities.

1997 ACS (Ex. 1004) at 7.

Claim 42: A method for processing a plurality of undeliverable mail items, com

(cont.)

if sender wants a corrected address provided, electronically transferring t sender information for

the identified intended recipients that enable the sender to update the send mailing address files; and
if the sender does not want a corrected address provided, posting return mail data records on a

network that is accessible to the sender to enable the sender to access the records.

UNITED STATES
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Claim 43 is Anticipated by 1997 ACS

Ew?’&u}urﬂ.
POSTAL SERVEF

Address Change oo

s

Electronic ACS fulfillment notifications generated by the CFS units are

transmitted daily to the National Customer Support Center (NCSC) in
Memphis, Tennessee, where they are consolidated and provided to

ACS-participating mailers.

1997 ACS (Ex. 1004) at 6.

COA Name 42 - 88 47 AN
Old Address Type 89 1 A

Old Urbanization Name 90 - 117 28 AN
Parsed Old Address 118-177 60 AN
Oid City-State-ZIP 178 - 212 35 AN
New Address Type 213 1 A

New Urbanization Name 214 - 241 28 AN
Parsed New Address 242 - 301 60 AN
New City-State-ZIP 302 - 344 43 AN

1997 ACS (Ex. 1004) at 22.

43. The method of claim 42, further comprising transmitting the name and
address of the intended recipient to a mailing address service provider,
subsequent to the determining step, in order to obtain an updated address for
each intended recipient of an undeliverable mail item.

UNITED STATES
POSTAL SERVICE.
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Claim 43 is Anticipated by 1997 ACS

RMI’s Own Words:

4 i |

“The Fulfillment file disclosed in 1997 ACS is at the end of the
process .”

RMI Response (Paper 21) at 74.

43. The method of claim 42, further comprising transmitting the name and
address of the intended recipient to a mailing address service provider,
subsequent to the determining step, in order to obtain an updated address
for each intended recipient of an undeliverable mail item.

UNITED STATES
POSTAL SERVICE.
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Claim 44 is Anticipated by 1997 ACS

COA Name

Identifies the moving customer’s name as provided on the COA.

Note: This name may not exactly match the customer's name as it
appears on your mailing list.

If the Move Type is “F" (Family) or “I" (Individual), the COA Name field i
parsed (i.e., subdivided) into the following components:
1997 ACS (Ex. 1004) at 24.

—— o ———— — — ~

COA Name 42 - 88 47

AN
Old Address Type 89 1 A
Old Urbanization Name 90 - 117 28 AN
Parsed Old Address 118 =177 60 AN
Oid City-State-ZIP 178 - 212 35 AN
New Address Type 213 1 A
New Urbanization Name 214 - 241 28 AN
Parsed New Address 242 - 301 80 AN
New City-State-ZIP 302 - 344 43 AN

1997 ACS (Ex. 1004) at 22.

44. The method of claim 42, where the encoded data
further indicates a name and address of the intended
recipient.

E UNITED STATES
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Claims 39-44 Should be Cancelled Under 35 U.S.C. § 102

Having failed to move to amend claims, RMI now attempts
to effect, through arguments improperly narrowing its claims,
what it should have done through claim amendment. RMI
attempts to turn a blind-eye to the entirety of the 1997 ACS
reference mischaracterizing it as a manual system. In so doing,
RMI tacitly concedes the abstractness of its claims and the
anticipation of 1997 ACS.

Therefore, USPS respectfully requests cancellation of
asserted claims 39-44 of the ‘548 patent as being unpatentable
under 35 U.S.C. § 101 and anticipated by 1997 ACS under § 102
for the reasons set forth herein, in USPS Reply (Paper 22) and
in its Petition for CBM Review (Paper 2).

USPS Reply (Paper 22) at 1-2.

UNITED STATES
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USPS v. RMI
CBM2014-00116

Claims 39-44 Should Be Cancelled Under 35 U.S.C.
§8 101 and 102

UNITED STATES
POSTAL SERVICE.
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USPS Has Standing to Bring CBM Review

The 548 Patent is a CBM Patent, Financial in
Nature, and is Not a Technological Invention

UNITED STATES
POSTAL SERVICE.
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USPS Has Standing to Bring CBM Review of the 548 Patent

@ RMI sued USPS for patent infringement; thus, USPS
has standing to bring CBM

® RMI does not dispute that claim 39 recites subject
matter that is financial in nature.

® The 548 Patent is not a technological invention

UNITED STATES
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USPS Has Standing to Bring CBM Review

Case L110v00130-FM Document 1 Fled (028711 Page L of8

5
f
INTHE UNITED STATES COURT OF FEDERAL CLAMS 725 9 201
US COURICF
RETURN MAIL INC., : FEDEAN UG
Ploinniff ) CoseMa
" j
)
THE UNITEDSTATESOF AMERICA. )
) 1 1 '] 30 C
Defendust. J
)

COMPLAINT ==

Plaietifl Return Mail, nc. (“RMI" oe “Plaietifi”) beings this acticn sgangt fhe

Unined Stases of America {“United Stases™ or *Defeacint”™), and alleges a8 folloas

NATURE CTION

This is & ki parsaant 0 20 US.C. § 1488(2) for the recovery of RMI's

reasiaabie 2ad eire overpensaticn for the unbcensed use and nfningement by the

Defeadert of e imvention lsimed in United Stes Petere Number 6,826,548 (* 548

Pusens”) ard the Ex Pz Reesarniresicn Cerniicasz foe the ‘548 Patent (‘the '344

Reexam Certificate”)

E UNITED STATES

POSTAL SERVICE.

We disagree with Return Mail. The plain language of § 18(a) of the AIA
limts covered business method patent reviews to persons sued or charged with
mfringement of the covered business method patent. There 1s no dispute that
Return Mail sued the United States in the U.S. Court of Federal Claims under
28 US.C. § 1498 for unlicensed use of the "548 Patent. See Prelim. Resp. 6-8:
Pet. 10. The question before us, then, 1s whether an action brought against the

United States under Section 1498(a) 15 a swit for mfringement.
Institution Decision (Paper 11) at 16.

RMI brought suit for the recovery of
“RMI’s reasonable and entire
compensation for the unlicensed use
and infringement by the [USPS].”

Ex. 2002 (RMI v. US Complaint) at q 1.

100



RMI Erroneously Argues USPS Does Not Have Standing

Under RMI’s theory, no Governmental Agency could bring a
Covered Business Method Post Grant Review

NT Of
We 7
e

UNITED STATES
POSTAL SERVICE
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RMI Mischaracterizes the Board’s Determination

Whether the one-year statutory bar began when Tessera alleged
infringement in a counterclaim during arbitration.

In Alcon Research, Ltd. v. Dr. Joseph Neev, the Board evaluated the
meaning of “served with a complaint alleging infringement of the
patent” as stated in 35 U.S.C. § 315(b).

We do not adopt Tessera’s interpretation that an allegation of
infringement in an arbitration proceeding triggers the one-year time
period of section 315(b). Within the context of section 315(b), the phrase
“served with a complaint alleging infringement of the patent” means a
complaint in a civil action for patent infringement. What matters is that
the complaint pleads a cause of action for patent infringement and is
served lawfully on the accused infringer in a civil action. Once that
happens, the accused infringer is subject to the time limit set forth in
section 315(b) to petition for inter partes review.

IPR2014-00217, Paper 21, 2014 WL 1917933 at *4-5 (PTAB May 9, 2014).

UNITED STATES
POSTAL SERVICE.
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USPS Has Standing to Bring CBM Review of the 548 Patent

® RMI sued USPS for patent infringement; thus, USPS
has standing to bring CBM

@ RMI does not dispute that claim 39 recites subject
matter that is financial in nature.

® The '548 Patent is not a technological invention

UNITED STATES
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The 548 Patent is Financial in Nature

RMI does not dispute that claim 39 recites subject matter
that is financial in nature.

Prelim. Resp. (Paper 6) at 10—14; see also Institution Decision (Paper 11) at 12.

Independent claim 39 of the '548 Patent includes subject
matter that is financial in nature because it “provides a
method for easing the administrative burden of finance
companies, mortgage companies, and credit card companies
by making relaying updated mailing address data more cost
effective.”

Petition (Paper 2) at 7-8 (citing Ex. 1001, 1:25-38).
The method of claim 39 “is particularly applicable to high
volume (bulk) mail users such as credit card companies,” but
“is also applicable to any mail user who experiences and
must deal with quantities of returned mail each month.”

Id. at 8 (citing Ex. 1001, 2:60-65).
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The Board Agrees the '548 Patent is Financial in Nature

- RMI does not dispute that claim 39 recites subject matter
that |S f|nanC|a| |n nature. Prelim. Resp. (Paper 6) at 10-14; see also Institution Decision at 12.

“We agree with USPS that independent claim 39 satisfies the ‘financial
product or service’ component of the definition set forth in AIA § 18(d)(1). In
addition, we note that independent claim 40 is directed to a computer

program embodied on a computer-readable medium, yet recites similar claim

limitations as those recited in independent claim 39.”
Institution Decision ( Paper 11 ) at 12.

effective.”

Petition (Paper 2) at 7-8 (citing Ex. 1001, 1:25-38).

- The method of claim 39 “is particularly applicable to high
volume (bulk) mail users such as credit card companies,” but
“is also applicable to any mail user who experiences and
must deal with quantities of returned mail each month.”

Id. at 8 (citing Ex. 1001, 2:60-65).
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USPS Has Standing to Bring CBM Review of the 548 Patent

® RMI sued USPS for patent infringement; thus, USPS
has standing to bring CBM

® RMI does not dispute that claim 39 recites subject
matter that is financial in nature

@ RMI incorrectly argues that the ‘548 Patent is a
technological invention; the 548 Patent is not a
technological invention

UNITED STATES
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The ’548 Patent is Not a Technological Invention

Mere recitation of known technologies, such as computer
hardware, communication or computer networks, software,
memory, computer-readable storage medium, scanners,
display devices or databases, or specialized machines, such as
an ATM or point of sale device typically do not render a patent
a “technological invention.”

Office Patent Trial Practice Guide, 77 Fed. Reg. 48756, 48763-64 (Aug. 14, 2012).

The 548 Patent discloses that encoding and decoding were old
and well-known at the time the application leading to the '548
Patent was filed.

Institution Decision (Paper 11) at 14 (citing ‘548 Patent (Ex. 1001), 3:11-15).
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Claim Construction
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final, and “is reviewable in light of both parties’ subsequent
briefings and oral argument.”

Facebook, Inc., LinkedIn Corp., Twitter, Inc., v. Software Rights Archive, LLC,
IPR2013-00481 at 33 (PTAB Jan. 29, 2015) (Paper 54).

“The construction of claim terms in a Decision to Institute is

not final, and is reviewable in light of both parties’ subsequent
briefings and oral arguments.”

Facebook, Inc., LinkedIn Corp., Twitter, Inc., v. Software Rights Archive, LLC,
IPR2013-00481 at 33 (PTAB Jan. 29, 2015) (Paper 54).

UNITED STATES
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RMI Arguments Supports USPS Claim Construction Under the BRI

® USPS agrees with the Board’s claim construction
but maintains that the constructions of “decode”
and “detect” are not the Broadest Reasonable
Interpretations (BRI).

® The Board should adopt the USPS’s constructions as
the BRI for “decode” and “detector” because, the
Board now has information that it did not
previously when it made its constructions, RMI’s
own arguments.

UNITED STATES
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USPS Constructions Are the Broadest Reasonable Interpretation

® The BRI of “decoding” is “to convert into intelligible
form”

® The BRI of “detector” is “one who detects”

RMI’s own arguments supports the above constructions. In view
of the new material, RMI’s Response (Paper 21), before the

Board USPS respectfully ask the Board to adopt the above
constructions.
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RMI Agrees “Decodes” Means “Converts”

RMI’s Own Words:

The “optical scanner is the key hardware that converts (decodes)
the |nf0 rm at|0n enCOded -” RMI Response (Paper 21) at 12 (emphasis added).

® USPS maintains that the BRI of “decode” is “to convert into
intelligible form.”

@ As Dr. Lubenow explained, the Postal Carrier, even before
the CFS Unit, decodes the ACS Endorsement and Participant
Code to determine whether the sender wants a corrected
address provided following the four pages of information
required to process one of the Ancillary Service
Endorsements.

Dr. Lubenow Deposition (Ex. 1023) at 156-159.
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RMI Agrees a Device is Not Required For a “First Detector’

RMI’'s Own Words:

“After the scanning stage, the process for providing updated
address information now becomes electronic/computerized.”

RMI Response (Paper 21) at 12-13 (emphases added).

® RMI does not dispute that 1997 ACS detects. RMI broadly
argues the claims require complete electronic processing. But
th'S |S |nCO rrECt. RMI Response (Paper 21) at 69-71.

® Dr. Lubenow explained that a carrier detects the Ancillary
Service Endorsements, even before the CFS Units, and detects
the code and processes the mail piece accordingly.

Dr. Lubenow Deposition (Ex. 1023) at 156-159.

UNITED STATES
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Glossary of Postal Terms, Published 1997

® Address Change Service (ACS)

® Computerized Forwarding System Il (CFS)

N . .
EUNIIADSFAFES
POSTAL SERVICE

® Returned Mail

® Undeliverable-as-Addressed

Glossary of
Postal Terms

Glossary of Postal Terms (Ex. 1027)
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Glossary of Postal Terms, Published 1997

Address Change Service (ACS) — An automated process that provides ot L
change-of-address information to participating mailers who maintain [ '
computerized mailing lists. The information is captured in the
Computerized Forwarding System [l units and sent to mailers I
electronically to eliminate manual input of change information into their
mailing systems. (See also change-of-address order, forward, and
National Change of Address System.)

address correction servies = An ancillary service that provides a mailer with
the forwarding ag — be addressee (If the addressee filed a
change-of-add SPS) or the reason for nondelivery. It

b ] ith forwarding and return service.

“Address Change Service (ACS) — An automated | Glossary of
process that provides change-of-address information |
to participating mailers who maintain computerized | marso
mailing lists. The information is captured in the

Computerized Forwarding System Il units and sent to

.......

mailers electronically to eliminate manual input of
change information into their mailing systems. (See
also change-of-address order, forward, and National
Change of Address System.)”

Publication 32, May 1997
Page 14 of 151 uUs 014-00037
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Glossary of Postal Terms, Published 1997

commercial malling agent (CMA) — A private third party that engages in a
principal-agent relationship to mail bulk business mail.

commercial mail receiving agency (CMRA) — A private business that acls
as the mail-receiving agent for specific clients. The business must beo
registered with the post office responsible for delivery 1o the CMRA.

UNITED STATES
POSTAL SERVICE.

“Computerized Forwarding System Il (CFS) — A

centralized or computerized address label-

generating operation that forwards the mail to

customers who have moved and filed Form

3575, Change of Address Order. (See also Qlossary of
markup and undeliverable as addressed.)” Postal Terme

=t : Page 3 o 151 U 0140009,

(CAKT) — A method of using
e mail sorting.

computer-assisted
computer simulatid

Glossary of Postal Terms (Ex. 1027) at 33.

computer-assisted g (CAST) — A means of providing
scheme training to and g of manual distribution clerks through
computer graphic represe on of sortation items.

Computerized Forwarding System Il (CFS 1I) — A centralized or
computerized address label-gonerating operation that forwards the mail
to customers who have moved and filed Form 3575, Change of Address
Order. (See also markup and undeliverable as addressed.)

USPS statistical programs that are designed to attribute costs lo each mail
class. Data and voice communications are used for data collection and
associated field administrative functions.

Glossary of Postal Terms 25
Page 33 of 151 US 014-00056
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Glossary of Postal Terms, Published 1997

National Network Service Center (NNSC) — The USPS data processing
facility in Raleigh, NC, that serves as a laboratory for the development of
business subsystems and as a national support center for computer
networks. UNITED STATES

POSTAL SERVICE.
National Postal Forum — A conference of postal management, major

business mailers, and suppliers of postal products and systems who
discuss common problems and solutions and also changes in mailing
standards and mailing technologies. It is held biannually in Washington,
DcC.

National Stock Number (NSN) — (See FEDSTRIFR)

National Test Administration Center (NTAC) — A Headquarters unit that
manages USPS testing of external applicants for hire and USPS

“nixie — A mailpiece that cannot be sorted or

delivered because of an incorrect, illeligible, or iosasry el
insufficient delivery address. A nixie clerk Postal Terme
specializes in handling this mail. (See also .
undeliverable as GderSSEd.)" Glossary of Postal Terms (Ex. 1027) at 75.

neighborhood delivery DCBU) — A centralized
unit of more than eig d compartments sirzed to
accommodate the delive merchandise samples, and
several days’ accumulatio: ddition, collection mail may be
deposited in a designated cd . (See also cluster box unit.)

night different

ial — The 10 perce

pensation added to an employee's
rate for work tin 5 D and 6 8

am.

nixie — A mailplece that cannot be sorted or delivered because of an incorrect,
illegible, or insufficient delivery address. A nixie clerk specializes in
handling this mail. (See also undeliverable as addressed.)

Glossary of Postal Terms 75
Page 83 or 151 US 014-00106
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Glossary of Postal Terms, Published 1997

restricted matter — Any item on which certain mailing restrictions have §
imposed for legal reasons other than risk of harm to persons or p
involved in moving the mail and that require specific endorsement:
markings. Examples include intoxicating liquors, abortive or contra:
devices, odd-shaped items in envelopes, motor vehicle master
locksmithing devices as well as odor-producing materials, certain li
and powders, and battery-powered devices. (Compare with hazar]
matter and perishable maltter.)

UNITED STATES
POSTAL SERVICE.

Retail Analysis Program (RAP) — A program to monitor customer tr}
transactions, and other retail operations. Information from prog
surveys aids management decisions in areas such as staffing, work
facility location, and service requirements.

retail facility — A postal unit (a post office and its subordinate units as w
military post offices) that sells postage stamps and provides other p

. : . Glossary of
“return mail — Mail that must be sent in the ' Postal Terms

opposite direction for proper dispatch. (Also
. w . m Page 3 of 151 US 01400020
called turnback mall-) ¢ Glossary of Postal Terms (Ex. 1027) at 108.

element that is usually placed in the upper left
0 indicate the address of the sender. This address

return mail — Mail that must be sent in the opposite direction for proper
dispatch. (Also called turnback mail.)

7100 Publication 32, May 1997
Page 108 of 151 UsS 014-00131
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Glossary of Postal Terms, Published 1997

UNITED STATES

POSTAL SERVICE
uncoded — Mail on which the delivery address does not include a ZIP Code.
(Also called unzipped.)

undeliverable as addressed (UAA) — Mail that the USPS cannot deliver as
addressed and must forward to the addressee, retum to the sender, or
send to a mail recovery center (depending on treatment authorized for that
mail class). (See also address correction service, Computerized

Forwarding System I, markup, nixie, return address, throwback case, and
fracer.)

unique ZIP Code — A ZIP Code & ad 10 a company, government agency,
or entity with sufficient ( e, d on average daily volume of
letter-size mail receiveg ol ZiP
area, and USPS coj

Glossary of
Postal Terms

“

“undeliverable as addressed (UAA) — Mail that the! smorsme

USPS cannot deliver as addressed and must forward Glossary of Postal Terms (Ex. 1027) at 129.
to the addressee, return to sender, or send to a mail

recovery center (depending on treatment authorized
for that mail class). (See also address correction
service, Computerized Forwarding System Il, markup,
nixie, return address, throwback case, and tracer.)”

Glossary of Postal Terms 121
Page 129 of 151 US 014-00152
UNITED STATES
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Section 101

All Claims Ineligible for Patent Protection
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§ 101 Framework

“Whoever invents or discovers any new and useful process,
machine, manufacture, or composition of matter, or any new
and useful improvement thereof, may obtain a patent therefor,
subject to the conditions and requirements of this title.”

35 U.S.C. § 101 (emphasis added).

Excluded from patent protection: “laws of nature, natural
phenomena, and abstract ideas.”

Alice Corp. v. CLS Bank Int’l, 134 S. Ct. 2347, 2354 (2014);
Mayo Collaborative Servs. v. Prometheus Labs., Inc., 132 S. Ct. 1289, 1293 (2012);
Diamond v. Diehr, 450 U.S. 175, 185 (1981).

UNITED STATES
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A Two-Part Test for Patent Eligibility

(1) “First, we determine whether the claims at issue are
directed to one of those patent-ineligible concepts [e.g., laws
of nature, natural phenomena, or abstract ideas],” and

(2) “[i]f so, we then ask, [w]hat else is there in the claims

”
befo re US? Alice Corp. v. CLS Bank Int’l, 134 S. Ct. 2347, 2355 (2014);
Mayo Collaborative Servs. v. Prometheus Labs., Inc., 132 S. Ct. 1289, 1293-94 (2012).

“We have described step two of this analysis as a search for an
‘inventive concept’—i.e., an element or combination of
elements that is ‘sufficient to ensure that the patent in practice
amounts to significantly more than a patent on the [ineligible
concept] itself.”

Alice Corp. v. CLS Bank Int’l, 134 S. Ct. 2347, 2355 (2014) (emphasis added);
Mayo Collaborative Servs. v. Prometheus Labs., Inc., 132 S. Ct. 1289, 1294 (2012).
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Conventional Computer Functionality Is Not Meaningful Limitation

“Simply appending conventional steps, specified at a high level of
generality,’ [is] not ‘enough’ to supply an ‘inventive concept.”

Alice Corp. v. CLS Bank Int’l, 134 S. Ct. 2347, 2357 (2014).

“We have held that mere ‘[data-gathering] step[s] cannot make an
otherwise nonstatutory claim statutory.””

CyberSource Corp. v. Retail Decisions, Inc., 654 F.3d 1366, 1370 (Fed. Cir. 2011)
(quoting In re Grams, 888 F.2d 835, 840 (Fed. Cir. 1989)) (alteration in original).

Moreover, ... even if some physical steps are required to obtain
information from the database (e.g., entering a query via a
keyboard, clicking a mouse), such data-gathering steps cannot
alone confer patentability.”

CyberSource Corp. v. Retail Decisions, Inc., 654 F.3d 1366, 1372 (Fed. Cir. 2011).

UNITED STATES
POSTAL SERVICE.




Conventional Computer Functionality Is Not Meaningful Limitation

“The computer functionality is generic—indeed, quite limited:
a computer receives a request for a guarantee and transmits
an offer of guarantee in return ... That a computer receives
and sends the information over a network—with no further
specification—is not even arguably inventive.”

buySAFE, Inc. v. Google, Inc., 765 F.3d 1350, 1355 (Fed. Cir. 2014) (emphasis added).
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Claims 39-44 Should Be Cancelled Under § 101
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Claims 39-44 Should Be Cancelled Under §§ 101 and 102

@ RMI Cannot Import Language to Overcome Invalidity

® The Purpose of the ‘548 Patent is Automating an Abstract
Goal

® RMI Mischaracterizes the Importance of “Encoding”
® Changing From One Form to Another Is Not Enough

® RMI Does Not Create a Novel Method For Decoding

UNITED STATES
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RMI Cannot Import Language to Overcome Invalidity

RMI argues that the claims require “encoded data” but RMI’s own
expert states otherwise:

v RMI’s Expert, Dr. Scott Nettles

A ih

“Essentially, [the 548 patent] is a pipeline...The first stage of this
pipeline (which is not claimed) takes mail pieces that have been

encoded with whether the sender wants corrected addresses as

. ”
In pUt' Dr. Nettles Declaration (Ex. 2015) at 9 52.

RMI’s expert alleges the claims are a “technological improvement”
based on language not recited in the claims. But RMI cannot

overcome invalidity by importing language not recited in its claims.

Dr. Nettles Declaration (Ex. 2015) at 9 52.
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Claims 39-44 Should Be Cancelled Under §§ 101 and 102

@ RMI Cannot Import Language to Overcome Invalidity

@ The Purpose of the ‘548 Patent is Automating an Abstract
Goal

® RMI Mischaracterizes the Importance of “Encoding”
® Changing From One Form to Another Is Not Enough

® RMI Does Not Create a Novel Method For Decoding
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The Purpose of the '548 Patent is Automating an Abstract Goal

Purpose of the ‘548 patent pipeline is to support an abstract goal of
“automating the mailing address updating process.”

Dr. Nettles Declaration (Ex. 2015) at 9 52.

RMI’s Expert, Dr. Scott Nettles
NS

« “Looking at the ‘548 patent, its architecture is simple (which is
desirable) and is specifically designed to support automating the
add ress u pdati ng proceSS.” Dr. Nettles Declaration (Ex. 2015) at 9 52.

* “This pipeline is purposely designed to support the high-level goal
of automating the mailing address updating process.”

Dr. Nettles Declaration (Ex. 2015) at 9 55.

e “[T]he ‘548 patent claims are ... centered on the automated
proceSS|ng Of retu n ma”” Dr. Nettles Declaration (Ex. 2015) at q 40.
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Claims 39-44 Should Be Cancelled Under §§ 101 and 102

@ RMI Cannot Import Language to Overcome Invalidity

® The Purpose of the ‘548 Patent is Automating an Abstract
Goal

@ RMI Mischaracterizes the Importance of “Encoding”
® Changing From One Form to Another Is Not Enough

® RMI Does Not Create a Novel Method For Decoding
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RMI Mischaracterizes the Importance of “Encoding”

The IRIS Court was not evaluating whether the claims meet
patent eligibility standards set forth in Mayo and Alice when it
discussed the “benefit” of the “seal encoding.”.

® RMI mischaracterizes that the Federal Circuit has “recognized that
encoded information processing can create a technological

advantage or benefit” in IRIS Corp. v. Japan Airlines Corp.
RMI Response (Paper 21) at 34.

® In RIS, the Court was trying to determine whether the use of the
“seal encoding” system was “for the government.”

® “Auseis ‘for the Government’ if it is ‘in furtherance and fulfillment
of a stated Government policy’ which serves the Government's

interests and which is ‘for the Government's benefit.””
IRIS Corp. v. Japan Airlines Corp., 769 F.3d 1359, 1362 (Fed. Cir. 2014).
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Claims 39-44 Should Be Cancelled Under §§ 101 and 102

@ RMI Cannot Import Language to Overcome Invalidity

® The Purpose of the ‘548 Patent is Automating an Abstract
Goal

® RMI Mischaracterizes the Importance of “Encoding”
@ Changing From One Form to Another Is Not Enough

® RMI Does Not Create a Novel Method For Decoding

UNITED STATES
POSTAL SERVICE. 133



Changing From One Form to Another Is Not Enough

RMI argues its claims are patent eligible because they “change
inaccurate address information into either accurate address
information or a notice of inaccuracy.” The claims simply do not
recite this limitation; however, even if it did transforming from one
form to another is not enough.

Transforming data from one form to another does not qualify
as the kind of transformation that the Supreme Court

in Bilski regarded as an important indicator of patent eligibility.
See CyberSource Corp. v. Retail Decisions, Inc., 654 F.3d 1366,
1375 (Fed. Cir. 2011) (“[T]he mere manipulation or
reorganization of data ... does not satisfy the transformation

p ro ng.” ) . Card Verification v. Citigroup, Docket No. 13 C 6339 (N.D. lll. Sept. 29,
2014); See CyberSource Corp. v. Retail Decisions, Inc., 654 F.3d 1366, 1375
(Fed.Cir.2011) (“[T]he mere manipulation or reorganization of data ... does
not satisfy the transformation prong.”).
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Claims 39-44 Should Be Cancelled Under §§ 101 and 102

@ RMI Cannot Import Language to Overcome Invalidity

® The Purpose of the ‘548 Patent is Automating an Abstract
Goal

® RMI Mischaracterizes the Importance of “Encoding”
® Changing From One Form to Another Is Not Enough

® RMI Does Not Create a Novel Method For Decoding
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RMI Does Not Create a Novel Method For Decoding

® RMI argues that the ‘548 patent uses a combination
of known machines to accomplish a novel method
for the decoding and processing of return mail
address information is sufficient to show that the
‘548 patent does not claim an abstract idea.

RMI Response (Paper 21) at 40.

® But the specification states that Portable Data File
417 (PDF417) is the most widely used 2-D barcode.
developed by Symbol Technologies, Inc.

® RMI did not create a “novel method for [] decoding
and processing of return mail address information.”

‘548 Patent, 3:11-12.
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Claims 39-44 Should Be Cancelled Under § 102
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Claims 39-44 Should Be Cancelled Under §§ 101 and 102

® 1997 ACS Discloses “Return Mail Items/Undeliverable Mail
ltems”

® Fulfillment Files are Stored Pursuant via a Computer

® Claims 39-44 Do Not Require a Barcode

@ A Device is Not Required For “Detecting”

® 1997 ACS Meets the Claimed “Arrangement”

® Returned Mail Data Records Include Corrected Addresses
® 1997 ACS Endorsements Generates Electronic Notifications

® RMI Cannot Import Language to Overcome Invalidity

UNITED STATES
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1997 ACS Discloses “Return Mail Items/Undeliverable Mail Items”

e RMlIincorrectly argues that 1997 ACS does not disclose mail
items that have been mailed and then come back to a post office
facility.

e 1997 ACS discloses “[w]hen a carrier receives a mail piece and it
is undeliverable-as-addressed at the old address due to
customer relocation, the mail piece...is sent by the postal
employee to the CFS Unit][.]” 1997 ACS (Ex. 1004) at 5.

g Dr. Joe Lubenow

“In this instance ‘sent” means to go ‘back’ from the Delivery Unit to
a post office facility, in this case the CFS Unit.... My observations are
supported by the USPS’s Postal Automated Redirection System —
The USPS Solution, dated May 1999.” Shown on next slide.

Lubenow Supplemental Declaration (Ex. 1028) at 20 (citing Ex. 1026 at 6).
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1997 ACS Discloses “Return Mail Items”

Dr. Lubenow explained “sent” means to go “back” as supported
by Ex. 1026 below showing UAA mail from Delivery Unit to CFS

Slte Lubenow Supplemental Declaration (Ex. 1028) at 20 (citing Ex. 1026 at 6).
o j mEmmsnn=" Mechanized ‘
- CARS Terminals ¢
) RIC/FSU (Master) HCC Flats )
by ' ! Non- Forwarding |;
L Mechanized| L_Terminals_ |
l E Terminals '
' Video Coding ‘
_____________________ Desks | 7 ___|CFSSite|:

- -

COA Database Transfer

-------------- ——
| [l ] . H
| ! To P&DC or Delivery Unit! <] physical M""b' Flow

i Finalized Redirected

' . '
/ :__.._.-...--.._..M.a_l..'........-_..__.!

Postal Automated Redirection System —The USPS Solution (Ex. 1026) at 6.
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Claims 39-44 Should Be Cancelled Under §§ 101 and 102

® 1997 ACS Discloses “Return Mail Items/Undeliverable Mail
ltems”

@ Fulfillment Files are Stored Pursuant via a Computer

® Claims 39-44 Do Not Require a Barcode

@ A Device is Not Required For “Detecting”

® 1997 ACS Meets the Claimed “Arrangement”

® Returned Mail Data Records Include Corrected Addresses
® 1997 ACS Endorsements Generates Electronic Notifications

® RMI Cannot Import Language to Overcome Invalidity
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Fulfillment Files are Stored Pursuant via a Computer

e RMI argues, incorrectly that 1997 ACS does not disclose that the
fulfillment file is stored pursuant to computer program
instructions.

* ACS does require that “you develop your own matching software
and configure your mailing address labels or address blocks to
comply with the ACS format.” 1997 ACS (Ex. 1004) at 4.

a Dr. Joe Lubenow

“A person of ordinary skill would understand that this Fulfillment
File (complete with its headers, field length, bit position, and bit
length) would be stored by a computer program,” (e.g. “stored
pursuant to computer program instructions).

Lubenow Supplemental Declaration (Ex. 1028) at 9 38.
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Claims 39-44 Should Be Cancelled Under §§ 101 and 102

® 1997 ACS Discloses “Return Mail Items/Undeliverable Mail
ltems”

® Fulfillment Files are Stored Pursuant via a Computer

@ Claims 39-44 Do Not Require a Barcode

@ A Device is Not Required For “Detecting”

® 1997 ACS Meets the Claimed “Arrangement”

® Returned Mail Data Records Include Corrected Addresses
® 1997 ACS Endorsements Generates Electronic Notifications

® RMI Cannot Import Language to Overcome Invalidity
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Claims 39-44 Do Not Require a Barcode

® RMI agrees that “barcodes” are only a suggestion
not required or disclosed by Claims 39-44,

- RMI’s Own Words:
2%

“The '548 patent suggests using a barcode to encode this
information.”

RMI Response (Paper 21) at 1-2 (citing Ex.1001 at 2:66-3:3).
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Claims 39-44 Should Be Cancelled Under §§ 101 and 102

® 1997 ACS Discloses “Return Mail Items/Undeliverable Mail
ltems”

® Fulfillment Files are Stored Pursuant via a Computer

® Claims 39-44 Do Not Require a Barcode

@ A Device is Not Required For a “First Detector”

® 1997 ACS Meets the Claimed “Arrangement”

® Returned Mail Data Records Include Corrected Addresses
® 1997 ACS Endorsements Generates Electronic Notifications

® RMI Cannot Import Language to Overcome Invalidity
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A Device is Not Required For a “First Detector”

@ RMI argues in favor of USPS construction that “detect” can
be performed by a person.

® RMI broadly argues the claims require complete electronic
processing. But this is incorrect.

Kmi RMI’'s Own Words:

“After the scanning stage, the process for providing updated
address information now becomes electronic/computerized.”

RMI Response (Paper 21) at 12-13 (emphases added).

USPS Reply (Paper 22) at 10.
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Claims 39-44 Should Be Cancelled Under §§ 101 and 102

® 1997 ACS Discloses “Return Mail Items/Undeliverable Mail
ltems”

® Fulfillment Files are Stored Pursuant via a Computer

® Claims 39-44 Do Not Require a Barcode

@ A Device is Not Required For “Detecting”

® 1997 ACS Meets the Claimed “Arrangement”

® Returned Mail Data Records Include Corrected Addresses
® 1997 ACS Endorsements Generates Electronic Notifications

® RMI Cannot Import Language to Overcome Invalidity

UNITED STATES
POSTAL SERVICE, 147



1997 ACS Meets the Claimed “Arrangement”

RMI cannot escape the plain language of their claims by
importing limitations.

® RMI argues that 1997 ACS does not anticipate, not because
the elements are not disclosed, but because elements are

2 PO Response (Paper 21) at 65 (citing Net

nOt dISC|Osed aS ”arra nged In the Clalm * MoneylIN, Inc. v. VeriSign, Inc., 545 F.3d 1359,

1370-71 (Fed. Cir. 2008)).

® RMl tries to extend its argument to creating the “output
file” in claim 42.4, by arguing that this output file must be
Created before the determlnlng Step See, e.g., Patent Owner Response (Paper 21) at 65.

® But, this order is not in the claim language. 42.4 recites
“creating output data that includes a customer number of
the sender and at least a portion of the decoded data;”

’548 Patent (Ex. 1002), 2:12-13.
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1997 ACS Meets the Claimed “Arrangement”

@ RMI allegations are incorrect. Net MoneyIN involved an
attempt to combine two distinct protocols from a single
reference, which is not the case here. Rather, 1997 ACS
discloses all steps in a single example and the steps are
disclosed as related to one another.

USPS Reply (Paper 22) at 14-15.

® The Board should reject RMI’s attempt to save its claims by
arguing that 1997 ACS does not meet the non-claimed
arrangements.
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Claims 39-44 Should Be Cancelled Under §§ 101 and 102

® 1997 ACS Discloses “Return Mail Items/Undeliverable Mail
ltems”

® Fulfillment Files are Stored Pursuant via a Computer

® Claims 39-44 Do Not Require a Barcode

@ A Device is Not Required For “Detecting”

® 1997 ACS Meets the Claimed “Arrangement”

® Returned Mail Data Records Include Corrected Addresses
® 1997 ACS Endorsements Generates Electronic Notifications

® RMI Cannot Import Language to Overcome Invalidity
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Returned Mail Data Records Include Corrected Addresses

o

o

RMI argues that “returned mail data records [] are different from
corrected addresses,” but the ‘548 Patent describes “returned mail data
records” as including corrected address data.

If a determination is made in decision block 302 that the sender wants
to have correct addresses provided for the intended recipients, then the
return mail application server then sends the returned mail data
records to an address update service bureau, such as the USPS NCOA
address correction databases or the databases provided by licensed
service providers... The addresses of the intended recipients are then
updated when possible based on information provided by the service
bureau as indicated in output block 310. The updated records are
provided to the return mail service provider as indicated in logic

block 312. The returned mail data records are then placed on the
Internet website of the service provider or a dialup service for sender
pickup as indicated in logic block 314.

UNITED STATES
POSTAL SERVICE.

RMI Response (Paper 21) at 76.

Ex. 1001 at 5:3-13 (emphases added).

151



Claims 39-44 Should Be Cancelled Under §§ 101 and 102

® 1997 ACS Discloses “Return Mail Items/Undeliverable Mail
ltems”

® Fulfillment Files are Stored Pursuant via a Computer

® Claims 39-44 Do Not Require a Barcode

@ A Device is Not Required For “Detecting”

® 1997 ACS Meets the Claimed “Arrangement”

® Returned Mail Data Records Include Corrected Addresses
® 1997 ACS Endorsements Generates Electronic Notifications

® RMI Cannot Import Language to Overcome Invalidity
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1997 ACS Endorsements Generates Electronic Notifications

® RMI agrees that 1997 ACS discloses electronic
notifications by the endorsements.

W RMI’s Own Words:
“1997 ACS describes two possible endorsements for the
possibility of an electronic notification: ‘Address Service

Requested’ and ‘Change Service Requested.””

RMI Response (Paper 21) at 58.

UNITED STATES
POSTAL SERVICE. 153



Claims 39-44 Should Be Cancelled Under §§ 101 and 102

® 1997 ACS Discloses “Return Mail Items/Undeliverable Mail
ltems”

® Fulfillment Files are Stored Pursuant via a Computer

® Claims 39-44 Do Not Require a Barcode

@ A Device is Not Required For “Detecting”

® 1997 ACS Meets the Claimed “Arrangement”

® Returned Mail Data Records Include Corrected Addresses
® 1997 ACS Endorsements Generates Electronic Notifications

@ RMI Cannot Import Language to Overcome Invalidity
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RMI Cannot Import Language to Overcome Invalidity

RMI argues that the claims require that all “information is placed on
the actual mailpiece.” But the claims simply do not recite such a

limitation.

RMI’s Expert, Dr. Scott Nettles

/ \

|
_ﬁm

® “Indirection (or its lack) comes into play because the encoded
information is placed on the actual mailpiece.”

® “There are two important ... concepts that work together to help
the idea of on-envelope encoding act as an enabler: encoding and

Dr. Nettles Declaration (Ex. 2015) at 9 62 (emphasis added).

Ind I rECtlon (Or IaCk thereOf)-” Dr. Nettles Declaration (Ex. 2015) at 9 58 (emphasis added).

RMI’s expert opinion that 1997 ACS does not anticipate is based on language imported by
himself, namely, that all information “is placed on the actual mailpiece.” The abstract idea

claimed in Claims 39-44 do not recite such a requirement.

Dr. Nettles Declaration (Ex. 2015) at 9] 62.
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RMI Cannot Import Language to Overcome Invalidity

RMI argues that the claims require that all “information is placed on
the actual mailpiece.” But the claims simply do not recite such a

limitation.

® “There are two important .. concepts that work together to help
the idea of on-envelope encoding act as an enabler: encoding and
|nd|rECt|On (Or IaCk thereOf)-” Dr. Nettles Declaration (Ex. 2015) at 9 58 (emphasis added).

RMI’s expert opinion that 1997 ACS does not anticipate is based on language imported by
himself, namely, that all information “is placed on the actual mailpiece.” The abstract idea

claimed in Claims 39-44 do not recite such a requirement.

Dr. Nettles Declaration (Ex. 2015) at 9] 62.
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RMI Cannot Import Language to Overcome Invalidity

RMI’s expert opinion that 1997 ACS does not anticipate is based on language imported by
himself, namely, that all information “is placed on the actual mailpiece.” The abstract idea
claimed in Claims 39-44 do not recite such a requirement.

Dr. Nettles Declaration (Ex. 2015) at 9] 62.
EUNITEDSTJTE

| =< POSTAL SERVICE. 157



USPS’s Motion to Exclude

USPS Motion to Exclude Should be Granted
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Support of USPS Motion to Exclude

@ RMI mischaracterizes Exhibit 2030

® Dr. Nettles Improperly Substitutes His Opinions for
the Board

® RMI’s Expert Opinions are Based Off Language Not
in the Claims and Should be Excluded
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Exhibit 2030 is Not Relevant and Should be Excluded

® RMI continues to mischaracterize Exhibit 2030. RMI alleges
that this exhibit “directly contradicts allegations made by
Petitioner.”

RMI Opposition (Paper 33) at 10.

® Nothing in Ex. 2030 relates to or contradicts that the CFS
units in 1997 had scanners for scanning the mail piece.

Ex. 2030 actually states “Change of
Address Forms Processing System
scanners (left)

”

Ex. 2030 at 1 (Italics in original; emphasis added).

Engineering Program Director Raj Kumar

Change of Address Forms Processing System

scanners (left) scan newly-designed Change of states, ”[t]he can be read by an

Address ds fi loy tR te £ di . .

e ook i e optical character reader,” —not referring
The equipment is part of the Change of Address Forms to the mail piece. Ex. 2030 at 2 (emphasis added).

Processing System replacing mechanized terminals previously
used to manually enter information.

USPS Opposition (Paper 37) at 3-4.
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Support of USPS Motion to Exclude

@ RMI mischaracterizes Exhibit 2030

® Dr. Nettles Improperly Substitutes His Opinions for
the Board

® RMI’s Expert Opinions are Based Off Language Not
in the Claims and Should be Excluded
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Dr. Nettles § 101 Should be Excluded

® RMI criticizes the USPS for not relying on its
technical expert to support its § 101 arguments.

® Dr. Nettles testimony in paragraphs 37-95 should
be excluded for providing a legal opinion based on
his two-part test (of his own creation).

v RMI’s Expert, Dr. Scott Nettles

“First, [the patent] has an overall structure or ‘architecture’ that
supports automation. Second, it has key technological enablers
that support and enable the architecture.”

Dr. Scott Nettles Declaration (Ex. 2015) at 9 50.
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Dr. Nettles § 101 Should be Excluded

E UNITED STATES
1
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Support of USPS Motion to Exclude

@ RMI mischaracterizes Exhibit 2030

® Dr. Nettles Improperly Substitutes His Opinions for
the Board

® RMI’s Expert Opinions are Based Off Language Not
in the Claims and Should be Excluded
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RMI Cannot Import Language to Avoid Invalidity

RMI cannot escape the plain language of their claims by
importing limitations. RMI’s expert opinions are based off

language not in the claims and should be excluded.
USPS Reply (Paper 22) at 5.

® RMI cannot point this Panel to one claim where it
claims “information [is] placed on the face of the
envelope that the sender wants address updates or
not.”

Dr. Scott Nettles Declaration (Ex. 2015) at 9 57.

® RMI cannot point this Panel to one claim where it
claims “encoding the sender’s preferences is done
by a creating a bar code with the information.”

Dr. Scott Nettles Declaration (Ex. 2015) at 9 59.
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RMI’s Expert Opinions Are Based on Language Not in Claims

Dr. Nettles opinions that 1997 ACS does not anticipate the ‘548
patent are based on imported language of his choosing.

RMI’s Expert, Dr. Scott Nettles

“[T]here is no possible way for a customer to encode
information or data into a participant code given that the
customer has nothing to do with its creation.”

Dr. Scott Nettles Declaration (Ex. 2015) at 9 102.

“1997 ACS does not disclose any data being converted into the
pa rt|C| pa nt Code ” Dr. Scott Nettles Declaration (Ex. 2015) at 9] 103.

“Claim 39 is an electronic method of processing.”

Dr. Scott Nettles Declaration (Ex. 2015) at 9] 109.
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POSTAL SERVICE.

166



RMI’s Motion to Exclude

RMI’s Motion to Exclude Should be Denied
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RMI’s Motion to Exclude Should be Denied

® Dr. Lubenow Has 35 Plus Years of Postal Experience

® RMI Attempts to Mischaracterize Dr. Lubenow’s
Testimony

® Dr. Lubenow’s Demonstrative Present Little Danger
of Unfair Prejudice

® RMI Fails to Show One Example of Dr. Lubenow’s
Supplemental Declaration Presenting “New”
Arguments

UNITED STATES
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Dr. Joe Lubenow 35 Plus Years of Postal Experience

(Co-developer of one of \ Industry Leadership Committee members are 2001- 2002
initial 1986 USPS licensed elected by the MTAC mailing industry Elected Chair, USPS Mailers
NCOA systems representatives. With 50 years of unmatched Technical Advisory Committee
« Managed up to 35 performance, MTAC and the Postal Service
programmers in Address have been instrumental in helping make mail B ostal "
Services. Postal processes and programs work better. e
7 focusing on address
Sortation, Internal hygiene, mailpiece
KSystemS j ' 1991 | 1999 - 2001 ' barcoding, and
Joins USPS Mailers Technical Elected Vice-Chair, USPS Mailers intelligent mail
Advisory Committee Technical Advisory Committee
1988 - 1995 1995 - 2001

2001 - Present

Vice President, Postal Affairs, )
President, Lubenow &

Technical Director, R.R. Donnelley
Metromail / Experian

/ Metromail Associates
| |
1979 - 1988 Jul. 1997
Consultant for R.R. Donnelly Address Change Service
Selectronic Services “1997 ACS” published

Lubenow Updated CV (Ex. 2008).
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RMI’s Motion to Exclude Should be Denied

® Dr. Lubenow Has 35 Plus Years of Postal Experience

® RMI Attempts to Mischaracterize Dr. Lubenow’s
Testimony

® Dr. Lubenow’s Demonstrative Present Little Danger
of Unfair Prejudice

® RMI Fails to Show One Example of Dr. Lubenow’s
Supplemental Declaration Presenting “New”
Arguments
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RMI Attempts to Mischaracterize Dr. Lubenow’s Testimony

RMI attempts to mislead the Board and mischaracterize Dr. Lubenow’s
testimony. RMI would like you to believe that Dr. Lubenow states he does
not “know the internal details of the CFS operation.”

But Dr. Lubenow was asked:

Q: But would [fulfillment files] have been created in hard copy and then
transferred to tape or some kind of disk, or were they actually created in
electronic form to begin with, in 19977

A: | don’t know the internal details of the CFS operation.
Lubenow Deposition (Ex. 1023) at 145.

Never did Dr. Lubenow state that he did not “know the internal details of the CFS
operation” as it relates to “what the prior art contained, including the operation

of CFS units with respect [to] the disclosures of the 1997 ACS,” as falsely
SuggeStEd by RMI. PO Motion to Exclude at 5.
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RMI’s Motion to Exclude Should be Denied

® Dr. Lubenow Has 35 Plus Years of Postal Experience

® RMI Attempts to Mischaracterize Dr. Lubenow’s
Testimony

® Dr. Lubenow’s Demonstrative Present Little Danger
of Unfair Prejudice

® RMI Fails to Show One Example of Dr. Lubenow’s
Supplemental Declaration Presenting “New”
Arguments
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Dr. Lubenow’s Demonstrative Facilitated His Deposition

® Merely a reorganization of existing material already in the
record (much of which RMI has not challenged)

® The annotations were created at the direction of Dr.
Lubenow to facilitate his oral cross-examination by RMI

USPS Opposition (Paper 34) at 9.
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RMI’s Motion to Exclude Should Be Denied

® Dr. Lubenow Has 35 Plus Years of Postal Experience

® RMI Attempts to Mischaracterize Dr. Lubenow’s
Testimony

® Dr. Lubenow’s Demonstrative Present Little Danger
of Unfair Prejudice

® RMI Fails to Show One Example of Dr. Lubenow’s
Supplemental Declaration Presenting “New”
Arguments
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POSTAL SERVICE.

174



Dr. Lubenow’s Supplemental Declaration Is Proper

RMI improperly seeks to exclude 99 11-21 and 26 because RMI
alleges they “present new arguments.” But RMI does not
present one example of any “new arguments.”

PO Motion to Exclude at 11.

A motion to exclude is not a mechanism to argue that a reply
contains new arguments or relies on evidence necessary to

make a prima facie case.
Microsoft v. SurfCast, IPR2013-00292 at 53 (PTAB Oct. 14, 2014) (Paper 33).

Whether a reply contains arguments or evidence that are
outside the scope of a proper reply under 37 C.F.R. § 42.23(b)

is left to our determination.
Microsoft v. SurfCast, IPR2013-00292 at 53 (PTAB Oct. 14, 2014) (Paper 33).
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Even if RMl’s allegations are not improper under 37 C.F.R. §
42.23(b), “Dr. Lubenow’s Supplemental Declaration

appropriately responded to new arguments presented in RMI’s
response and Dr. Nettles declaration.”

Petitioner’s Opposition to Patent Owner’s Motion to Exclude at 14.
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Dr. Lubenow’s Supplemental Declaration Is Proper

® RMI fails to show one example of Dr. Lubenow’s
Supplemental Declaration presenting “new”
arguments

RMI Motion (Paper 25); see also RMI Reply Motion (Paper 36).

® Dr. Lubenow’s supplemental declaration
appropriately responded to new arguments
presented in RMI’s response and Dr. Nettles
declaration

USPS Opposition (Paper 34) at 14.
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