
 
 
dc-958387  

Patent No. 8,244,622 
Petition For Covered Business Method Patent Review 

UNITED STATES PATENT AND TRADEMARK OFFICE 
_______________ 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 
_____________ 

INVESTORS EXCHANGE LLC 
Petitioner 

v. 

NASDAQ, INC. 
Patent Owner 

Patent No. 8,244,622 
Issue Date:  August 14, 2012 

Title: ORDER MATCHING PROCESS AND METHOD 
_______________ 

Covered Business Method Review No.:  CBM2018-00041 
____________________________________________________________ 

PETITION FOR COVERED BUSINESS METHOD REVIEW 

UNDER 35 U.S.C. § 321 AND § 18 OF THE LEAHY-SMITH 

AMERICA INVENTS ACT 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


CBM2018-00041 
 

TABLE OF CONTENTS 
 

Page 

i 
 
 
dc-958387  

I. INTRODUCTION .......................................................................................... 1 
II. BACKGROUND ............................................................................................ 3 

A. Financial Markets ................................................................................. 3 
1. The advent of financial markets ................................................. 3 
2. Stock exchange floors ................................................................ 4 
3. Order types ................................................................................. 6 
4. Order books ................................................................................ 9 
5. Reporting of trading information ............................................. 12 
6. Market automation ................................................................... 13 

B. Computer Science and Architecture ................................................... 15 
1. Memory management .............................................................. 15 
2. Computer processes ................................................................. 17 

III. SUMMARY OF THE ’622 PATENT .......................................................... 21 
A. Specification ....................................................................................... 21 
B. Claims ................................................................................................. 24 
C. File History ......................................................................................... 26 
D. Priority Date ....................................................................................... 27 
E. Level of Ordinary Skill in the Art ...................................................... 27 

IV. CLAIM CONSTRUCTION ......................................................................... 28 
V. STANDING AND CBM ELIGIBILITY ...................................................... 28 

A. Petitioner Has Been Sued for Infringement ....................................... 28 
B. The ’622 Patent Is Eligible for CBM Review .................................... 29 

1. Claims 1-30 are directed to a financial activity ....................... 29 
2. Claims 1-30 do not recite a technological invention ............... 32 

VI. THE ’622 PATENT IS INVALID ............................................................... 43 
A. GROUND 1:  Claims 1-30 Are Invalid Under 35 U.S.C. § 101 ........ 44 

1. Step One:  Claims 1-30 are directed to a patent-ineligible 
abstract idea .............................................................................. 45 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


CBM2018-00041 
 

TABLE OF CONTENTS 
(continued) 

Page 

 

 ii  
 
 
dc-958387  

2. Step Two:  Claims 1-30 do not recite any inventive 
concept ..................................................................................... 59 

B. GROUND 2:  Claims 1-30 Are Invalid as Lacking Written 
Description Support Under 35 U.S.C. § 112 ¶ 1 ................................ 73 

C. NOTICES AND STATEMENTS ...................................................... 80 
VII. CONCLUSION ............................................................................................. 82 
 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


CBM2018-00041 

 
 iii 
 
 
dc-958387  

Exhibit List 

Exhibit Description Exhibit # 

U.S. Patent No. 8,244,622 (“’622 Patent”) 1001 

File History of ’622 Patent (“File History”) 1002 

Declaration of Prof. Bernard S. Donefer (“Donefer Decl.”) 1003 

Declaration of Dr. Benjamin Goldberg (“Goldberg Decl.”) 1004 

David M. Weiss, After the Trade is Made: Processing Securities 
Transactions, (New Prentice Hall Press, 1993) (“After the Trade is 
Made”) (Excerpts) 

1005 

“Modern Operating Systems, Second Edition” Andrew S. 
Tanenbaum, 2001  (“Modern Operating Systems” or “Tanenbaum”) 
(Excerpts) 

1006 

U.S. Patent No. 6,850,906 to Chadha et al.  (“Chadha”) 1007 

William N. Goetzmann, Money Changes Everything: How Finance 
Made Civilization Possible (Princeton Univ. Press 2016)  (“Money 
Changes Everything”) (Excerpts) 

1008 

Zvi Bodie, et al., Investments (McGraw-Hill Irwin eds., 6th ed. 2005)  
(“Investments”) (Excerpts) 

1009 

Securities and Exchange Commission Historical Society, Film, Radio 
and Television: “The Big Board,” New York Stock Exchange Film, 
available at http://www.sechistorical.org/museum/film-radio-
television/video-
player.php?vid=1398364160001&title=%22The%20Big%20Board,%
22%20New%20York%20Stock%20Exchange%20Film  (“The Big 
Board”) 

1010 

Joel Hasbrouck, et al., New York Stock Exchange Systems and 
Trading Procedures, (New Stock Exchange, Inc., Working Paper 
No. 93-01, 1993) (“NYSE Systems and Trading Procedures”) 

1011 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

http://www.sechistorical.org/museum/film-radio-television/video-player.php?vid=1398364160001&title=%22The%20Big%20Board,%22%20New%20York%20Stock%20Exchange%20Film
http://www.sechistorical.org/museum/film-radio-television/video-player.php?vid=1398364160001&title=%22The%20Big%20Board,%22%20New%20York%20Stock%20Exchange%20Film
http://www.sechistorical.org/museum/film-radio-television/video-player.php?vid=1398364160001&title=%22The%20Big%20Board,%22%20New%20York%20Stock%20Exchange%20Film
http://www.sechistorical.org/museum/film-radio-television/video-player.php?vid=1398364160001&title=%22The%20Big%20Board,%22%20New%20York%20Stock%20Exchange%20Film
https://www.docketalarm.com/


CBM2018-00041 

 
 iv 
 
 
dc-958387  

Exhibit Description Exhibit # 

Kalman J. Cohen, et al., The Microstructure of Securities Markets 
(Prentice Hall, 1986)  (“Microstructures of Securities”) (Excerpts) 

1012 

Aite Group, Market Fragmentation and Its Impact: a Historical 
Analysis of Market Structure Evolution in the United States, Europe, 
Australia, and Canada (August 2013) (“Market Fragmentation”) 
(Excerpts) 

1013 

New York Stock Exchange, NYSE overview statistics, available at,  
http://www.nyxdata.com/nysedata/asp/factbook/viewer_edition.asp?m
ode=table&key=268&category=14 (“NYSE Overview Statistics”) 

1014 

Morris Mendelson, Toward a Modern Exchange: the 
Peake-Mendelson-Williams Proposal for an Electronically Assisted 
Auction Market: Impending Changes for Securities Markets: What 
Role for the Exchanges? (Ernest Bloch and Robert Schwartz, eds. 
1979) (“Impending Changes”) (Excerpts) 

1015 

Nasdaq, Designated Order Turnaround System (DOT): Definition, 
available at https://www.nasdaq.com/investing/glossary/d/designated-
order-turnaround (“DOT Definition”) 

1016 

The New York Times, Futures/Options; Automation in Trading, 
available at https://www.nytimes.com/1984/12/10/business/futures-
options-automation-in-trading.html (“Futures/Options”) 

1017 

Intex, Late But Hopeful, Intex Looks for Summer Start Up, Futures 
World, June 14, 1984 (“Late But Hopeful Intex”) (Excerpts) 

1018 

United States General Accounting Office, Report to Congressional 
Committees: SEC Action Needed to Address National Market System 
Issues (Craig Simmons, March 12 1990) (“GAO Report”) 

1019 

Lewis D. Solomon and Louise Corso, The Impact of Technology on 
the Trading of Securities: The Emerging Global Market and the 
Implications for Regulation, 24 J. Marshall L. Rev. 299 (1991) 
(“Impact of Technology”) 

1020 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://protect-us.mimecast.com/s/RHvfC73WYMuwNXD5s8zh57
https://protect-us.mimecast.com/s/RHvfC73WYMuwNXD5s8zh57
https://www.nasdaq.com/investing/glossary/d/designated-order-turnaround
https://www.nasdaq.com/investing/glossary/d/designated-order-turnaround
https://www.nytimes.com/1984/12/10/business/futures-options-automation-in-trading.html
https://www.nytimes.com/1984/12/10/business/futures-options-automation-in-trading.html
https://www.docketalarm.com/


Real-Time Litigation Alerts
	� Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

	� Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
	� With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

	� Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
	� Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

	� Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


