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I. INTRODUCTION 

University of Waterloo (“UW” or “Petitioner”) hereby petitions and 

respectfully requests that the Patent Trial and Appeal Board institute a derivation 

proceeding against U.S. Patent No. 9,780,412 (“the ’412 Patent”) assigned in part 

to Salient Energy Inc. (“Salient” or “Respondent”), submitted herewith as UW 

Exhibit 1001.  

Pursuant to 35 U.S.C. § 135 and 37 C.F.R. § 42 et seq., this Petition should 

be granted and a derivation proceeding should be instituted based on the following:  

(1) this Petition is timely filed within one year of first publication of the 

application issuing as the ’412 Patent;  

(2) Petitioner has standing by virtue of being the named applicant on U.S. 

Patent App. 15/513,914 (“the ’914 Application”), filed March 23, 2017, submitted 

herewith as UW Exhibit 1002;  

(3) the ’914 Application identifies three co-inventors of the claimed subject 

matter, Linda Nazar, Brian Adams, and Dipan Kundu; 

(4) the ’412 Patent issued with 16 claims, all of which are identical to the 

claims of the ’914 Application after the amendments recently filed;  

(5) the ’412 Patent identifies two co-inventors of the subject matter of those 

16 claims, Brian Adams and Dipan Kundu. Linda Nazar is not identified as a co-

inventor. As such, the inventive entities are different;  
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