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1 Case IPR2015-00268 has been joined with this proceeding.
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I. A POSA Would Not Have Reasonably Predicted That
Rivastigmine Undergoes Oxidative Degradation Under
Pharmaceutically Relevant Conditions Based On Its Structure

At Ex. 1048, page 22, line 6 to page 23, line 22, Dr. Schöneich testified that

the bond dissociation energy “does not tell you under which conditions you form

radicals in any chemical reaction.”2 This testimony is relevant to Dr. Schöneich’s

assertion that a bond’s strength was not a theoretical issue in ¶ 8 of Ex. 1032. This

testimony is relevant because it demonstrates that a POSA would not have

reasonably predicted that rivastigmine would undergo oxidative degradation under

pharmaceutically relevant conditions based on its structure.

At Ex. 1048, page 21, line 9 to page 22, line 5, Dr. Schöneich admitted that

Carey and Sundberg (Ex. 1007 at 693) provides only “relative reactivities, not

absolute reactivities” of aromatic hydrocarbons. (See also Ex. 1032 at ¶ 9.) The

testimony is relevant to Dr. Schöneich’s assertion that a POSA would have

predicted that rivastigmine is “susceptible” to oxidative degradation based on its

structure in ¶ 14 of Ex. 1032. This testimony is relevant because it demonstrates

that a POSA would not have reasonably predicted that rivastigmine would undergo

oxidative degradation under pharmaceutically relevant conditions based on its

structure.

2 At Ex. 1048, page 7, line 25 to page 8, line 3, Dr. Schöneich agreed that answers

he gave during cross-examination applied in both IPR proceedings.
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At Ex. 1048, page 75, line 9 to page 76, line 7, Dr. Schöneich admitted that,

other than protonation, the structure of the drug is the same irrespective of the

dosage form. This testimony is relevant to Dr. Schöneich’s assertion that a POSA

would have predicted that rivastigmine is “susceptible” to oxidative degradation

based on its structure in ¶ 15 of Ex. 1032. This testimony is relevant because Dr.

Schöneich further admitted that, although the structure of the drug is the same, the

dosage form can determine whether or not an antioxidant is required. (Ex. 1048 at

70:21-71:12.) Thus a POSA would not have reasonably predicted from its

structure that rivastigmine would undergo oxidative degradation under

pharmaceutically relevant conditions or require an antioxidant.

At Ex. 1048, page 16, lines 6 to 16 and page 108, lines 6 to 19, Dr.

Schöneich admitted that there is no prior art literature that sets out the mechanism

or site of oxidative degradation of rivastigmine and that he did not know what

products are formed by its oxidative degradation. This testimony is relevant to Dr.

Schöneich’s assertion that a POSA would have predicted that rivastigmine is

“susceptible” to oxidative degradation based on its benzylic carbon-hydrogen bond

and adjacent tertiary amine in ¶ 14 of Ex. 1032. This testimony is relevant because

it shows that Dr. Schöneich’s structural theory is unproven.

At Ex. 1048, page 96, line 2 to 5, Dr. Schöneich testified that

dextromethorphan is “susceptible” to oxidative degradation at the benzylic
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position. This testimony is relevant to Dr. Schöneich’s assertion that the benzylic

position is “especially susceptible to oxidation” in ¶ 11 of Ex. 1032. This

testimony is relevant because, even though dextromethorphan has a benzylic

carbon, it was reported in the art to be “very stable,” “[s]table under all normal

conditions of storage,” and to show “[e]xcellent stability” under pharmaceutically

relevant conditions. (Ex. 2012 at ¶¶ 139-143.) Thus theoretical “susceptibility” to

oxidative degradation does not correlate with the pharmaceutical reality of whether

a compound undergoes oxidative degradation under pharmaceutically relevant

conditions or requires an antioxidant.

At Ex. 1048, page 100, lines 7 to 19 and page 101, line 21 to page 102, line

8, Dr. Schöneich admitted that Boccardi 1994 reports that the 10-keto degradant of

dextromethophan was found only in “trace amounts” during preformulation (a fact

he omitted from his Reply Declaration) and that Boccardi 1994 does not report the

conditions under which those trace amounts formed. (See also Ex. 2050 at 433.)

This testimony is relevant to Dr. Schöneich’s opinion that Boccardi 1994 teaches a

POSA that dextromethorphan is “susceptible” to oxidative degradation without the

accelerated conditions described in Boccardi 1989 in ¶ 62 of Ex. 1032. This

testimony is relevant because it contradicts that opinion and demonstrates that Dr.

Schöneich mischaracterized the teaching of Boccardi 1994.

At Ex. 1048, page 96, line 18 to page 17, line 14, Dr. Schöneich admitted
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that Boccardi 1989 states that “the irradiation of an aqueous or acidic solution of

[dextromethorphan hydrobromide] in the absence of Fe(III) ions did not induce any

decomposition, irrespective of the presence or absence of molecular oxygen.” (See

also Ex. 1019 at 308.) This testimony is relevant to Dr. Schöneich’s opinion that

Boccardi 1989 teaches a POSA that dextromethorphan is “susceptible” to oxidative

degradation without the accelerated conditions described in that article in ¶ 62 of

Ex. 1032. This testimony is relevant because it shows that Boccardi 1989 reports

that dextromethorphan does not oxidize in the absence of Fe(III) ions and that Dr.

Schöneich mischaracterized the teaching of Boccardi 1989.

At Ex. 1048, page 100, line 20 to page 102, line 8 and page 113, line 13 to

page, 114, line 14, Dr. Schöneich alleged that the Boccardi 1989 and 1994

references teach that dextromethorphan had stability problems and that a POSA

would have been concerned by trace amounts of degradation during preformulation

because Boccardi 1994 does not disclose the conditions under which the degradant

formed. This testimony is relevant to those opinions. This testimony is relevant

because it is contradicted by the express teaching in the art that dextromethorphan

is “very stable” under pharmaceutically relevant conditions. (Ex. 2012 at ¶¶ 139-

143.)

At Ex. 1048, page 48, lines 16 to 23, Dr. Schöneich admitted that he did not

cite any literature indicating that any of the multiple real-world pharmaceutical

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


