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In its Patent Owner Response (Paper 15, “POR”), Patent Owner 

mischaracterizes the primary reference, Spirov, fails to distinguish additional 

references Bathiche and Shkolnikov, and relies on meritless procedural objections 

to Prof. D’Andrea’s declaration supporting the obviousness of all claims of the 

’748 Patent.  Patent Owner does not, however, overcome the prima facie case of 

invalidity already established by Petitioner and recognized by the Board in its 

Institution Decision.  Therefore, Petitioner has met its burden in establishing that 

all challenged claims of the ’748 Patent are unpatentable in view of prior art and 

should be cancelled. 

A. Spirov teaches the use of a “configuration switch”  

Patent Owner does not dispute that all claims of the ’748 Patent require a 

“configuration switch” having three modes of operation.  In its Petition, supported 

by the declaration of Prof. D’Andrea, Petitioner demonstrated that Spirov literally 

teaches every element of claims 1-5 and 10-12, with the exception of the 

“configuration switch.”  Patent Owner does not dispute any of this.  Petitioner 

further demonstrated, and the Board agreed, that Spirov inherently teaches a 

configuration switch having two modes of operation and, whether or not Spirov so 

teaches a two mode switch, it would have been obvious to combine Spirov with 

Bathiche and/or Shkolnikov to include a “three mode” switch.  Paper 8, 10-11. 
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Disregarding the alternative grounds for obviousness found by the Board, 

Patent Owner argues that Spirov does not teach any configuration switch, and that 

therefore Spirov cannot be combined with Bathiche and Shkolnikov.  Of course, as 

the Board recognized, Spirov teaches a configuration switch.  Even if, however, 

Spirov does not teach a “configuration switch,” Patent Owner’s argument does not 

overcome Petitioner’s demonstration of obviousness.  The combination of Spirov, 

Bathiche, and/or Shkolnikov still would yield every element of claims 1-5 and 10-

12.  The suggestions to combine these references, explained in detail in the Petition 

and Prof. D’Andrea’s supporting declaration (Ex. 1011), apply just as well even if 

Spirov is assumed to lack a configuration switch.   

In its Institution Decision, the Board agreed with Petitioner.  The Board 

found that the asserted claims
1
 are obvious whether or not Spirov discloses a mode 

switch.  Paper 8, 11.  The Board found that Bathiche teaches switch-selectable 

modes and that, accordingly, the “mode switch” feature is taught by the prior art.  

Paper 8, 9-10.  It follows that the Board’s finding of obviousness can be sustained 

on an independent ground, not disputed by Patent Owner. 

Even assuming that whether Spirov teaches a two-mode switch somehow is 

required to combine the references for purposes of obviousness, the evidence 

                                           

1
 The Board used an additional reference, Fouche, for purposes of claim 4. 
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