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I. INTRODUCTION

1. My name is Peter W. Shackle. I have been retained by counsel for

Petitioners as an expert witness in the above-captioned proceeding. I have been

asked to provide analysis and my opinion about the state of the art of the

technology described in U.S. Patent No. 8,089,370 (the ’370 Patent”) and on the

patentability of claims 1-6, 7, 9, 10, 14, 17-20, 23, 28, 43, 45 and 48-50 (“the

instituted claims”) of the ’370 patent.

2. I reside at 112 Aspen Way, Rolling Hills Estates, CA 90274. I hold a

bachelor’s degree in physics from the University of Birmingham (United

Kingdom) and a Ph.D. in physics from the University of Cambridge (United

Kingdom).

3. I have over twenty years’ experience in the field of lighting

electronics, with particular emphasis on light emitting diode (“LED”) drivers and

electronic ballasts. I am the President of Photalume, a consulting company I

founded in 2012. Before that, I was Director of Power Supply Products at Light-

Based Technologies, and I also served as Chief Technology Officer for Lightech

Electronics, Inc. Additionally, I held vice president positions at Fulham Co, Inc.,

Universal Lighting Technologies, and Robertson Worldwide.

4. I am an elected senior life member of the Institute of Electrical and

Electronics Engineers, and I am a member of the Illuminating Engineering Society.
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5. I am a named inventor of fifty-seven U.S. patents, and I have three

patent applications pending before the U.S. Patent and Trademark Office. I have

also authored eight publications in peer-reviewed journals and nine publications in

trade journals, the most recent of which pertains to LED technology. A copy of my

curriculum vitae was attached to my original declaration (Ex. 1002) at Appendix

A.

6. This declaration is a supplement to my earlier declaration. This

declaration addresses issues raised by Dr. Ducharme, who I understand is patent

owner's expert, in his declaration and, where appropriate, statements made by Dr.

Ducharme during his deposition, both of which I have read.

II. LEGAL PRINCIPLES

7. My first declaration included statements reciting certain legal

principles which were provided to me by counsel. I considered and applied those

principles in performing my analysis and in forming my opinions. Below are some

additional legal principles that I have considered and applied in forming my

opinions set forth below.

8. I understand that courts consider many factors in accessing the level

of skill in the relevant art, including the kinds of problems that existed in the art,

known solutions to those problems, the rapidity at which innovations are made in

the field, the sophistication of the technology, and the educational level of active
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workers in the field. The importance of each factor, to the extent it is present,

varies from case to case. The level of skill in the art of the inventor of the patent at

issue is not determinative in determining the level of ordinary skill in the relevant

art.

9. Patents are written to describe to one of ordinary skill in the art how to

build the inventions without undue experimentation.

10. I understand that patents, as well as other prior art references, may and

often do, disclose multiple embodiments. I understand that when considering

obviousness, one must consider what the references as a whole would have taught

a person of ordinary skill in the art, recognizing that it is often necessary and

within the level of ordinary skill to modify the teachings of two references in order

to combine them. I further understand that although a specific embodiment may be

taught to be preferred, all disclosures of the prior art, including none preferred

embodiments must be considered. The disclosure of alternative designs in a prior

art reference does not teach away just because alternatives exist. Nor does it mean

that an inferior combination is inapt for obviousness purposes. All disclosures in a

prior art reference must be evaluated for what they fairly teach one of ordinary

skill in the art.
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11. I understand that it is not permissible to read limitations into the

claims. I also understand that a patentee may be his or her own lexicographer and

define the meaning of claim term.

12. I understand if a person of ordinary skill can implement a predictable

variation, 35 U.S.C. § 103 obviousness likely bars its patentability. For the same

reason, if a technique has been used to improve one device, and a person of

ordinary skill in the art would recognize that it would improve similar devices in

the same way, using the technique is obvious unless its actual application is

beyond his or her skill. A court must ask whether the improvement is more than

the predictable use of prior art elements according to their established functions.

When a work is available in one field of endeavor, design incentives and other

market forces can prompt variations of it, either in the same field or a different one.

13. I understand that where there are a “finite number of identified

predictable solutions,” a person of ordinary skill has good reason to pursue the

known options.

14. I understand there is no rigid test for obviousness. I further understand

that the combination of familiar element according to known methods is likely to

be obvious when it does no more than yield predictable results. I understand that

the fact that a combination was “obvious to try” might show that it was obvious

under 35 U.S.C. § 103, and that a court can take into account the inferences and
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