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Overview Grounds

P.O. Objections

Overview

Presented for
IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent)
IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)




P.O. Response/
Petitioners’ Reply

Summary of Issues in 936 and 938 IPRs

Overview Grounds

P.O. Objections

(1) Level of Ordinary Skill in the Art (935 IPR as well)
(2) Light Sensitive Switch (936 IPR)

e Does Wu disclose a light sensitive switch

* |f so, would it have been obvious to combine Chliwnyj with Wu

(3) Remaining Switch Issues (936 and 938 IPRs)

 Exposed (936) and accessible (938) switches: obvious to combine Chliwnyj with
Hung, Xu and/or Pu

e Desired fixed color (936) or desired lighting effect (938): obvious to combine
Chliwnyj with Pu

(4) RGB LEDs — obvious to combine Chliwnyj with Lau (938 IPR)

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)
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Summary of the
Patents and Prior Art

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)
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USPN 7,196,477

P.O. Objections
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(37) ABSTRACT
?2-"'//)
oA garden light 10 having a body (11) with a post (12), the
« lower end of which is provided with a spike (13). The upper
. end of the post (11) receives a lens assembly (12). Secured .,
=210 the lens assembly (12) is a cap assembly (24) that has
;2; msithree LEDs that are activated to produce a varying color
(58) Tield o light_ @

[IPR 2014-00936 - Ex. 1001 (cover page/abstract), Figure 1; Rev. Pet. (Paper No. 14), at 6-7 and 9]
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Overview Grounds Petitioners’ Reply P.O. Objections

USPN 7,429,827

(57) ABSTRACT o

A garden light 10 having a body (11) with a post (12), the
lower end of which is provided with a spike (13). The upper
end of the post (11) recerves a lens assembly (12). Secured to
the lens assembly (12) 1s a cap assembly (24) that has three
LEDs that are activated to produce a varying color light.
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[IPR 2014-00938 - Ex. 1001 ('827 patent), at couver page/abstract, Figure 1; Rev. Pet. (Paper No. 13), at 7, 8]
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Petitioners’ Reply

U.S. App. Pub. No. 2003/0201874 - Wu
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3 [0022] And more, the present invention can be provided
e with a plurality of light emitting elements 15 capable of
providing different colors, by intercrossing light emitting,
Fig. 4
Jiawei et al. Exhibit 1008 Page 6
IaweLELElL EXRDR 1058 Feae | [IPR No. 2014-00936 - Wu (Ex. 1006) Abstract; Figure 4,at 99 0020, 0022; Rev. Pet. (Paper 14), at 24;

Shackle I, (Ex. 1002) at 124-127; Pet. Reply Brief (Paper 48), at 12]
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[IPR Nos. 2014-00936 and 00938 - Chliwnyj (Ex. 1005), Abstract; Rev. Pets. (Paper Nos. 14 and 13), at 30 and 29]
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U.S. Patent No. 5,924,784 - Chliwnyj
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Jiawei et al. Exhibit 1005 Page 15

Chliwnyj (Ex. 1005), at 2:57-62

Id., at 2:63-67

Id., at 3:5-9

Id., at 4:3-5

Id., at 16:1-5

[IPR Nos. 2014-00936 and 00938 - Chliwnyj (Ex. 1005); Pet. Reply Briefs (Paper Nos. 48 and 50),
at 15 and 14-15; Shackle Il (Ex. 1050), at 99 59-61, 68 (Ex. 1047), at 119 54-55, and 57 ;
Ducharme Dep. (Exs. 1049 and 1046), at 133:6-134:12, 156:14-157:25]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 ('827 Patent
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CN 2522722Y - Pu

[IPR Nos. 2014-00936 and 00938 — Pu (Ex. 1008), at 1, and 5;
[IPR Nos. 00936 and 00938 — Pu (Ex. 1008)] Rev. Pet. (Paper Nos. 14 and 13), at 34-36 and 24-25]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)



P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

WO 91/02192 - Hung

[IPR No. 00936 (Ex. 1016), at Col. 7, Lines 9-20;
Rev. Pet. (Paper No. 14), at 35-37]
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Grounds of Unpatentability

D. Prior Art and Asserted Grounds

Basis under :
References 5 USC. Claims Challenged
Chliwnyj', Wu”, and Hung’ § 103 1,2,4-9,2022, and 26
Chliwnyj, Wu, Hung, and Pu* § 103 1012, 23-25, and 27-29
Chliwnyj, Wu, Hung, Xu’ § 103 3and 13-16
Chliwnyj, Wu, Hung, Xu, and Pu § 103 17-19
[IPR 2014-00936 - Institution Dec. (Paper No. 21), at 4]
D. Prior Art and Asserted Grounds
Basis under :
References 3I5USC. Claims Challenged
Chliwnyjl, Wu?, Pu’, Dowling4 § 102* 24-26 * Typographical
Chliwnyj and Wu § 103 27-29 and 31-35 error; §103
Chliwnyj, Wu, and Lau’ § 103 30

[IPR 2014-00938 - Institution Dec. (Paper No. 20), at 4]
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USPN 7,196,477 - Claims 1, 2, 4-9 (Ground 1)

P.O. Objections

Overview Grounds

4. The device of claim 1 wherein, said circuit includes
three lamps, each of a different colour.

5. The device of claim 1 wherein, said lens is a first lens,
and said device includes a second lens, said second lens
being attached to said base and providing a cavity into which
the LEDs direct light, with the light leaving said second lens
then passing through said first lens.

6. The device of claim 5 wherein, the first and second
lenses diffuse light.

7. The device of claim 6 wherein, said body includes a
post having opposite first and second ends, with said spike
attached to said first end. and said first lens attached to said
second end.

8. The device of claim 7 wherein, said second lens is
detachably secured to said post.

9. The lighting device of claim 1 wherein, said circuit
includes a light sub-circuit connected to the lamps to deliver
electric power thereto so that the lamps produce said desired
colour, with said switch being an on/oll’ switch to deliver
electric power from the batteries to said sub-circuit.

[IPR 2014-00936 - Ex. 1001 ('477 patent), at 7:19-64; Rev. Pet. (Paper No. 14), at 17-27]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)
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USPN 7,196,477 - Claims 20, 21-22, 26 (Ground 1)

26. The lighting device of claim 20 wherein, said circuit
includes a light sub-circuit connected to the lamps to deliver
electric power thereto so that the lamps produce said desired
colour, with said switch being an on/off switch to deliver
electric power from the batteries to said sub-circuit.

[IPR 2014-00936 - Ex. 1001 ('477 patent), at 8:36-60, 9:9-13; Rev. Pet. (Paper No. 14), at 28-30]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)
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USPN 7,196,477 - Claims 10-12, 23-25, 27-29 (Ground 2)

Overview Grounds

P.O. Objections

27. The lighting device of claim 20 wherein. said circuit
includes a light sub-circuit having an integrated circuit

[IPR 2014-00936 - Ex. 1001 ('477 patent), at
7:65-8:9, 8:61-9:6, 9:14-10:13; Rev. Pet. (Paper No. 14), at 34-40]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)
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USPN 7,196,477 - Claims 3, 13-16, 17-19 (Grounds 3 and 4)

Overview Grounds

P.O. Objections

Ground 3 Claims _
Ground 4 Claims

[IPR 2014-00936 - Ex. 1001 ('477 patent), at
7:43-44, 8:10-35; Rev. Pet. (Paper No. 14), at 38-40]
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USPN 7,429,827 - Claims 24-26 (Ground 1)

Overview Grounds

P.O. Objections

25. The device according to claim 24. wherein said lighting
effect is selected from the group of lighting effects consisting
of: a specific colour changing effect, a colour brightness
effect. a colour changing frequency effect. a colour changing
sequence elfect, and a colour light intensity effect.

26. The device according to claim 24, wherein said desired
colour includes a varying colour.

[IPR 2014-00938 - Ex. 1001 ('827 patent), at 11:6-33;
Rev. Pet. (Paper No. 13), at 18-29]
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USPN 7,429,827 - Claims 27-29 and 35 (Ground 2)

Overview Grounds

P.O. Objections

[IPR 2014-00938 - Ex. 1001 ('827 patent), at 11:34-59, 12:40-59; Rev. Pet. (Paper No. 13), at 31-41]
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USPN 7,429,827 - Claim 30 (Ground 3)

30. The lighting device of claim 27, wherein any one of said
at least two lamps is a single diode that emits light when
energized, and wherein said at least two lamps are at least
three lamps comprising a diode that emits red light, a diode
that emits blue light and a diode that emits green light.

[IPR 2014-00938 - Ex. 1001 ('827 patent), at 12:1-5; Rev. Pet. (Paper No. 13), at 43-44]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)
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Overview Grounds

P.O. Objections

“[a color] that is desired by the user or intended by the

desired colour . ”
designer

varying color a “perceptible changing of color over time”

Function: releasably engage the rim so that the cap assembly
can be selectively removed from the lens

securing means
Corresponding structure: flange segments 36

[IPR 2014-00936 - Institution Dec. (Paper No. 21), at 6, 8, and 10]
[IPR 2014-00938 - Institution Dec. (Paper No. 20), at 6-7]
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Summary of Issues in 936 and 938 IPRs

Overview Grounds

P.O. Objections

(1) Level of Ordinary Skill in the Art (935 IPR as well)
(2) Light Sensitive Switch (936 IPR)

 Does Wu disclose a light sensitive switch that renders the circuit operative at
low light levels

* |f so, would it have been obvious to combine Chliwnyj with Wu

(3) Remaining Switch Issues (936 and 938 IPRs)

e Exposed (936) and accessible (938) switches: obvious to combine Chliwnyj with
Hung, Xu and/or Pu

 Desired fixed color (936) or desired lighting effect (938): obvious to combine
Chliwnyj with Pu

(4) RGB LEDs — obvious to combine Chliwnyj with Lau (938 IPR)

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)



P.O. Response/ P.O. Objections

Overview Grounds Petitioners’ Reply
Dr. Shackle is Qualified to Testify
Qualifications PO's Criticisms Unfounded

e Ph.D.in Physics
* PO's alleged "required" experience in photovoltaics

* 20+ years in lighting industry cells and consumer products very low

* Elected Senior Life Member of IEEE [IPR Nos. 2014-00935, 00936, and 00938 - Reply Briefs
(Paper Nos. 44, 48, and 50), at 7, and 8, respectively;

Shackle Il (Exs. 1073, 1050, and 1047), at 9 32]

[IPR Nos. 2014-00935, 00936, and 00938 - Shackle | (Ex. 1002), at 2-3; Shackle * Supervision of engineers in lighting context not
Il (Exs. 1073, 1050, and 1047), at 919 13-16, 99 13-17, 99 13-17 respectively; relevant (apparatus Claims)’ C|aimS do not require
Reply Briefs (Paper Nos. 44, 48, and 50), at 6-7, 7, and 7, respectively] product to be made in China

[IPR Nos. 2014-00935, 00936, and 00938 - Reply Briefs

. . . . (Paper Nos. 44, 48, and 50), at 8, 8, and 8, respectively;
» Experience in photovoltaics, photodiodes, PW, and Shackle Il (Exs. 1073, 1050, and 1047), at § 32]

LED drivers in lightin
& & e Dr. Shackle did not employ hindsight in his analysis.

[IPR Nos. 2014-00935, 00936, and 00938 - Shackle Il (Exs. 1073, 1050, [IPR Nos. 2014-00935, 00936, and 00938 - Reply Bricfs
and 1047), at 99 33-39, 41; Reply Briefs (Paper Nos. 44, 48, and 50), at (Paper Nos:44 48 and 5'0) At 8’ 8, and 8-9, respectively;
6-7,7,and 8, respectively] Shackle Il (Exs. 1073, 1050, and 1047), at 9 40]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)
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Dr. Ducharme Views the Scope and Content of the Prior Art Broadly

Scope and content of the prior art is "LED. garden lights "

[IPR Nos. 2014-00936 and 00938 - Ducharme Dep. (Exs.
1049 and 1046), at 76:14-77:2, 77:19-78:9]

Dr. Ducharme defines "garden lights" as "[a] light that's used

Outd oors in d deCO rative faSh ion . " [IPR Nos. 2014-00936 00938 - Ducharme Dep. (Exs.
1049 and 1046), at 79:19-22]

Dr. Ducharme recants this testimony on redirect, stating the
scope and content is limited to "solar" garden lighting.

[IPR Nos. 2014-00936 and 00938 - Ducharme Dep. (Exs.
1049 and 1046), at 202:5-203:10]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)
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Petitioners’ Reply

Level of Ordinary Skill in the Art
Petitioners’ POSA Patent Owner’s POSA

* Primary expertise of POSA is industrial design

P.O. Objections

Overview Grounds

* Graduate degree in electrical or electronics and physical manufacture experience
. . . . . . [IPR Nos. 2014-00935, 00936 and 00938 — PO’s Prelim. Responses (Paper
engage, or phy5|cs with experience in circuit Nos. 29, 20 and 19), at 7-8, 21 and 20 respectively]
design, or

* Primary expertise of POSA is knowledge of EE

[IPR Nos. 2014-00935, 00936 and 00938 — PO’s Responses (Paper Nos.
29, 31, and 34), at 3, 3, and 4, respectively]

* B.S. degree in electrical or electronics engage
or physics with at least two years industrial
experience and experience in circuit design

* Ability to recognize how pre-designed circuit
operates [1d.]

e Address a subset of product design

[IPR Nos. 2014-00935, 00936 and 00938 - Revised Petitions (Paper Nos. [/d. at 4, 5, and 5-6, respectively]

10, 14, and 13), at 11, 7-8, 7; Shackle | (Ex. 1002), at 9 36] .
* Ability to alter appearance of product, but

not re-create product [1d.]

[See generally IPR Nos. 2014-00935, 00936 and 00938 - PO Responses
(Paper Nos. 29, 31 and 34), at 2-10, 2-10, and 3-14]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)
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Overview Grounds

P.O. Objections

Petitioners' Level of Ordinary Skill is Correct

e Problems existing in the art
 Known solutions to those problems
e Rate at which new innovations are made

e Sophistication of the technology

Education level of active workers in the field

[IPR Nos. 2014-00935, 00936, and 00938 - Pet. Reply Briefs
(Paper Nos. 44, 48 and 50), at 2-5, 2-7, and 2-6]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)
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Existing problems related to circuitry

Overview Grounds

P.O. Objections

e Adjusting lighting functions
and not producing uniform
desired color

[IPR Nos. 2014-00936 and 00938 - Rev. Pet.
(Paper Nos. 14 and 13), at 9]

e Majority of specification
describes circuitry

[IPR Nos. 2014-00936 and 00938 - Rev. Pet. (Paper Nos. 14 and
13), at 9; Shackle Il (Exs. 1050 and 1047), at 9 18]

e PO's POSA would not have
u n d e rStOOd Flgu re 9 [IPR Nos. 2014-00936 and 00938 - Fig. 9 Markup, Exs. 1047 and 1045; Pet. Reply

[IPR Nos. 2014-00936 and 00938 - Ducharme Dep., (Exs. 1049 and 1046), at Briefs (Paper Nos. 48 and 50), at 3-5; Ducharme Dep., (Exs. 1049 and 1046), at
50:19-24 and 80:1-89:18; Pet. Reply Briefs (Paper Nos. 48 and 50), at 3 and 3- 50:19-24 and 80:1-89:18; Shackle Il (Exs. 1050 and 1047), at 1] 19, 29]
4 respectively; Shackle Il (Ex. 1050 and 1047), at 99 19, 29]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)



P.O. Response/

Overview Grounds

Richmond's Educational Level

Richmond only capable of basic
block level design:

e “battery, solar cell light
switch, light, light needs to
vary in color”

[IPR Nos. 2014-00936 and 00938 - Ducharme Dep.
(Exs. 1049 and 1046), at 48:22-51:12; Pet. Reply
Briefs(Paper Nos. 48 and 50), at 5, 5-6, respectively;
Shackle Il (Exs. 1050 and 1047), at 9 25]

P.O. Objections

Petitioners’ Reply

Conception is the “formation in
the mind of the inventor, of a
definite and permanent idea of
the complete and operative
invention, as it is hereafter to be
applied in practice.”

[Hybritech Inc. v. Monoclonal Antibodies Inc., 802 F.2d 1367,
1376 (Fed. Cir. 1986); IPR Nos. 2014-00936 and 00938 - Pet.
Reply Briefs (Paper Nos. 48 and 50), at 5 and 6, respectively]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)



P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

Richmond's Educational Level

[IPR Nos. 2014-00935 - Pet. Reply Brief (Paper No. 44), at 5; PO Response (Paper 29), at 6]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)



P.O. Response/
Petitioners’ Reply

Known solutions to those problems

Overview Grounds

P.O. Objections

e Chliwnyj and Dowling relate to the specifics
of circuitry and/or use of PW

[IPR Nos. 2014-00936 and 00938 - Pet. Reply Briefs (Paper Nos. 48 and 50), at 3-4 and 4;
Shackle | (Exs. 1002), at 99 80, 92-96 ]

* Richmond's patents similarly relate to the
specifics of circuitry

[IPR Nos. 2014-00936 and 00938 - Pet. Reply Briefs (Paper Nos. 48 and 50), at 3-4 and 4;
Shackle Il (Ex. 1050 and 1047), at 9 18; ‘477 and ‘827 Patents (Ex. 1001)]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)



P.O. Response/

Overview Grounds P.O. Objections

Petitioners’ Reply

Rate of new innovation and the sophistication of the technology

* Not exceptionally fast or slow

[IPR Nos. 2014-00936 and 00938 - Pet. Reply Briefs (Paper Nos. 48 and
50), at 5; Shackle Il (Ex. 1050 and 1047), at 9 23]

* Not overly sophisticated, but some of the
circuitry sophisticated for PO's POSA

[IPR Nos. 2014-00936 and 00938 - Pet. Reply Briefs (Paper Nos. 48 and
50), at 4-5 and 5; Shackle Il (Ex. 1050 and 1047), at 4 24]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)



P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

Educational Level of Workers in the Field

 Many of the inventors of the prior art have
B.S. or advanced degrees

[IPR Nos. 2014-00936 and 00938 - Pet. Reply Briefs (Paper Nos. 48 and 50), at 6-7; Shackle I
(Ex. 1050 and 1047), at 919 26-27; Exs. 1051-1060 (00936 IPR), Exs. 1048-1053 (000938 IPR)]

[IPR Nos. 2014-00935 - Pet. Reply Brief (Paper No. 44), at 6; Shackle Il (Ex. 1073), at 9] 27; Exs.
1070-1071, 1076-1083 (000935 IPR)]

e Others have less, but work experience

[IPR Nos. 2014-00936 and 00938 - PO Responses (Paper Nos. 31 and 34), at 3-4
and 11-12; Ex. 2028; see also Id. above]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)




P.O. Response/
Petitioners’ Reply

Summary of Issues in 936 and 938 IPRs

Overview Grounds

P.O. Objections

(1) Level of Ordinary Skill in the Art (935 IPR as well)
(2) Light Sensitive Switch (936 IPR)

e Does Wu disclose a light sensitive switch that renders the circuit operative at
low light levels

* |f so, would it have been obvious to combine Chliwnyj with Wu

(3) Remaining Switch Issues (936 and 938 IPRs)

 Exposed (936) and accessible (938) switches: obvious to combine Chliwnyj with
Hung, Xu and/or Pu

e Desired fixed color (936) or desired lighting effect (938): obvious to combine

Chliwnyj with Pu
(4) RGB LEDs — obvious to combine Chliwnyj with Lau (938 IPR)

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)



P.O. Response/

Overview Grounds Petitioners’ Reply P.O. Objections

Summary of PO Response to Ground 1

Wu does not teach a light sensitive switch that renders the circuit
Operatlve at IOW llght IEVEIS [IPR 2014-00936 - PO Response (Paper No. 31), at 20-29]

Even if Wu did teach a light sensitive switch, a POSA would not have
thought it obvious to modify Chliwnyj to operate only at low light

|eve|5 [IPR 2014-00936 - PO Response (Paper No. 31), at 30-37]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)



P.O. Response/
Petitioners’ Reply

Light Sensitive Switches Were Known Circuit Elements

Overview Grounds

P.O. Objections

[IPR Nos. 2014-00936 - Ducharme
Dep. (Exs. 1049 and 1046), at 54:23-
55:11; Shackle I (Ex. 1002), at 57;
Shackle Il (Ex. 1050), at 9] 64; Pet.
Reply Brief (Paper No. 48), at 17-18]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)



P.O. Response/

Overview Grounds P.O. Objections

Petitioners’ Reply

Wu discloses a light sensitive switch

atent Application Publication  Oct. 30,2003 Sheet 5 of 5 US 2003/0201874 Al

Fig. 4

Jiawei et al. Exhibit 1006 Page 6

[IPR 2014-00936 - Wu (Ex. 1006), at 0020; Shackle I, (Ex. 1002), at 919 124-125; Rev. Pet. (Paper No. 14), at 24]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)



P.O. Response/
Petitioners’ Reply

Wu discloses a light sensitive switch

Overview Grounds

P.O. Objections

[IPR 2014-00936 - Wu (Ex. 1048), at 5; [IPR 2014-00936 - Shackle Il (Ex. 1050), at 9 52;
Pet. Reply Brief (Paper No. 48), at 12-14; Pet. Reply Brief (Paper No. 48), at 12-13; Pet. Resp.
PO Mot. for Obs. (Paper No. 59), at 3-5] to PO Mot. for Obs. (Paper No. 59), at 3-5]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)



P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

Wu discloses a light sensitive switch

[IPR 2014-00936 - Wu (Ex. 1048), at 5; [IPR 2014-00936 - Shackle Il (Ex. 1050), at 4 54;
Pet. Reply Brief (Paper No. 48), at 12-14; Pet. Reply Brief (Paper No. 48), at 13-14; Pet. Resp.
PO Mot. for Obs. (Paper No. 59), at 3-5] to PO Mot. for Obs. (Paper No. 59), at 3-5]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)




P.O. Response/ P.O. Objections

Overview Grounds Petitioners’ Reply

Wu discloses a light sensitive switch

PO's argument to the
contrary relies on an
interpretation of the Wu
circuit that its expert states
would not make sense to
him as a designer.

[IPR 2014-00936 - Ducharme Dep. (Ex. 1049), at
116:16-117:20; Pet. Reply Brief (Paper No. 48), at 13;
[IPR 2014-00936 - Wu (Ex. 1048), at 5; Shackle Il (Ex. 1050), 1 53; Pet. Resp. to PO Mot. for
Pet. Reply Brief (Paper No. 48), at 12-14; Obs. (Paper No. 59), at 3-5]
PO Mot. for Obs. (Paper No. 59), at 3-5]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)



P.O. Response/
Petitioners’ Reply

Wu Discloses a Light Sensitive Switch

Overview Grounds

P.O. Objections

[IPR 2014-00936 - Ducharme Dep. (Ex. 1049), at
116:16-117:20; Pet. Reply Brief (Paper No. 48), at
13; Shackle Il (Ex. 1050), 9 53; Pet. Resp.

to PO Mot. for Obs. (Paper No. 59), at 3-5]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)



P.O. Response/ P.O. Objections

Overview Grounds Petitioners’ Reply

Wu Discloses a Light Sensitive Switch

[IPR 2014-00936 —
Shackle Dep. Aug. 14,
2015 (Ex. 2056), at 12:8-
13:14; see generally

[IPR 2014-00936 — Pet. Reply Brief (Paper No.
5:15-16:16]

48), at 13; Shackle Il (Ex. 1050), at 9§ 53]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)



P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

Wu discloses a light sensitive switch

[IPR 2014-00936 - Ducharme
Dep. (Ex. 1049), at 119:4-13;
Pet. Reply Brief (Paper No. 48),
at 14; Shackle Il (Ex. 1050), at 9]
57; Pet. Resp. to PO Motion for
Obs. (Paper No. 59), at 3-5]]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)



P.O. Response/
Petitioners’ Reply

Wu Discloses a Light Sensitive Switch

Overview Grounds

P.O. Objections

PO also argues that "[a] 'nighttime'
is not a 'particular time when low
light levels are expected.'"

[IPR 2014-00936 - PO Response
(Paper No. 31), at 27]

[IPR 2014-00936 - Wu (Ex. 1006), at 9 0020; Rev. Pet. (Paper 14), at 24; Shackle |,
(Ex. 1002) at 124-127; Pet. Reply Brief (Paper 48), at 12]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)



P.O. Response/
Petitioners’ Reply

Overview Grounds

P.O. Objections

Summary of PO Response to Ground 1

Wu does not teach a light sensitive switch
[IPR 2014-00936 - PO Response (Paper No. 31), at 20-29]

Even if Wu did teach a light sensitive switch, a POSA would not have
thought it obvious to modify Chliwnyj to operate only at low light

levels [IPR 2014-00936 - PO Response (Paper No. 31), at 30-37]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)



Overview Grounds

P.O. Response/

P.O. Objections

Petitioners’ Reply

It Would Have Been Obvious to Combine Chliwnyj with Wu

[IPR 2014-00936 - (Ex.
1005) at 173:20-
174:16; Pet. Reply
Brief (Paper No. 48),
at 14]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)

PO’s analysis focused on
eternal flame embodiment of
Chliwnyj

[IPR 2014-00936 - PO Response
(Paper No. 31), at 30-37]



P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

It Would Have Been Obvious to Combine Chliwnyj with Wu

[IPR Nos. 00936 and 00938 - Ducharme Dep. (Exs. 1049 and 1046), at 172:9-173:5; Pet. Reply Brief (Paper No. 48), at 14]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)



P.O. Response/
Petitioners’ Reply

P.O. Objections

Overview Grounds

But the Board previously found:

® "Chliwnyj is directed to a simulated flame, and its disclosure is not limited to only the
eternal flame embodiment." [IPR 2014-00936 — Institution Dec., (Paper 21), at 14]

® "Accordingly, Patent Owner's arguments directed to only a subset of Chliwnyj's disclosure
are not persuasive." [IPR 2014-00936 — Institution Dec., (Paper 21), at 14]
® "[W]e note that the Supreme Court has cautioned courts from reading too much into the

intended purpose of prior art." [I/d., quoting KSR Int'l Co. v. Teleflex Inc., 550 U.S. 398, 420
(2007); see also Merck & Co. v. Biocraft Labs., 874 F.2d 804, 807 (Fed. Cir. 1989) ("The fact
that a specific [embodiment] is taught to be preferred is not controlling, since all

disclosures of the prior art, including preferred embodiments, must be considered."). [IPR
2014-00936 — Institution Dec., (Paper 21), at 14]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)



P.O. Response/

Overview Grounds Petitioners’ Reply P.O. Objections

Numerous Reasons to Combine Chliwnyj with Wu

(1) Chliwnyj's Disclosure is broad:

Provide new and improved decorative lighting devices
[IPR Nos. 2014-00936 and 00938 - Chliwnyj (Ex. 1005), at 2:57-62; Pet. Reply Briefs (Paper Nos. 48 and 50), at 15
and 14-15; Shackle Il (Ex. 1050), at 9191 59-61 (Ex. 1047), at 919 54-55, and 57 ; Ducharme Dep. (Exs. 1049 and
1046), at 156:14-157:25]

Provide a flame simulation which may have a variety of decorative, memorial,

and ornamental lighting applications
[IPR Nos. 2014-00936 and 00938 - Chliwnyj (Ex. 1005), at 2:62-67; Pet. Reply Briefs (Paper Nos. 48 and 50), at 15

and 14-15; Shackle Il (Ex. 1050), at 99 59-61 (Ex. 1047), at 119 54-55, and 57 ; Ducharme Dep. (Exs. 1049 and
1046), at 156:14-157:25]

Provide a flame simulation which may derive electrical power from
alternative sources (e.g., AC, DC, battery, solar rechargeable)

[IPR Nos. 2014-00936 and 00938 - Chliwnyj (Ex. 1005), at 3:5-9; Pet. Reply Briefs (Paper Nos. 48 and 50), at 15
and 14-15; Shackle Il (Ex. 1050), at 99 59-61 (Ex. 1047), at 119 54-55, and 57 ; Ducharme Dep. (Exs. 1049 and
1046), at 156:14-157:25]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)




P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

Numerous Reasons to Combine Chliwnyj with Wu

(1) Chliwnyj's Disclosure is broad:

Use PW to implement an economical and very low power approach to controlling current

[IPR Nos. 2014-00936 and 00938 - Chliwnyj (Ex. 1005), at 3:13-21; Pet. Reply Briefs (Paper Nos. 48 and 50), at 15 and 14-15;
Shackle Il (Ex. 1050), at 99 59-61 (Ex. 1047), at 991 54-55, and 57 ; Ducharme Dep. (Exs. 1049 and 1046), at 156:14-157:25]

To provide a flame of high brightness with low power consumption, power management, and rechargeable power

[IPR Nos. 2014-00936 and 00938 - Chliwnyj (Ex. 1005), at 4:23-24, 34-36; Pet. Reply Briefs (Paper Nos. 48 and 50), at 15 and 14-15;
Shackle Il (Ex. 1050), at 99 59-61, 80 (Ex. 1047), at 99 54-55, and 57; Ducharme Dep. (Exs. 1049 and 1046), at 156:14-157:25]

To provide a flame-pattern simulation for relaxation that the user may control by a simple user interface

[IPR Nos. 2014-00936and 00938 - Chliwnyj (Ex. 1005), at 4:3-5; Pet. Reply Briefs (Paper Nos. 48 and 50), at 15 and 14-15;
Shackle Il (Ex. 1050), at 919 59-61 (Ex. 1047), at 991 54-55, 57, and 80 ; Ducharme Dep. (Exs. 1049 and 1046), at 156:14-157:25]

The detailed descriptions are "illustrative" and there are "many variations available to circuit designers to control the
current through the LEDs"

[IPR Nos. 2014-00936 and 00938 - Chliwnyj (Ex. 1005), at 14:62-63, 16:1-5; Pet. Reply Briefs (Paper Nos. 48 and 50), at 15 and 14-15;
Shackle Il (Ex. 1050), at 99 59-61 (Ex. 1047), at 991 54-55, and 57 ; Ducharme Dep. (Exs. 1049 and 1046), at 156:14-157:25]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)




P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

Numerous Reasons to Combine Chliwnyj with Wu

(2) Both Chliwnyj and Wu teach circuits that vary color
Chliwnyj Wu

Ex. 1005, at 5:10-17

Ex. 1005, at 6:28-36

Ex. 1005, at 5:18-29

[IPR Nos. 2014-00936 and 00938 — Reply (Paper Nos. 48 and 50), at 15-16 and 14-15, [IPR No. 2014-00936 — Pet. Reply Brief
respectively; Shackle Il (Exs. 1050 and 1047), at 99 59-61 and 54-57, respectively; Chliwnyj (Ex. (Paper No. 48), at 16; Shackle Il (Ex. 1050), at 1 63;
1005); Rev. Pets. (Paper Nos. 14 and 13), at 17-18, 27, 30; and 18, 20, and 29, 33] Wau (Ex. 1006), at 9 0022]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)



P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

Numerous Reasons to Combine Chliwnyj with Wu

(3) Both references recognize that power consumption/management is important

* Chliwnyj records the passing of day/night and teaches power management techniques

1
to preserve the battery's charge. [IPR Nos. 2014-00936 and 00938 - Chliwnyj (Ex. 1005), at 12:41-13:8;
Shackle Il (Ex. 1050), at 4] 64; Pet. Reply Brief (Paper 48), at 15-17]

* Wau utilizes the previously-discussed light sensitive switch to conserve power.

[IPR Nos. 2014-00936 - Shackle Il (EX. 1050), at 99 62-63, 65-66;
Wu (Ex. 1006), at 9 0020; Pet. Reply Brief (Paper 48), at 15-17]

* Power management was a recognized problem further indicating that a POSA would

look to power management solutions. [IPR No. 2014-00936 - Shackle Il (EX. 1050), at 99 65-66;

Wu (Ex. 1006), at 9 0020; Pet. Reply Brief (Paper 48), at 15-17;
US5,255,170 (Ex. 2035 to IPR No. 2014-00938)]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)




P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

Numerous Reasons to Combine Chliwnyj with Wu

(4) A POSA would have recognized the potential to increase the market for
Increasing Chliwnyj's simulated flame

Chliwnyj's simulated flame had broad application.

[IPR Nos. 2014-00936 and 00938 - Chliwnyj (Ex. 1005), at 2:57-67, 3:5-9, 13-21; 4:3-
5, 23-24, 36-36; 14:62-63; 16:1-5; Shackle Il (Exs. 1050 and 1047), at 99 59-60; Pet.
Reply Briefs (Papers 48 and 50), at 15 and 14-15, respectively]

"It often may be the case that market demand, rather than
scientific literature, will drive design trends."

[KSR Int’l Co. v. Teleflex Inc. , 550 U.S. 398, 419 (2007); IPR 2014-00936 - Pet. Reply Brief (Paper 48), at 17]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)



P.O. Response/
Petitioners’ Reply

Overview Grounds

P.O. Objections

Numerous Reasons to Combine Chliwnyj with Wu

(5) Both references are analogous art focused on solving similar issues

Both Chliwnyj and Wu are outdoor, solar powered lighting devices
that are functional and used in decorative settings

Both Chliwnyj and Wu have circuits that produce varying color

Both Chliwnyj and Wu are concerned with power management issues
and utilize power management circuitry

Both Chliwnyj and Wu are placed in the ground

[IPR 2014-00936 - Rev. Pet. (Paper 14) at 30-34; Pet. Reply Brief (Paper 48), at 15-17; Shackle Il (Ex. 1050), at 1Y 62-66]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)



P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

It would have been obvious to Combine Chliwnyj with Wu

(1) Chliwnyj's Disclosure is broad
(2) Both Chliwnyj and Wu teach circuits that vary color

(3) Both references recognize that power consumption/management is important

(4) A POSA would have recognized the potential to increase the market for
Increasing Chliwnyj's simulated flame

(5) Both references are analogous art focused on solving similar issues

[See citations on slides 46-51]
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P.O. Response/

Overview Grounds

Petitioners’ Reply P.O. Objections

Summary of Issues in 936 and 938 IPRs

(1) Level of Ordinary Skill in the Art (935 IPR as well)
(2) Light Sensitive Switch (936 IPR)

 Does Wu disclose a light sensitive switch that renders the circuit operative at
low light levels

* |f so, would it have been obvious to combine Chliwnyj with Wu

(3) Remaining Switch Issues (936 and 938 IPRs)

 Exposed (936) and accessible (938) switches: obvious to combine Chliwnyj with
Hung, Xu and/or Pu

e Desired fixed color (936) or desired lighting effect (938): obvious to combine
Chliwnyj with Pu

(4) RGB LEDs — obvious to combine Chliwnyj with Lau (938 IPR)

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)



P.O. Response/
Petitioners’ Reply

Obvious to Combine Chliwnyj with Hung to provide for
"the switch being exposed to provide for access..."

Overview Grounds

P.O. Objections

Claim Construction

PO’s Position Petitioners' Proposed Construction

"switch is made visible to the "visible, apparent, or uncovered"
user—not concealed—or is
deprived of shelter or
protection for a user to access

light of day, brought to justice, solved, resolved, un-

Q n nm, 2. g tied, iddled, discovered, found out, seen through,
the switch" and "visible in the desied, debunked — A RDDEN, ook » AT
guised.
0 0 'I
line of sight. Ex. 1064
[IPR 2014-00938 - Ducharme Dec., (Ex. 2021), at | 106; EX. 1066
PO Response (Paper 31), at 39; Ducharme Dep. (Ex. [IPR 2014-00938 - Ducharme Dec., (Ex. 2021), at 9 106; Pet. Reply Brief
1049), at 68:4-70:13] (Paper 48), at 18-21; Shackle Il (Ex. 1050), at  71]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)




P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

No Dispute that Hung Discloses an Accessible & Exposed Switch

[IPR No. 00936 - Hung (Ex. 1016), at Col. 7, Lines 9-20;
Rev. Pet. (Paper 14), at 23]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)



P.O. Response/
Petitioners’ Reply

No Dispute that Xu Discloses an Exposed Switch on a
Downwardly Facing Surface (‘477 Patent Claim 3, 13-16)

Overview Grounds

P.O. Objections

® "[T]he key switch [14] is mounted
peripherally on the upper lid."
® "[T]he key switch [14] is installed on

the upper lid (3)."

[IPR2104-00936 — Xu (Ex. 1012), at Summary and Claim 3; Rev. Pet.
(Paper 14), at 39-40; Pet. Reply Brief (Paper 48), at 23-24]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)



P.O. Response/
Petitioners’ Reply

P.O. Objections

Overview Grounds

Summary of PO’s Exposed/Accessible Switch Arguments

It would not have been obvious to modify Chliwnyj to add the exposed switch

of Hung, Xu, or Pu because Chliwnyj’s switches are "hidden" and teach away

[IPR 2014-00936 - PO Response (Paper No. 31), at 37-52]
[IPR 2014-00938 - PO Response (Paper No. 34), at 21-29 referring to Pu]

PO argues that the "eternal flame" embodiment of Chliwnyj is
"technologically incompatible" with an exposed accessible switch
and thus it would not be obvious to combine Chliwnyj with Hung.

[IPR 2014-00936 — PO Response (Paper 31), at 40]
[IPR 2014-00938 — PO Response (Paper 34), at 25]

Pu does not disclose an "accessible" switch (applies only to claims
‘827 claims 27-29, 35) [IPR 2014-00938 - PO Response (Paper 34), at 21-29]
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P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

Pu's Switches are Accessible

[IPR 2014-00938 — Pu (Ex. 1008), at 5; Rev. Pet. (Paper 13), at 24-25; Pet. Reply Briefs (Paper Nos. 1048 and 1050), at
22 and 17, respectively; Shackle Il (Exs. 1050 and 1047), at 99 73 and 59]
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P.O. Response/

Overview Grounds Petitioners’ Reply P.O. Objections

PO's “Hidden Switch”/* Teach-Away” Arguments are Legally Incorrect

® "[T]he 'mere disclosure of alternative designs does not teach away' ... just
because better alternatives exist ... does not mean that an inferior
combination is inapt for obviousness purposes.”

[In re Mouttet, 636 F.3d 1322, 1344 (Fed. Cir. 2012);
IPR Nos. 2014-00936 and 00938 - Pet. Reply Brief, (Paper Nos. 48 and 50), at 18 and 16, respectively]

Q.

All disclosures in a reference "must be evaluated for what they fairly teach

one of ordinary skill in the art."
[In re Boe, 355 F.2d 961, 965 (CCPA 1966);

IPR Nos. 2014-00936 and 00938 - Pet. Reply Brief, (Paper Nos. 48 and 50), at 19 and 16-17, respectively]
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P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

It would have been obvious to combine Chliwnyj, Hung, Xu, and Pu

(1) Using exposed/accessible switches to control lighting devices was well known

[IPR Nos. 00936 and 00938 - Ducharme Dep. (Exs. 1046 and 1049), at 53:24-
54:9; Reply Brief (Paper No. 48), at 19-20; Shackle Il (Ex. 1050), at 99 69-71]
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P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

It would have been obvious to combine Chliwnyj with Hung, Xu and Pu

(2) Chliwnyj teaches user interaction and switches were known mechanisms for
such interaction

Dr. Ducharme identifies a
“keypad,” an “on-off switch”
and sound control or voice
control that could have been
used to control Chliwnyj’s
relaxation embodiment.

[IPR Nos. 00936 and 00938 - Ducharme Dep. (Exs. 1046 and
1049), 133:6-134:12; Shackle Il (Ex. 1050), at ] 68; Pet. Reply

Brief (Paper Nos. 48 and 50), at 19-20 and 15-16, respectively] [IPR Nos. 00936 and 00938 - Ducharme Dep. (Exs. 1046 and
1049), 134:20-135:10; Shackle Il (Ex. 1050), at ] 68; Pet. Reply

Brief (Paper Nos. 48 and 50), at 19-20 and 15-16, respectively]
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P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

It would have been obvious to combine Chliwnyj with Hung, Xu and Pu

(2) Chliwnyj teaches user interaction and switches were known mechanisms for
such interaction

® Chliwnyj's relaxation embodiment specifically teaches a user
interface for user interaction.

Ex. 1005, at 4:3-5 Ex. 1005, at 14:12-14

® Dowling also teaches a user interface

[IPR 2014-00938 — Dowling (Ex. 1010), 5:66; Rev. Pet. (Paper No. 13), at 26-27)

[IPR Nos. 2014-00936 and 00938 - Chliwnyj (Ex. 1005), at above; Rev. Pet. (Paper 13), at 24-25; Pet. Reply Briefs (Paper Nos. 48 and 50), at 15; Shackle II
(Ex. 1050), at 99 59-61, 68, (Ex. 1047), at 99 54-55, and 57; Ducharme Dep. (Exs. 1049 and 1046), at 133:6-134:12]
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P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

It would have been obvious to combine Chliwnyj with Hung, Xu and Pu

(3) Chliwnyj's disclosure is broad

Chliwnyj discloses a simulated flame motion suitable for
* new and improved lighting devices

* avariety of decorative, memorial, and ornamental lighting applications

[IPR Nos. 2014-00936 and 00938 - Chliwnyj (Ex. 1005), at 2:57-67; Pet. Reply Briefs (Paper Nos. 48 and 50), at 15 and 14-15;
Shackle Il (Ex. 1050), at 99 59-61 (Ex. 1047), at 99 54-55, and 57 ; Ducharme Dep. (Exs. 1049 and 1046), at 156:14-157:25]

Chliwnyj itself teaches accessible switches

[IPR 2014-00938 - Pet. Reply Brief (Paper No. 50), at 15-16; Shackle Il (Ex. 1047), at 99 55, 62]
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P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

It would have been obvious to combine Chliwnyj with Hung, Xu and Pu

(4) A POSA would have recognized numerous advantages to having an
exposed/accessible switch

Easy to activate the product or turn it off

Change the mode of operation

Expand the potential market

[IPR Nos. 00936 and 00938 - Pet. Reply Briefs (Paper Nos. 48 and 50), at 22-25 and 16-19; Shackle Il (Exs.
1050 and 1047), at 91 75-78, 81, 83-84, 99 61, 63-64; Rev. Pets. (Paper Nos. 14 and13), at 30 and 29
respectively]
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P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

It would have been obvious to combine Chliwnyj with Hung, Xu and Pu

A POSA would have been motivated to look to Hung, Xu, and Pu to provide
known uses and placements of switches.

[Shackle Depo. (Ex. 2022), at 107:18-108:4]
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P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

It would have been obvious to combine Chliwnyj with Hung, Xu and Pu

A POSA would have understood that the location and placement of a switch was a matter
of design choice and that market forces would encourage additional uses.

[IPR No. 2014-00936 - Reply Brief (Paper No. 48), at 24-25; Shackle Il (Ex. 1050), at 9] 83-84]

[Shackle Depo. (Ex. 2022), at 114:4-15]
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P.O. Response/

Overview Grounds Petitioners’ Reply P.O. Objections

It would have been obvious to combine Chliwnyj with Hung, Xu and Pu

(5) Analogous art focused on solving the same issues

Chliwnyj, Hung, Pu and Xu are outdoor, solar powered lighting
devices that are functional and used in decorative settings

[IPR Nos. 2014-00936 and 00938 - Rev. Pets., (Paper Nos. 14 and 13), at 31, 33,39 and 14, 42,
respectively; Chliwnyj, (Ex. 1005), at 3:44-57; Pu, (Ex. 1008), at 3; Hung, (Ex. 1016), at 3:7-10;
Xu, (Ex. 1012), at 3]

The references have circuits that produce varying color

[IPR Nos. 2014-00936 and 00938 - Rev. Pets., (Paper Nos. 14 and 13), at 14, 18, 22 and 14, 19,
21, 29, 41, respectively; Chliwnyj, (Ex. 1005), at 6:25-36; Pu, (Ex. 1008), at 5; Xu, (Ex. 1012), at

. . 3,8
The references teach user interaction !

[IPR Nos. 2014-00936 and 00938 - Rev. Pets., (Paper Nos. 14 and 13), at 23, 27, 33, 35-41 and
15, 25, 30-31, 35, respectively; Chliwnyj, (Ex. 1005), at 12:27-31, 14:11-20; Pu, (Ex. 1008), at
5; Hung, (Ex. 1016), at 7:10-20; Xu, (Ex. 1012), at 5]

It was well understood that switches permit interactions with
the user td.
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P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

It would have been obvious to combine Chliwnyj with Hung, Xu and Pu

® Dr. Ducharme admitted that a POSA would have understood that a switch could be

moved from the top of a surface where it was visible to the underside of a surface.
[IPR No. 2014-00936 - Ducharme Dep. (Ex. 1049), at 23:2-14; Shackle Il (Ex. 1050), at ] 80]

® Dr. Ducharme admitted it might be beneficial to have a switch in certain cases.
[IPR No. 2014-00938 - Reply (Paper 50), at 17; Ducharme Dep. (Ex. 1046), at 168:6-21]

A switch might activate the device, change color, change mode of operation, turn it off
[IPR No. 2014-00938 - Reply (Paper 50), at 17; Shackle Il (Ex. 1047), at 99 62-63]

@

A POSA would have understood that the location of a switch was a matter of design
choice and that such design choices are routine in the predictable, mechanical arts and
thus obvious.

@

[IPR No. 2014-00936 - Pet. Reply Brief (Paper 48), at 23-25; Shackle Il (Ex. 1050), at 99 81, 83-84]
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P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

It would have been obvious to Combine Chliwnyj with Hung, Xu and Pu

(1) Using exposed/accessible switches to control lighting devices was well known

(2) Chliwnyj teaches user interaction and switches were known mechanisms
for such interaction

(3) Chliwnyj's disclosure is broad

(4) A POSA would have recognized numerous advantages to having an
exposed/accessible switch

(5) Analogous art focused on solving the same issues

[See citations on slides 60-68]
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P.O. Response/

Overview Grounds Petitioners’ Reply P.O. Objections

Summary of Issues in 936 and 938 IPRs

(1) Level of Ordinary Skill in the Art (935 IPR as well)
(2) Light Sensitive Switch (936 IPR)

 Does Wu disclose a light sensitive switch that renders the circuit operative at low
light levels

e If so, would it have been obvious to combine Chliwnyj with Wu

(3) Remaining Switch Issues (936 and 938 IPRs)

 Exposed (936) and accessible (938) switches: obvious to combine Chliwnyj with
Hung, Xu and/or Pu

e Desired fixed color (936) or desired lighting effect (938): obvious to combine
Chliwnyj with Pu

(4) RGB LEDs — obvious to combine Chliwnyj with Lau (938 IPR)

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)




P.O. Response/

Overview Grounds Petitioners’ Reply P.O. Objections

PO's Arguments Focus on Preferred "Eternal Flame"
Embodiment of Chliwnyj

® "Adevice like the Solar-powered Eternal Flame Memorial embodiment of Chliwnyj expressly and
implicitly teaches that switches are hidden and unexposed," and thus teaches away

[IPR 2014-00936 — PO Response (Paper 31), at 47; Ducharme Dec. (Ex. 2021) at 9 122]
[IPR 2014-00938 — PO Response (Paper 31), at 21-29]

® '"Neither of these types of switches of Hung and Pu would have been useful in Chliwnyj, which is
designed for day/night use and where locking a color is contrary to how Chliwnyj operates in

simulating a flame."
[IPR 2014-00936 — PO Response (Paper 31), at 48; Ducharme Dec. (Ex. 2021), at 9] 123]

® Chliwnyj's flame is random thus teaches away from selecting a “desired lighting effect,” (applies

to claims 24-26) and desired color (Claim 28)
[IPR 2014-00938 - PO Response (Paper 34), at 29-31]
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P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

No Dispute That Pu Teaches a Switch to Select a Particular Color

[IPR 2014-00938 — Pu (Ex. 1008), at 5; Rev. Pet. (Paper 13), at 24-25]
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P.O. Response/

Overview Grounds Petitioners’ Reply P.O. Objections

PO's “Teach-Away” Arguments are Legally Incorrect

® "[T]he 'mere disclosure of alternative designs does not teach away' ... just
because better alternatives exist ... does not mean that an inferior
combination is inapt for obviousness purposes.”

[In re Mouttet, 636 F.3d 1322, 1344 (Fed. Cir. 2012);
IPR Nos. 2014-00936 and 00938 - Pet. Reply Briefs, (Paper Nos. 48 and 50), at 18 and 16, respectively]

Q.

All disclosures in a reference "must be evaluated for what they fairly teach

one of ordinary skill in the art."
[In re Boe, 355 F.2d 961, 965 (CCPA 1966);

IPR Nos. 2014-00936 and 00938 - Pet. Reply Briefs, (Paper Nos. 48 and 50), at 19 and 16-17, respectively]
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Overview Grounds P.O. Response/

Petitioners’ Reply P.O. Objections

Chliwnyj is not limited as PO Suggests

® Chliwnyj teaches that:

The various simulated flames may derive electrical power from AC, DC, battery, and/or solar

rechargeable sources.

[IPR 2014-00936, (Ex. 1005), at 3:5-8; Reply (Paper Nos. 48 and 50), at 15, 22, 24, and
19, respectively; Shackle li (Exs. 1050 and 1047), at 99 59-61, and 66 respectively]

Modifications may be made to the preferred embodiments, and

[Id., at 14:44-45]

The detailed descriptions are “illustrative rather than limiting.”

[Id., at 16:1-2]

® Dr. Ducharme did not even consider the later language in his analysis.

[IPR 2014-00936 - Ducharme Dep. (Ex. 1049), at 156:15-157:25; Reply (Paper No. 48), at 24]
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P.O. Response/
Petitioners’ Reply

It Would Have Been Obvious to Combine Chliwnyj With Pu

Overview Grounds

P.O. Objections

® Chliwnyj specifically teaches user interaction (e.g., a keypad (small array switch)) and selecting mode of
operation.

[IPR 2014-00936 - (Ex. 1005), at 4:3-5; 8:19-25; and 14:12-15; Shackle Il (Ex. 1050), at 9§ 74; Pet. Reply Briefs (Paper Nos. 48 and 50), at 15 and 14-15; Shackle I
(Ex. 1050), at 99 59-61 (Ex. 1047), at 99 54-55, 57, and 80 ; Ducharme Dep. (Exs. 1049 and 1046), at 156:14-157:25]

Chliwnyj recognizes that static colors are well known, and does not limit the flame to any particular color
scheme.

@

[IPR 2014-00936 - (Ex. 1005), at 1:65-67; 5:15-17; Reply (Paper No. 48), at 22-23; Shackle Il (Ex. 1050), at  76]

® A POSA would have found it obvious to combine the teachings of Chliwnyj and Pu to permit the user to
control the simulated flame to select a desired lighting effect or color.

[IPR 2014-00936 - Shackle Il (Ex. 1050), at 9] 78, 83-84; Rev. Pet. (Paper 14), at 37-38; Pet. Reply Brief (Paper 48), at 21-23, 24-25]
[IPR 2014-00938 - Shackle Il (Ex. 1047), at 9] 68; Rev. Pet. (Paper 13), at 29-30; Pet. Reply Brief (Paper 54), at 19-21]

o

POSA would have been motivated to combine the references to increase the number of decorative devices
where Chliwnyj's simulated flame could be used.

[IPR Nos. 00936 and 00938 - Pet. Reply (Paper Nos. 48 and 50), at 22-25; and 20-21, respectively; Shackle Il (Exs. 1050 and 1047), at 99 83-84 and 68,
respectively]
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P.O. Response/
Petitioners’ Reply

Summary of Issues in 936 and 938 IPRs

Overview Grounds

P.O. Objections

(1) Level of Ordinal Skill in the Art (935 IPR as well)
(2) Light Sensitive Switch (936 IPR)

 Does Wu disclose a light sensitive switch that renders the circuit operative at
low light levels

* |f so, would it have been obvious to combine Chliwnyj with Wu

(3) Remaining Switch Issues (936 and 938 IPRs)

e Exposed (936) and accessible (938) switches: obvious to combine Chliwnyj with
Hung, Xu and/or Pu

 Desired fixed color (936) or desired lighting effect (938): obvious to combine
Chliwnyj with Pu

(4) RGB LEDs — obvious to combine Chliwnyj with Lau (938 IPR)
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P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

Claim 30 is Obvious

[IPR 2014-00938 - Ex. 1001 (‘827 patent) at 12:1-5]
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P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

PO's Arguments Lack Merit

PO argues that it would not have been obvious to combine Chliwnyj with
Lau because:

® Chliwnyj will only operate if its LEDs are within a limited color gamut (red, amber, orange)
[IPR 2014-00938 - PO Response, (Paper 34), at 31-34;
Ducharme Dec., (Ex. 2021), at 99 100-101]

® Usingred, blue and green LEDs in Chliwnyj would lead to an unpredictable result

[IPR 2014-00938 - PO Response, (Paper 34), at 35; Ducharme
Dec., (Ex. 2021), at 9 102]
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P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

Chliwnyj Discloses LEDs of Many Colors

[IPR 2014-00938 - Chliwnyj, (Ex. 1005), at 6:28-31; Pet. Reply Brief
(Paper 50), at 21-23; see also Rev. Pet., (Paper 13), at 18-20 and 44]

[IPR 2014-00938 - Chliwnyj, (Ex. 1005), at 5:11-17; Pet. Reply
Brief (Paper 50), at 21-23; see also Rev. Pet., (Paper 13), at 18-20
and 44]

[IPR 2014-00938 - Chliwnyj, (Ex. 1005), at 15:1-5; Pet. Reply Brief (Paper 50),
at 21-23; see also Rev. Pet., (Paper 13), at 18-20 and 44]
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P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

Dr. Ducharme's Testimony Supports Petitioners' Argument

[IPR 2014-00938 - Ducharme Dep. (Ex. 1046), at 138:16-24; Shackle Il (Ex. 1047, 9 70-72]
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P.O. Response/
Petitioners’ Reply

Both Parties' Experts Agree that Red, Green and Blue LEDs can
Produce Any Color

Overview Grounds

P.O. Objections

® Super Bright Red, Green, and Blue LEDs analyzed by Dr. Ducharme showing the color spectrum.

[IPR 2014-00938 - Shackle Il (Ex. 1047), at 9 69; Pet. Reply Brief (Paper 50), at 22;
Ducharme Expert Report in Rebuttal (IDC) (Ex. 1063), at 90]

® Both experts agree that to RGB diodes can cover the spectrum of colors when varying the intensity

of the LEDs.
[IPR 2014-00938 - Rev. Pet. (Paper 13), at 11; Shackle | (Ex. 1002), at 19 44, 46, 121, and 194-97; Shackle II

(Ex. 1047), at 9 69; Pet. Reply Brief, (Paper 50), at 22; Ducharme Dec., (Ex. 2021), at 9 97-98]
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P.O. Response/
Petitioners’ Reply

Both Parties' Experts Agree that Red, Green and Blue LEDs can
Produce Any Color

Overview Grounds

P.O. Objections

[IPR 2014-00938 - Shackle Il (Ex. 1047), at 9 70; Pet. Reply Brief, (Paper 50), at 22]
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P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

It is undisputed that flames can be many colors

Board: [F]lames are well known to be various colors, including blue
and green

[IPR 2014-00938 — Institution Dec., (Paper 20), at 18; Pet. Reply Brief (Paper 50), at 23-24]

Patent Owner: “Q: Does a flame have to amber colored?” A. “No”

[IPR 2014-00938 — Ducharme Dep. (Ex. 1046), at 191:8-11; Pet. Reply Brief, (Paper 50), at 22]

Petitioner: A POSA would have known that flames can be many different

colors.
[IPR 2014-00938 - Shackle Il (Ex. 1047), at §] 72; Pet. Reply

Brief (Paper 50), at 22; see also Shackle August 14, 2015 Dep.,
(Ex. 2064), at 26:16-27:18]
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P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

It Is undisputed that flames can be many colors and shapes

[IPR 00938 - Shackle Il (Ex. 1047), at 9 72; Pet. Reply Brief (Paper 50), at 22;
See also Pet. Resp. to PO Motion to Exclude, (Exs. 1065-1068), at 6-10]
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P.O. Response/

Overview Grounds

Petitioners’ Reply P.O. Objections

A POSA Would Have Found It Obvious to Combine Chliwnyj with Lau

® POSA would have understood Chliwnyj taught multiple color LEDs

@ POSA would have understood that RGB LEDs can produce a wide
range of colors, including flame colors

® POSA would have understood that flames may have multiple colors

® A POSA would have understood that LEDs were simple devices that

could be substituted with ease

[IPR 2014-00938 - Rev. Pet. (Paper 13), at 20, 44; Shackle | (Ex. 1002), at 9] 44, 46, and 121;
Shackle Il (Ex. 1047), at 919 69-72; Pet. Reply Brief, (Paper 50), at 22; Ducharme Dec., (Ex. 2021), at 99 97-98]
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P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

PO's "No Predictability" Argument also Fails

® Chliwnyj's waveforms are preset (i.e., have a constant shape with varying
frequency). They do not change based on color.

[IPR 2014-00938 - Chliwnyj (Ex. 1005), at 7:55-8:43; Ducharme Dep.
(Ex. 1046), at 192:15-22; 165:2-13; Shackle Il (Ex. 1047), at 9 71]

® Color relationships using RBG are well known.

[IPR 2014-00938 - Rev. Pet. (Paper 13), at 11; Shackle | (Ex. 1002), at 9] 44, 46, 121, and 194-97;
Shackle Il (Ex. 1047), at 9 69; Pet. Reply Brief, (Paper 50), at 22; Ducharme Dec., (Ex. 2021), at 99 97-98]

® Chliwnyj not limited to common flame colors (e.g., relaxation
embodiment)

[IPR 2014-00938 - Chliwnyj (Ex. 1005), at14:11-43; 58:23-60; Shackle 1l (Ex. 1047), at 9 71]
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P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

P.O. Objections
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P.O. Response/

Overview Grounds Petitioners’ Reply P.O. Objections

“Varying Color” Appears To No Longer Be At Issue

e PO’s response included arguments regarding varying color, but
stated PO “will apply the Board’s construction for the purpose of

this IPR.”

[IPR Nos. 00936 and 00938 — Response Briefs (Paper Nos. 31 and 34), at 17 and 18 respectively]

PO confirmed that it is applying Board’s construction of “varying”
color in arguing that Petitioners’ Exhibits 1061-1063 (concerning

the meaning of “varying”) are moot.

[IPR Nos. 00936 and 00938 — PO Mot. To Exclude (Paper Nos. 53 and 54), at 5-6; Reply
(Paper Nos. 62 and 64), at 2 and 2-3, respectively]
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Overview Grounds Pz't(iii'oaeesrgplgggfy P.O. Objections

Chliwnyj teaches "varying color"

Claim Construction
PO’s Proposed Constructions Petitioners' Proposed Construction

“a color that continuously changes over “transitioning from one color to another”
time by varying the intensity of one or
more of the lamps with time."

[IPR Nos. 2014-00936 and 00938 - Prelim.

Resp. (Paper Nos. 20 and 19), at 22-24]
EX. 1061, 1058

"color that changes over time by varying the EX. 1062, 1059
intensity of one or more of the lamps with

ime 0sS. - an - esponse (Paper
t " [IPR Nos. 2014-00936 and 00938 - PO R (P
Nos. 31 and 34 ), at 15 and 16, respectively]

“for purposes of this IPR, Patent Owner
will apply the Board’s construction." . 1063, 1060
[IPR Nos. 2014-00936 and 00938 - PO Response (Paper Nos. 31

and 14), at 17 and 18-19 respectively; Ducharme Dec., (Ex. 2021), [IPR 2014-00936 and 00938 - Ducharme Dec., (Ex. 2021), at 9 106; Pet. Reply Brief (Paper Nos.
at 9 70; PO Motion to Exclude, (Paper Nos. 53 and 54), at 6] 48 and 50), at 9-10; Shackle Il (Exs. 1050 and 1047), at 9 43-45]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)



Overview Grounds

P.O. Response/

Petitioners’ Reply Observations

Observations

Patent Owner's Observations

Shackle Testimony ('477)

e Wu's Figure 3 (Power T's obvious)
Testimony is relevant because it rebuts Petitioner’s arguments that “Dr.
Shackle previously explained in detail how Wu’s light sensitive switch

functioned based [on] Wu’s disclosure.” Citing Ex. 1002, |91 124-127 [ro.
Obs., (Paper Nos. 54), at 1-2]

* Wu'sdisclosure
0 Testimony is relevant because it rebuts Petitioner’s argument that the
prior art reference Wu, on its face, discloses “how that ‘light sensitive
switch’ operated.”
0 Testimony rebuts Petitioner’s argument that Wu teaches a light
sensitive switch that “switches the light in Wu [on] at a particular
time.” [PO. Obs., (Paper Nos. 54), at 2-3]

Shackle Testimony ('827)
* Flame testimony

Testimony is relevant because it rebuts Petitioner’s argument that “while
the perception of the flame may vary somewhat if different LED colors are
used, the waveforms will still be reproduced by the microprocessor” (Reply,
page 23, lines 15-16) and “a POSA would have known to use the
[multicolor] LEDs of Lau (Ex. 1011) in Chliwnyj,” since doing so makes it look
unlike a flame. [po. Obs., (Paper No. 55), at 1]

Petitioners' Response

Shackle Testimony ('477)

e Wu's Figure 3 (Power T's obvious)
In the petitions and Shackle Decls., sufficient detail re: the operation
of Wu was provided and additional disclosure from the specification.
Testimony does not rebut Wu's disclosure of a light sensitive switch.
[Pet. Resp. to PO. Obs., (Paper No. 59), at 1-2]

e  Wu's disclosure

O Petition relied on cited language from Wu’s disclosure, 9 20, that
explicitly states the lights are turned on at a particular time (i.e.,
night): “[wlhen in a particular time (such as night), the buzzer
[module B] and the light emitting element 15 [module C] will
automatically activate[]....” Wu (Ex. 1006), at [0020].

0 Both parties’ experts agree that Wu discloses a light sensitive switch:
“I do understand Circuit Element A to be a light sensitive switch.”).

Duchm. Dep., Ex. 1049 at 119:4-13 (emphasis added). [Pet. Resp. to  PO.
Obs., (Paper No. 59), at 3-5]

Shackle Testimony ('827)

*  Flame testimony
Dr. Shackle’s opinion was that LEDs of different colors could still
produce light that appeared to be a flickering flame.
[Pet. Resp. to PO. Obs., (Paper No. 55), at 2-10]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)



Overview Grounds

P.O. Response/

P.O. Objections

Petitioners’ Reply

Patent Owner's Motion to Exclude

Patent Owner's Motion to Exclude

Exclude Exhibits and Portions of Shackle Declaration

» Belated Shackle Decl. Experience

[Motion to Exclude (Paper Nos. 53 and 54), at 3-4; Shackle Il (Exs. 1050 and 1047), at 99 35 —
38]

* Belated Linkedin profiles and Shackle Decl.

[Motion to Exclude (Paper Nos. 53 and 54), at 6-8; Exs. 1051-60 and 1048-57; Shackle Il (Exs.
1050 and 1047), at 99 26, 27]

* Belated "varying,

[Motion to Exclude (Paper Nos. 53 and 54), at 6-8; Exs. 1061-63 and 1058-60; Shackle Il (Exs.
1050 and 1047), at 9 71 andq 50]

Exclude Ducharme Cross Testimony

* Wu teaches a light sensitive switch
[Motion to Exclude (Paper Nos. 53 and 54), at 6-8; Ducharme Dep. (Ex. 1046), at 119: 4-13]

e Relying solely on single embodiment - flame embodiment
[Motion to Exclude (Paper Nos. 53 and 54), at 8-10; Ducharme Dep. (Ex. 1046), at 71:20-25,
172:1-25, 173:1-25, 174:1-16]

* User interface testimony ("a switch is a switch")
[Motion to Exclude (Paper Nos. 53 and 54), at 10-11; Ducharme Dep. (Ex. 1046), at 71:20-25,
172:1-25, 173:1-25, 174:1-16]

exposed,"” "accessible" and Shackle Decl.

Petitioners' Rebuttal
Exclude Exhibits and Portions of Shackle Declaration
* Belated testimony and exhibits
“[a] reply may only respond to arguments raised in the corresponding

opposition” 37 C.F.R. § 42.23; Office Patent Trial Practice Guide, 77 Fed. Reg.
at 48767. [pet. Opp., (Paper Nos. 60 and 62), at 2]

* Should be allowed to rebut challenge to expert qualifications
[Pet. Opp., (Paper Nos. 60 and 62), at 5]

e Should be allowed to rebut new claim construction arguments; PO reargues
the construction of “varying colour,” "exposed," and “accessible” in its
reSpPONSe [Pet. Opp., (Paper Nos. 60 and 62), at 6-8]

* Linkedin in profiles are not hearsay and if so, experts may rely on hearsay
[Pet. Opp., (Paper Nos. 60 and 62), at 9-12]

Exclude Ducharme Cross Testimony
* Wau teaches a light sensitive switch
Explanation indicated he understood the question. Attempt to exclude
harmful testimony. [Pet. Opp., (Paper No. 60 and 62), at 11 and 12-13]
e User interface testimony ("a switch is a switch")
PO failed to cite all of the relevant testimony to providing an incomplete

picture of the questioning. Pet. Counsel laid foundation. [pet. Opp., (Paper No. 60
and 62), at 13-14 and 12-13]

e Relying solely on single embodiment flame embodiment

PO attempts to exclude harmful testimony. Pet. Counsel laid foundation.
[Pet. Opp., (Paper No. 60 and 62), at 12-13]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)



Overview Grounds

P.O. Response/

Petitioners’ Reply P.O. Objections

Petitioners' Motion to Exclude

Petitioner's Motion to Exclude
Exclude Exhibits & Reliance

* Linkedin profiles

[Motion to Exclude (Paper Nos. 55 and 56), at 2-3; Exs. 2034, 2042, 2050, 2052, 2054,
2062 and 2042, 2050, 2052, 2054, 2062, respectively]

e Motion to Terminate

[Motion to Exclude (Paper Nos. 55 and 56), at 3; Motion to Terminate, (Paper Nos. 34 and
37) at 8-9]

Exclude Shackle Cross Testimony

1] H 1]
* "VWarying
[Motion to Exclude (Paper Nos. 55 and 56), at 4-5; Shackle Dep. (Ex. 2022), at 7:23- 65:5,
68:4-79:24, and 167:16-183:19; PO Response, (Paper 34), at 15-17]

1] . 1]
* "Exposed switch
[Motion to Exclude (Paper Nos. 55 and 56), at 4-5; Shackle Dep. (Ex. 2022), at 99:1-115:12;
PO Response, (Paper 34), at 40-42; Ducharme Dec., (Ex. 2021), at 99 110-118]

n . . n
* "Retrospective review
[Motion to Exclude (Paper Nos. 55 and 56), at 6-7; Shackle Dep. (Ex. 2023), at 277:19-279:10;
PO Response, (Paper Nos. 31 and 34), at 13; Ducharme Dec., (Ex. 2021), at § 35]

Patent Owner's Rebuttal

Exclude Exhibits & Reliance
e Linkedin profiles & Motion to Terminate- Moot
PO reserves its right to appeal the decision of the Board
and address the Petitioner’s objections and any apparent
lack of consideration of such exhibits by the Board in
making its decision. [PO. Opp., (Paper Nos. 58 and 59), at 1]

Exclude Shackle Cross Testimony
*  "VWarying"
Objection is late and not preserved. No dispute, both
parties adopted Board's construction.
[PO. Opp., (Paper Nos. 58 and 59), at 2]
* "Exposed switch"
Failed to explain objections, thus waived. Objection to

cited testimony is late and not properly preserved.
[PO. Opp., (Paper Nos. 58 and 59), at 3-7]

e "Retrospective review"
Objection not properly preserved, if so testimony re:

review was impermissible hindsight.
[PO. Opp., (Paper Nos. 58 and 59), at 8-9]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)



P.O. Response/
Petitioners’ Reply

GROUND 2 - Claims 10-12, 23-25, and 27-29 Obvious in View of Chliwnyj,
Wu, Hung, and Pu

Overview Grounds

P.O. Objections

[IPR 2014-00936 - Ex. 1001 ('477 patent) at
7:65-8:9; 8:61-9:6; 9:14-10:13]

® The Board characterized these claims as reciting
limitations regarding the ability to select a
particular color using the switch of those claims.”
[IPR 2014-00936 — Institution Dec. (Paper 21), at 16]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)




P.O. Response/
Petitioners’ Reply

GROUND 3 - Claims 3, and 13-16 are Obvious in View of Chliwnyj, Wu,
Hung, and Xu

Overview Grounds

P.O. Objections

[IPR 2014-00936 (Ex. 1001), (‘477 Patent), at 7:43-44; 8:10-23]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)



P.O. Response/
Petitioners’ Reply

GROUND 4 - Claims 17-19 are Obvious in View of Chliwnyj,
Wu, Hung, Pu and Xu

Overview Grounds

P.O. Objections

[IPR 2014-00936 - Ex. 1001 ('477 patent) at 9:14-10:13]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)



P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

Instituted Claims 24-29 and 35

[IPR 2014-00938 - Ex. 1001 (‘827 patent) at 11:6-59; 12:40-57]

IPR No. 2014-00936 - USPN 7,196,477 (‘477 Patent) & IPR No. 2014-00938 - USPN 7,429,827 (‘827 Patent)



‘477 Patent

1. A lighting device to produce light of varying colour,

said device including:

a body including a spike:

a lens mounted on the body and generally enclosing a
chamber having an upper rim surrounding a top open-
ing. and a bottom region:

a cap assembly including securing means to releasably
engage the rim so that cap assembly can be selectively
removed from the lens; assembly including:

a base

a circuit having at least two lamps of different colours to
produce a desired colour including varying colour, the

97



‘477 Patent

Claims 20 and 21

98



‘477 Patent

(Ground 2 Exemplary Claims)

99



‘477 Patent

(Ground 3 Claims)

the LEDs direct light, with the light leaving said second lens
then passing through said first lens.

16. The lighting device of claim 14 wherein, said circuit
includes a light sub-circuit connected to the lamps to deliver
electric power thereto so that the lamps produce said desired
colour, with said switch being an on/ofl’ switch to deliver
electric power tfrom the batteries to said sub-circuit.
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‘477 Patent

(Ground 4 Claims)
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’827 Patent

(Claim 24)

24. A lighting device to produce light of varying colour,
said device comprising:
a lens generally enclosing a chamber;
a circuit including:
at least two lamps of different colours to produce a
desired colour, the lamps being mounted to direct
light into said chamber:
connections for at least one rechargeable battery to
power the circuit;
a solar cell mounted on a surface so as to be exposed to

liahht ainAd Anasrativialysr acamnniatad srrithtlaa AAsnmnnantineae
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’827 Patent

(Claim 27)

27. A lighting device to produce light of varying colour,
said device including:
a lens;
a circuit having
at least two lamps of different colours to produce a
varying colour. said lamps being mounted to direct
light through said lens.
connections for at least one rechargeable battery to

. .
e T ﬂﬂ-rl e s aad
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’827 Patent

(Claim 35)

35. A lighting device to produce light of varying color, said
device including:

a body including a post;

a lens connected to said body:

a circuit having:

a plurality of lamps of different colors to produce a

varying color, said lamps being mounted to direct
light through said lens,

connectinme foar at leact nne racharceahle hatterv tn
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’827 Patent

(Claim 30)

30. The lighting device of claim 27, wherein any one of said
at least two lamps 1s a single diode that emits light when
energized, and wherein said at least two lamps are at least

three lamps comprising a diode that emits red light, a diode

that emits blue light and a diode that emits green light.
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P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

IPR2014-00935

llluminated wind indicator

IPR2014-00935 - USPN 8,089,370 (‘370 Patent)



P.O. Response/

Overview Grounds Petitioners’ Reply P.O. Objections

Disputed limitation — claims 1-4 and 49-50

FiG. 11 a surround frame attached to said
lamp proximate to the intersection of
said connecting frame and said riser
portion such that some of said light
passes through said lens to illuminate
at least part of said surround frame
from below at least part of said
surround frame;

Ex. 1073, p. 23

IPR2014-00935 - USPN 8,089,370 (‘370 Patent)



P.O. Response/

Overview Grounds Petitioners’ Reply P.O. Objections

Disputed limitations — Chime Claims

Claims 5, 18, 19, 28, "at least one light source
situated such that a portion of said pendulum
assembly emits light;"

Claims 43 and 45 "at least one light source Is
disposed below said housing via an electrically
transmissive tether and co-located with said striker"

IPR2014-00935 - USPN 8,089,370 (‘370 Patent)



P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

Case Summary

e Group 1 — Surround Frame
—Construction of "Surround Frame"
—Combinability of Norton and Chen
—Norton Teaches an Activation Circuit

e Group 2 — Chimes
—Combination of Kube and Ouyang
—Combination of Kube, Ouyang and Kuelbs
—Combination of Kube, Ouyang and Chliwnyj

IPR2014-00935 - USPN 8,089,370 (‘370 Patent)



P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

Construction of "Surround Frame"

e Norton under 8§ 102/103
—Grounds 1-4 and 7
—Claims 1-4 and 49-50

IPR2014-00935 - USPN 8,089,370 (‘370 Patent)



Overview Grounds Plz-t%oFileeSrgPIgzay P.O. Objections

Disputed limitation

a surround frame attached to said lamp proximate to
the intersection of said connecting frame and said riser
portion such that some of said light passes through said
lens to illuminate at least part of said surround frame
from below at least part of said surround frame;

Ex. 1073, p. 23

IPR2014-00935 - USPN 8,089,370 (‘370 Patent)




P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

Construction Comparison

Patent Owner's Construction Petitioner's Construction

“open structural peripheral border that encirclesthe lenswhileresiding | “frame disposed at
primarily in a plane passing through the lens, the degree of least partially around
completeness being at least 270 degrees (like a doorway surround frame | the lens”

that is complete except for one side), the peripheral border being
primarily either linearly one-dimensional or two-dimensional in the
plane in which it primarily resides, any degree of thicknessin athird
dimension being relatively small such that the peripheral border does
not substantially conceal or cover the lens outside of planein which the
peripheral border primarily resides’

Ex. 1073, p. 23

IPR2014-00935 - USPN 8,089,370 (‘370 Patent)



P.O. Response/

Overview Grounds

'370 patent

Petitioners’ Reply P.O. Objections

"In this embodiment a surround frame 270
encircles the lens portion 214.

The frame
may be any decorative shape such as a sun,
flower, moon, insect, or geometric shape. The
surround frame may partially or fully encircle the
lens portion 214 and may surround the lens
portion 214 in two or three dimensions.

'370 patent, 21:63-22:6 (emphasis added)

IPR2014-00935 - USPN 8,089,370 (‘370 Patent)



Overview Grounds PZ-'[%oFi\eeSrgplgzay P.O. Objections

Board's construction

We decline to
read this limitation from the Specification into the claims. ...

Patent Owner has not directed us to any evidence of a clear
disclaimer of claim scope."

Decision on Institution, p. 16.

IPR2014-00935 - USPN 8,089,370 (‘370 Patent)




P.O. Response/

Overview Grounds P.O. Objections

Petitioners’ Reply

Patent Owner's construction

An open structural peripheral border that encircles
the lens while residing primarily in a plane passing
through the lens, the degree of completeness being
at least 270 degrees (like a doorway surround frame
that is complete except for one side), the peripheral
Border being primarily either linearly one-dimensional
or two-dimensional in the plane in which it primarily
resides, any degree of thickness in a third dimension
being relatively small such that the peripheral border does not
substantially conceal or cover the lens outside of plane in which the
peripheral border primarily resides.

Response, p. 18; Duchm. Dec., 9 94.

IPR2014-00935 - USPN 8,089,370 (‘370 Patent)



Overview Grounds PZ-t%oFileeSrgPIgzay P.O. Objections

Dr. Ducharme's testimony

A. It's not simply a matter of the thickness. It can extend in the
third dimension that was it can't extend in the third dimension any
more than what's considered a relatively small amount so that it
doesn't substantially conceal the lens.

Ex. 1061, 28:2-29:23; Ex. 1073, 9 52

IPR2014-00935 - USPN 8,089,370 (‘370 Patent)




P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

Dr. Ducharme's testimony

Q. Can you give me an objective definition of "substantially
obscured"?

A. No.

Ex. 1061, 28:2-29:23; Ex. 1073, 9 52

IPR2014-00935 - USPN 8,089,370 (‘370 Patent)



P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

Dr. Ducharme's testimony

Q. Why not?

A. Because | would be just creating a hypothetical example that -
- out of thin air. | don't know. Not that | don't know. | believe that
my declaration describes what | believe a surround frame to be
exactly and succinctly.

Ex. 1061, 28:2-29:23; Ex. 1073, 9 52

IPR2014-00935 - USPN 8,089,370 (‘370 Patent)




P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

Dr. Ducharme's testimony

Q. Can you give me an objective criteria of what "substantially
concealed" means?

A. No.

Ex. 1061, 28:2-29:23; Ex. 1073, 9 52

IPR2014-00935 - USPN 8,089,370 (‘370 Patent)



P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

Dr. Ducharme disagrees with the Patent Owner on what
constitutes a "surround frame"

Q. Does this device include a surround frame?

A. Well, the structure encircling the lens ... is
obscuring it. So, no.

Ex. 1061, 211:1-6; see also, Ex. 2073, p. 16.

Ex. 1073, 91 48.

IPR2014-00935 - USPN 8,089,370 (‘370 Patent)



P.O. Response/
Petitioners’ Reply

Petitioner's construction (Norton under §§ 102 & 103)

Overview Grounds

P.O. Objections

"A frame disposed at least partially around the lens”

16
[

Norton, Ex. 1011, FIGs. 1 and 2

IPR2014-00935 - USPN 8,089,370 (‘370 Patent)



P.O. Response/ P.O. Objections

Overview Grounds Petitioners’ Reply

Petitioner's construction

"A frame disposed at least partially around the lens”

Q. Is this external element in Chen a
frame that surrounds the internal globe?

A. Yes.
Ex. 1062; 34:16-19.

Chen, Ex. 1018, FIG. 2 Ex. 1073, 11 52 and 55-56; Reply, pp. 13-15.

IPR2014-00935 - USPN 8,089,370 (‘370 Patent)



P.O. Response/

Overview Grounds P.O. Objections

Petitioners’ Reply

Petitioner's construction (Norton under §§ 102 & 103)

"The frame may be any decorative shape such as a sun [or] flower... and may
surround the lens portion 214 in two or three dimensions."

'370 patent, 21:63-22:6 and Norton, Ex. 1011, FIG. 1

IPR2014-00935 - USPN 8,089,370 (‘370 Patent)



Overview

P.O. Response/

Grounds Petitioners’ Reply

P.O. Objections

Construction Comparison

Petitioner's

lamp proximate to
the intersection of
said connecting
frame and said
riser portion such
that some of said
light passes
through said lens
to illuminate at
least part of said
surround frame
from below at least
part of said
surround frame;

that is complete except for one side), the peripheral border being primarily either linearly one-dimensional
or two-dimensional in the plane in which it primarily resides, any degree of thicknessin athird dimension
being relatively small such that the peripheral border does not substantially conceal or cover the lens
outside of plane in which the peripheral border primarily resides’ attached to said lamp proximate to the
intersection of said connecting frame and said riser portion such that some of said light passes through
said lensto illuminate at least part of said “open structural peripheral border that encircles the lens while
residing primarily in a plane passing through the lens, the degree of completeness being at least 270
degrees (like adoorway surround frame that is complete except for one side), the peripheral border being
primarily either linearly one-dimensional or two-dimensional in the plane in which it primarily resides,
any degree of thickness in athird dimension being relatively small such that the peripheral border does not
substantially conceal or cover the lens outside of plane in which the peripheral border primarily resides”
from below at least part of said “ open structural peripheral border that encircles the lens while residing
primarily in a plane passing through the lens, the degree of completeness being at |east 270 degrees (like a
doorway surround frame that is complete except for one side), the peripheral border being primarily either
linearly one-dimensional or two-dimensional in the plane in which it primarily resides, any degree of
thickness in athird dimension being relatively small such that the peripheral border does not substantially
conceal or cover the lens outside of plane in which the peripheral border primarily resides’;

Claim 1 With Patent Owner's Construction :
Construction
asurround frame | A[n] “open structural peripheral border that encircles the lens while residing primarily in a plane passing a“frame disposed at
attached to said through the lens, the degree of completeness being at least 270 degrees (like a doorway surround frame least partially around

thelens” attached to
said lamp proximate to
the intersection of said
connecting frame and
said riser portion such
that some of said light
passes through said
lensto illuminate at
least part of said
“frame disposed at
least partially around
thelens” from below at
least part of said
“frame disposed at
least partially around
the lens’;

IPR2014-00935 - USPN 8,089,370 (‘370 Patent)

Ex. 1073, p. 23




P.O. Response/ P.O. Objections

Overview Grounds Petitioners’ Reply

It Would Have Been Obvious to
Combine Norton and Chen

Ground 4
Claims 4 and 49-50

IPR2014-00935 - USPN 8,089,370 (‘370 Patent)



P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

Claim limitation

Claims 4 and 50:

said lens is substantially spherical ...

Ex. 1073, p. 23

IPR2014-00935 - USPN 8,089,370 (‘370 Patent)



P.O. Response/
Petitioners’ Reply

Overview Grounds

P.O. Objections

Patent Owner's argues no reason to combine because
Norton is limited to a "frosted" surround frame

Norton, Ex. 1011, FIG. 2 Chen, Ex. 1018, FIG. 2

IPR2014-00935 - USPN 8,089,370 (‘370 Patent)



P.O. Response/

Overview Grounds

Petitioners’ Reply P.O. Objections

Norton's surround frame is "translucent," not
simply "frosted"

* "The external decorative housing element 2 may be comprised of a substantially rigid translucent
material"

« "solar energy may traverse the external decorative housing element 2"

« "such a translucent material enables the external decorative housing element 2 to be illuminated"

« "According to certain embodiments ..., the external decorative element 2 comprises frosted
translucent plastic"

« In addition, the external decorative housing element 2 may comprise one or several apertures for
decorative and/or utilitarian purposes. For example, several pinhole openings may be provided over
the surface area of the external decorative element 2 to disperse light emitted by the luminous body
in an aesthetically pleasing manner.

Ex. 1011, 9 30.

IPR2014-00935 - USPN 8,089,370 (‘370 Patent)



P.O. Response/
Petitioners’ Reply

Norton's surround frame is "translucent," not
simply "frosted"

Overview Grounds

P.O. Objections

« "a substantially translucent dual housing unit comprising an external
decorative element”

Ex. 1011, claim 1.

e "a translucent ornamental housing removably coupled to at least one of
said mount portion and said internal luminescent protective housing,
wherein said translucent ornamental housing substantially surrounds

said internal luminescent protective housing" e 1011, claim 20
X. , claim 20.

IPR2014-00935 - USPN 8,089,370 (‘370 Patent)



P.O. Response/ P.O. Objections

Overview Grounds Petitioners’ Reply

The parties agree that "translucent” is broad

A. It's relative. Glass is a material. ... Glass
could be used to form a border.

Q. ... onthe opposite end of the spectrum, you
would have metal that would be opaque?

Ex. 1061, 150:16-151:3; Reply, p. 14.

IPR2014-00935 - USPN 8,089,370 (‘370 Patent)




P.O. Response/
Petitioners’ Reply

Substituting Norton's lens for Chen's would have
been a simple design choice

Overview Grounds

P.O. Objections

e Substituting frames or lenses for holidays or events
was well known

e Claims 4 and 50 do not specify a material for the
surround frame.

Reply, p. 15 (citing Norton, Ex. 1011, 9 9 and claim 7)

IPR2014-00935 - USPN 8,089,370 (‘370 Patent)



P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

Norton Teaches an
"Activation Circuit"

Grounds 1-5 and 7

Claims 1-7, 9, 10, 14, 17/-20, 23, and 48-50

IPR2014-00935 - USPN 8,089,370 (‘370 Patent)



Overview Grounds

P.O. Response/

P.O. Objections

Petitioners’ Reply

Norton teaches an "activation circuit to provide
power to said at least one light source”

"382 provisional, Ex. 1010, 5:4-19

Norton, Ex. 1011, § 0039
(emphasis added).

“if ... sufficient ambient light is available for

recharging the batteries 31 using the solar

panels 30, a connection is made between the

solar panels 30 and the batteries 31 .... If a

determination 1is made that insufficient
ambient light is available, a connection is not
made between the solar panels 30 and the

batteries 31 ....”

“The controller board 20 accepts
power from the solar cell 6 and
battery 24, as well as input from the

photoresistor 38. The controller

board 20 enables the luminous

bodv 22 to illuminate the solar

lamp when the photoresistor 38

indicates darkness.”

Petitioner reply, p. 13.
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P.O. Response/
Petitioners’ Reply

Overview Grounds

P.O. Objections

It Would Have Been Obvious to
Combine Kube and Ouyang

 Wind Chimes
— Grounds 5-7

—Claims 5, 6, 7, 9, 10, 14, 17, 18, 19, 20,
23, 28, 43, and 45

IPR2014-00935 - USPN 8,089,370 (‘370 Patent)



P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

Claim limitations at iIssue

Claims 5, 18, 19, 28, "at least one light source situated
such that a portion of said pendulum assembly emits
light;"

Claims 43 and 45 "at least one light source Is disposed
below said housing via an electrically transmissive
tether and co-located with said striker"

IPR2014-00935 - USPN 8,089,370 (‘370 Patent)



P.O. Response/
Petitioners’ Reply

Obvious design choice — finite number of identified, predictable
solutions, with a reasonable expectation of successfully putting
LEDs into wind chimes

Overview Grounds

P.O. Objections

IPR2014-00935 - USPN 8,089,370 (‘370 Patent)



P.O. Response/

Overview Grounds Petitioners’ Reply P.O. Objections

Obvious design choice — finite number of identified, predictable
solutions, with a reasonable expectation of successfully putting
LEDs into wind chimes

e "The variations on how the above-described solar light
fixtures utilizing wind powered effects can be used is
virtually unlimited. ldeally, the basic solar light fixture will
be able to be used in a very wide array of effects with a
wide array of purposes.”

(Kube, Ex. 1012, 11 33; Ex. 1073, 1 60.)
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P.O. Response/
Petitioners’ Reply

Obvious design choice — finite number of identified, predictable
solutions, with a reasonable expectation of successfully putting
LEDs into wind chimes

Overview Grounds

P.O. Objections

e "Combining Solar Light Fixtures with Wind Chimes."

 "[a] search on the internet for glass wind chimes will show
many examples of these objects that can be combined

with a solar light fixture...."
Ex. 1012, 11 20-21, petition, p. 34.
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P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

Patent Owner's arguments

o Patent Owner does not dispute whether all limitations are in the
prior art.

PO #1 — Kube would be rendered inoperable for its intended
purpose of “providing users with a solar powered light fixture
configured for securing a windsock or lampshade or wind chimes”

PO #2 —Relocating lights would have unpredictable results

PO response, pp. 37-38.
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P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

PO#1(a) — Kube neither claims nor requires detachable accessories

[0045] 5. Combine the solar lights with wind chimes,
making the wind chimes and or the fixture visible at
night and producing additional pleasing effects.

Petition, pp. 34-35; Reply, p. 17; Ex. 1064; Ex. 1073, 19 60-61.
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P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

PO#1(a) — Kube neither claims nor requires detachable accessories

[0023] Some very nice examples of wind chimes that would be
nicely illuminated with solar lights can be seen at the following
url:

Petition, pp. 34—-35; Reply, p. 17; Ex. 1064; Ex. 1073, 99 60-61.
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P.O. Response/

Overview Grounds

Petitioners’ Reply P.O. Objections

PO#1(b) — Adding LEDs would not affect operability

« Kube teaches metal clip connectors 350.

FIG. 7

FIG. 11

Reply at 16 and Ducharme Depo., Ex. 1061,
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P.O. Response/
Petitioners’ Reply

PO #2 — Combination would be aesthetically
unpredictable

Overview Grounds

P.O. Objections

e Patent owner provides only conclusory analysis that
combining the "illlumination effect" and "display effect" leads
to unpredictable results.

Ducharme Decl., Ex. 2022, 9 189.
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P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

Patent Owner argues that the "display"” and
"Illumination” effects are not combinable

Ex. 2022, pp. 97 and 101
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P.O. Response/
Petitioners’ Reply

Overview Grounds

P.O. Objections

PO #2 — Dr. Ducharme's standard for predictable results

"whether ... the proposed combination would
have had an expectation of producing an
aesthetically pleasing lighting effect. ... (i.e. by
diffusion, absorption, specular reflection,
diffuse reflection, diffraction, refraction, and
attenuation). These effects would not have
been aesthetically predictable to a person of
ordinary skill in the art."

Ducharme Decl., Ex. 2022, 9 189.
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P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

Dr. Ducharme cannot define his standard

Q. What does it mean to be aesthetically
predictable?

A. |don't know.

0.

A. Aesthetically predictable? I'm not sure what
that phrase means ...

Ex. 1062, 34:21-35:7; Petitioner's reply, p. 19

IPR2014-00935 - USPN 8,089,370 (‘370 Patent)



P.O. Response/

Overview Grounds Petitioners’ Reply P.O. Objections

In redirect, Dr. Ducharme recanted his testimony

Q. And, Al, in your opinion, does predictability depend
on whether a product is pleasing?

NoO.

Q. And, Al, ... does predictability of the combination ...
depend on whether the resulting combination is
pleasing?

A. NoO.

Ex. 1062, 20:21-21:5; Ex. 1073, 9 75.
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P.O. Response/

Overview Grounds P.O. Objections

Petitioners’ Reply

Even Patent Owner's POSA would have found
combining Kube and Ouyang to be obvious

Dr. Ducharme agrees the POSA had “the ability to recognize
how a pre-designed circuit may operate and the ability to

combine such a circuit into a pre-designed solar garden light
having a desired lighting effect.”

Ducharme Decl., Ex. 2022, 9] 39; Reply, p. 19.
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P.O. Response/
Petitioners’ Reply

Even Patent Owner's POSA would have found
combining Kube and Ouyang to be obvious

Overview Grounds

P.O. Objections

Ex. 1061, 182:6-189:7; Ex. 1057, p. 3.
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P.O. Response/

Overview Grounds Petitioners’ Reply P.O. Objections

It Would Have Been Obvious to
Combine Kube, Ouyang and
Kuelbs

Ground 6

Claims 28, 43, and 45

IPR2014-00935 - USPN 8,089,370 (‘370 Patent)



P.O. Response/
Petitioners’ Reply

Kuelbs taught explicitly "... power and control
circuitry...,” as recited by claim 28

Overview Grounds

P.O. Objections

Kuelbs contemplates a wide variety
of electrical connection
configurations by including in the
alignment disk 53 “conduits or clips
for alighing and/or holding and
protecting any electrical wiring that
is necessary for any electrical
components that are operable on
bird feeder 11.”

Petition, p. 51; Reply, pp. 20-22
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P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

It Would Have Been Obvious to
Combine Kube, Ouyang and Chliwny;|

Ground 7

Claim 14
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P.O. Response/
Petitioners’ Reply

Kube in combination with Ouyang and Chliwnyj teaches a
"pendulum assembly that varies in color"

Overview Grounds

P.O. Objections

Ouyang teaches, "the LED emits soft decorative light
with alternating colors" x. 1014, p. 3,

Chliwnyj teaches, "LEDs may also enhance the flame
motion due to color changes." &x 1020, 5:18-25)

Petition, p. 59.
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P.O. Response/
Petitioners’ Reply

P.O. Objections

Overview Grounds

Glare / Motion to Exclude

Grounds 5-7

Claims 5, 6, 7, 9, 10, 14, 17, 18, 19,
20, 23, 28, 43, and 45
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P.O. Response/
Petitioners’ Reply

Patent Owner implies combining lighting effects
would cause unpredictable glare

Overview Grounds

P.O. Objections

Ex. 2083 Ex. 2022, p.101  (p3per 51, observations 7-8)
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P.O. Response/
Petitioners’ Reply

The "unified glare rating formula" iIs irrelevant

Overview Grounds

P.O. Objections

the thing is 100,000 times
brighter than the context that we're considering.

* * *

A. We're talking about a chime that maybe puts out 1 lumen. And in this case that flash is probably
putting out at least 100,000 lumens.

* * *

A. To discern the chimes at all, you're talking an enormous amount of light, far more light than is ever
practical or conceivable in the context of a wind chime. (Ex. 2084, 125:1-126:8; response to observations 6-8)
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P.O. Response/

Overview Grounds Petitioners’ Reply

P.O. Objections

Conclusion
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Overview

Grounds

P.O. Response/
Petitioners’ Reply

Conclusion — Claims are unpatentable

e Construction of "Surround Frame"

Combinability of Norton and Chen

 Norton Teaches Translucent Surround Frames

e Norton Teaches an Activation Circuit

e COom
e COom

e COom

nination of

nination of

nination of

IPR2014-00935 - USPN 8,089,370 (‘370 Patent)

KU
KU

KU

pe and Ouyang

pe, Ouyang and Kuelbs

ne, Ouyang and Chliwnyj

P.O. Objections



