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L. INTRODUCTION
Pursuant to 37 CFR § 41.3 and Standard Operating Procedure 1.III.C (Rev.

14, “SOP 1) Apotex Inc. (‘“Petitioner”) respectfully suggests that its Request for
Reconsideration of the Decision Denying Institution of Inter Partes Review (Paper
14) be heard by an expanded panel. Because the merits Panel used an obviousness
standard that conflicts with earlier Board decisions and en banc Federal Circuit
precedent, hearing by an expanded Panel is needed to eliminate uncertainty as to
the proper legal standard for obviousness of chemical compounds in proceedings
before the Board.

II. PROCEDURAL BACKGROUND
This Petition under 37 CFR § 41.3 Suggesting Reconsideration By An

Expanded Panel Under S.O.P. 1 is filed concurrently with a Request for
Reconsideration and therefore is timely under 37 CFR § 41.3(e).

III. REASONS WHY THE REQUEST FOR RECONSIDERATION
SHOULD BE HEARD BY AN EXPANDED PANEL

A.  The Decision Denying Institution

In denying institution of inter partes review, the merits Panel used an
obviousness test that is contrary to both PTAB and en banc Federal Circuit
precedent to hold that Petitioner did not establish a reasonable likelihood that it
would prevail in showing the unpatentability of at least one challenged claim. For

the reasons stated in the concurrently-filed Petitioner Request for Reconsideration
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Under 37 CFR § 42.71(c), this decision is based on legal error and thus constitutes
an abuse of discretion warranting reconsideration.

The merits Panel applied a rigid and unduly restrictive “lead compound”
analysis that has been specifically rejected by earlier PTAB decisions as being
inconsistent with the structural obviousness standard required by In re Dillon, 919
F.2d 688 (Fed. Cir. 1990) (en banc).

B. The Merits Panel Decision Conflicts With Other Board Decisions
Concerning the Legal Standard for Obviousness

The obviousness analysis applied by the merits Panel conflicts with earlier
Board decisions, which have consistently stated that the “lead compound™ analysis
applied by the merits Panel has not superseded the “structural obviousness”
standard for prima facie obviousness of chemical compounds required by In re
Dillon, 919 F.2d 688, 692 (Fed. Cir. 1990) (en banc). Consideration by an
expanded Panel is thus “necessary to secure and maintain uniformity of the
Board’s decisions.” SOP 1(II)(A)(2). Review by an expanded Panel is
particularly important, because merits Panel decisions denying IPR are not subject
to review in the Federal Circuit or by the Board.

/ The merits Panel’s “lead compound ” analysis is incorrect

The merits Panel’s decision is based on three incorrect legal conclusions,

which conflict with other Board decisions and Federal Circuit precedent:
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