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I. INTRODUCTION 

 The present Reply is directed to the instituted ground that claims 1-3, 6-11, 

15-17, and 20 of U.S. Patent No. 8,092,345 (the “345 Patent”) (UA-1001) are 

obvious over U.S. Patent No. 6,513,532 (“Mault”) (UA-1004) in view of U.S. 

Patent No. 6,321,158 (“DeLorme”) (UA-1005).   

 Patent Owner argues that: (1) a person of ordinary skill in the art 

(“POSITA”) would not be motivated to combine Mault and DeLorme; (2) it was 

not obvious to use software to create the claimed “journal” and to format journal 

entries to a common file format as required by claims 1 and 20; and (3) Mault in 

view of DeLorme does not render the “database” limitations of claims 6-8 obvious.  

These arguments, including Patent Owner’s attempt to  show secondary 

considerations, do not save the validity of the instituted claims.   

 In arguing that a skilled artisan would not combine Mault and DeLorme, 

Patent Owner argues, including that Petitioner mischaracterizes the prior art.  But 

there simply is no getting around the fact that Mault and DeLorme both disclose 

worn or carried GPS-enabled devices to track the user.  Patent Owner also claims 

that DeLorme’s GPS device should not be used for navigation or the precise 

measurement of distance or direction, even though DeLorme discloses that its GPS 

device is used for these very purposes.  In fact, any suggestion by DeLorme that 

GPS lacked precision is negated by the fact that after DeLorme was written, and 
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before the priority date of the 345 Patent, the U.S. Government turned off 

“selective availability,” which restricted the precision of civilian GPS devices.  A 

POSITA would therefore have not been dissuaded from applying the teachings of 

DeLorme to the system disclosed by Mault.    

 Patent Owner’s remaining challenges focus on common elements well-

known to POSITAs and taught by Mault and/or DeLorme (journal software, 

common file formats, and databases).  As such, these arguments cannot overcome 

the obviousness of the claims.  “[A] ‘patent for a combination which only unites 

old elements with no change in their respective functions … obviously withdraws 

what is already known into the field of its monopoly and diminishes the resources 

available to skillful men.’”  KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 416 

(2007) (citations omitted).  Here, and as further detailed below, Mault or the 

combination of Mault and DeLorme teaches the familiar (i.e., old) elements of 

installing, configuring, or setting up software for use and formatting data to a 

common file format. Further, Patent Owner makes no argument (nor could it) that 

the 345 Patent claims use such old elements in a new way.  Accordingly, the 

claims are obvious.  

 Finally, Patent Owner’s reliance on alleged evidence of secondary 

considerations wholly fails, at least because Patent Owner fails to establish a nexus 

between the claims and any evidence of commercial success or industry praise.     
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