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I. INTRODUCTION 

During the institution phase of this proceeding, the Board found that the 

“Petition establishes a reasonable likelihood” that all claims 1–16 of the ’621 

patent are unpatentable on both Grounds 1 and 2 of the Petition.  Decision at 21.  

The Board also raised the issue of whether the final “wherein” clause of the 

independent claims should be entitled to patentable weight.  Decision at 15, 20. 

None of the arguments raised by Patent Owner in its Response are sufficient 

to alter the prior decision of the Board.  Patent Owner has no new answer for 

overcoming the prior art asserted in Grounds 1 and 2 of the Petition.  Nor does 

Patent Owner plausibly explain why the final “wherein” clause—which recites the 

natural result of using an existing pharmaceutical product—should be entitled to 

any patentable weight. 

The Board’s initial findings are supported by more than substantial evidence 

and are correct as a matter of law.  Petitioner, therefore, respectfully requests that 

the Board issue a Final Written Decision finding the instituted claims to be 

unpatentable. 

II. BACKGROUND OF THE ’621 PATENT 

A. The ’621 Patent Is an Improper Attempt to Extend the Term of 
Patents for Vimovo® 

It is undisputed that the ’621 Patent is directed to methods of treating 

patients by administering an existing pharmaceutical product.  In its Response, 
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