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UNITED STATES PATENT AND TRADEMARK OFFICE 

____________ 
 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 
____________ 

 
TWILIO INC., 

Petitioner, 
 

v. 
 

TELESIGN CORPORATION, 
Patent Owner. 
____________ 

 
Case IPR2016-00360 
Patent 7,945,034 B2 

____________ 
 
Before SALLY C. MEDLEY, JUSTIN T. ARBES, and  
KIMBERLY McGRAW, Administrative Patent Judges. 

 
McGRAW, Administrative Patent Judge. 

 
FINAL WRITTEN DECISION 

35 U.S.C § 318 and 37 C.F.R. § 42.73 
 

I.  INTRODUCTION 

Petitioner, Twilio Inc., filed a Petition requesting an inter partes 

review of claims 1–4, 6, 7, 9, and 11–14 of U.S. Patent No. 7,945,034 B2 

(Ex. 1001, “the ’034 patent”), which was supported by the declaration of 

Michael Shamos, Ph.D. (Ex. 1002).  Paper 2.  Following a Motion to Correct 

the Petition, which was granted, Petitioner filed a Corrected Petition.  Paper 

11 (“Corrected Pet.”).  Patent Owner, TeleSign Corporation, filed a 
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Preliminary Response.  Paper 10 (“Prelim. Resp.”).  On June 28, 2016, we 

instituted an inter partes review of claims 1–4, 6, 7, 9, and 11–14.  Paper 18 

(“Dec. on Inst.”).   

After institution, Patent Owner filed a Patent Owner Response (Paper 

27, “PO Resp.”) and a Contingent Motion to Amend (Paper 28, “Mot. to 

Amend”), both supported by the declaration of Seth Nielson, Ph.D. (Ex. 

2027).   

Petitioner filed a Reply (Paper 45, “Reply”) and an Opposition to 

Patent Owner’s Contingent Motion to Amend (Paper 38), supported by a 

declaration of David H. Williams (Ex. 1039).  Patent Owner filed a Reply to 

Petitioner’s Opposition to Patent Owner’s Contingent Motion to Amend.  

(Paper 45). 

Objections to Evidence were filed by both Petitioner (Papers 29, 46) 

and Patent Owner (Papers 21, 39, 40).  Transcripts of the depositions of Dr. 

Shamos (Ex. 2025), Dr. Nielson (Ex. 1040), and Mr. Williams (Ex. 2036) 

also were filed.  Patent Owner filed a Motion for Observation on the cross-

examination testimony of Mr. Williams.  Paper 49.  Petitioner filed an 

Opposition to Patent Owner’s Motion for Observation.  Paper 51.  Patent 

Owner also filed a Motion to Exclude certain evidence (Paper 50), to which 

Petitioner filed an Opposition (Paper 52), and Patent Owner filed a Reply 

(Paper 53).   

An oral hearing was held on March 27, 2017, and a transcript of the 

hearing has been entered into the record of the proceeding as Paper 56.   

We have jurisdiction under 35 U.S.C. § 6.  This Final Written 

Decision is issued pursuant to 35 U.S.C. § 318(a) and 37 C.F.R. § 42.73.  

For the reasons that follow, we determine that Petitioner has failed to show 
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by a preponderance of the evidence that claims 1–4, 6, 7, 9, and 11–14 are 

unpatentable.  We also dismiss Patent Owner’s Motion to Exclude and 

Patent Owner’s Contingent Motion to Amend as moot. 

II.  BACKGROUND 

A.  Related Proceedings 

The parties state that the ’034 patent is asserted in TeleSign Corp. v. 

Twilio Inc., No. 2:15-cv-03240, filed on April 30, 2015, currently pending in 

the United States District Court for the Central District of California.  

Corrected Pet. 2, 10; Prelim. Resp. 3. 

Patent Owner states that copending petitions for inter partes review in 

IPR2016-00450, involving U.S. Patent No. 8,462,920 B2, and IPR2016-

00451, involving U.S. Patent No. 8,687,038 B2, also filed by Petitioner, 

identified this proceeding as a related matter.  Prelim. Resp. 3.  The Board 

did not institute review in these cases.  Petitioner also challenged related 

U.S. Patent No. 9,300,792 B2 in Case CBM2016-00099, in which the Board 

denied institution of a covered business method patent review, and 

Case IPR2016-01688, which is pending. 

B.  The ’034 Patent (Ex. 1001) 

The ’034 patent, titled “Process for Determining Characteristics of a 

Telephone Number,” issued on May 17, 2011, based on U.S. Patent 

Application No. 11/163,788, filed on October 31, 2005, which claims 

priority as a continuation-in-part-application to U.S. Patent Application No. 

11/034,421, filed on January 11, 2005.  Ex. 1001, [21], [22], [45], [54], [63].  

The ’034 patent is directed to methods of using a telephone connection to 

prevent fraudulent users from registering on an online website.  Id., Abstract, 
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1:7–11.  One method includes, inter alia, registering a user for an online 

website by receiving a telephone number; electronically determining the 

type of phone, phone carrier, and geographic characteristics associated with 

the telephone number; communicating a verification message with the 

telephone number; and registering the user based on the type of phone, 

phone carrier, and geographic characteristics associated with the telephone 

number and the verification message.  Id. at 2:6–3:3, 10:35–50. 

The ’034 patent explains that one problem with on-line registration is 

that fraudulent users may provide fake names, addresses, or phone numbers.  

Id. at 1:34–38.  In order to verify the telephone number entered by the user 

during registration, the system can call the telephone number and provide a 

registration code to the user.  Id. at 3:65–4:25.  If the telephone number is 

valid and the user has access to the telephone number, the user is able to 

enter the registration code into the online registration form and complete the 

registration process.  Id.   

However, the ’034 patent states that because certain telephones are 

not necessarily restricted to a particular geographic location (e.g., voice over 

internet protocol (“VOIP”) phones or mobile phones), this verification 

process may not be enough to prevent fraudulent users who enter a false 

name or address from accessing a website.  Id. at 1:39–63, 7:17–24, 8:40–

44.  For example, VOIP technology allows a person to have a “310” area 

code telephone number (traditionally associated with telephones in Los 

Angeles) but actually be located in Nigeria, where many fraudulent schemes 

are alleged to occur.  Id. at 1:54–61, 7:20–24.  Use of such a phone could 

enable a potential defrauder, who is located in a foreign country, to provide a 

valid telephone number along with a United States address that appears to 
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correspond with the user’s telephone number, but which in fact is a false 

address.  Id. at 7:17–41. 

The ’034 patent explains that knowing certain characteristics of the 

user’s telephone number can help determine if the registration information 

provided by the user is fraudulent.  See, e.g., id. at 1:61–2:2, 2:11–14, 7:38–

41, 9:14–16, 9:23–25, 9:42–49.  These characteristics include the phone 

type, phone carrier, and geographic characteristics, as well as other phone 

characteristics, such as prepaid cellular phones that do not require any form 

of identification, phone numbers set to automatically forward, and Direct 

Inward Dialing (DID) numbers.  Id. at 2:6–14, 8:55–59, 10:39–41.  

Examples of phone types include landline telephones, cellular phones, and 

VOIP phones.  Id. at 2:15–18.  Examples of phone carriers include Verizon, 

SBC, and Vonage.  Id. at 8:17–20.  Examples of geographic characteristics 

include the time zone, country, county, city, zip code, and metro area.  Id. at 

2:18–21.   

The ’034 patent describes various ways to determine phone 

characteristics.  Id. at 3:37–40, Figs. 8–10.  For example, in one 

embodiment, a database is queried to determine if the telephone number is 

within the database, and what characteristics are associated with the 

telephone number.  Id. at 2:29–34.  A “database may comprise one or more 

third party databases,” or the database can be “compiled with telephone 

number characteristics as they are determined.”  Id. at 7:55–57.  “If the 

database contains the exact telephone number, or certain numbers in 

common with the received telephone number, the database will be able to 

provide certain characteristics of the telephone number,” such as phone type, 

phone carrier, and geographic characteristics.  Id. at 8:1–4, 8:17–20, 8:38–
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