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Application No. Applicant(s)
11/850,013 ORDING ET AL.
Office Action Summary Examiner ArtUnit
STEPHEN G. SHERMAN 2629
-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --

Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed

after SIX (6) MONTHS from the mailing date of this communication.
- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any

earmed patent term adjustment. See 37 CFR 1.704(b).

Status

1)X] Responsive to communication(s) filed on 07 May 2009.
2a)[] This action is FINAL. 2b)[X] This action is non-final.
3)[] Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213.

Disposition of Claims

4)X] Claim(s) 1-59 is/are pending in the application.

4a) Of the above claim(s) is/are withdrawn from consideration.
5[] Claim(s) _____is/are allowed.
6)X] Claim(s) 1-59 is/are rejected.
7)[] Claim(s) ____is/are objected to.
8)] Claim(s) ___ are subject to restriction and/or election requirement.

Application Papers

9)[] The specification is objected to by the Examiner.
10)X] The drawing(s) filed on 04 September 2007 is/are: a)[X] accepted or b)[_] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).
11)[_] The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 119

12)[_] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
a)LJAIl  b)[]Some * c)[] None of:
1.0 Certified copies of the priority documents have been received.
2.[] Certified copies of the priority documents have been received in Application No. ___
3.[] Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
* See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)

1) x Notice of References Cited (PTO-892) 4) |:| Interview Summary (PTO-413)

2) [] Notice of Draftsperson’s Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. _

3) [X] Information Disclosure Statement(s) (PTO/SB/08) 5) L] Notice of Informal Patent Application
Paner NoisVMail Date See Continuation Sheat &) [ 1 other:
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Continuation Sheet (PTOL-326) Application No. 11/850,013

Continuation of Attachment(s) 3). Information Disclosure Statement(s) (PTO/SB/08), Paper No(s)/Mail Date :2/19/2008;
7/23/2008; 5/18/2009; 7/31/2009; 12/2/2009; 4/12/2010.
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Application/Control Number: 11/850,013 Page 2
Art Unit: 2629

DETAILED ACTION

1. This office action is in response to the preliminary amendment made 7 May

2009. Claims 1-59 are pending.
Information Disclosure Statement

2. The information disclosure statements (IDS) submitted on 19 February 2008, 23
July 2008, 18 May 2009, 31 July 2009, 2 December 2009 and 12 April 2010 are being

considered by the examiner.
Claim Rejections - 35 USC § 101

3. 35 U.S.C. 101 reads as follows:

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the
conditions and requirements of this title.

4. Claim 52 is rejected under 35 U.S.C. 101 because the claimed invention is
directed to non-statutory subject matter.

Claim 52 recites “computer readable storage medium.” The broadest reasonable
interpretation of a claim drawn to a computer readable medium (also called machine
readable medium and other such variations) typically covers forms of non-transitory

tangible media and transitory propagating signals per se in view of the ordinary and
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Application/Control Number: 11/850,013 Page 3
Art Unit: 2629

customary meaning of computer readable media, particularly when the specification is
silent. See MPEP 2111.01.

The USPTO recognizes that applicants may have claims directed to computer readable media
that cover signals per se, which the USPTO must reject under 35 U.S.C. § 101 as covering both non-
statutory subject matter and statutory subject matter. In an effort to assist the patent community in
overcoming a rejection or potential rejection under 35 U.S.C. § 101 in this situation, the USPTO suggests
the following approach. A claim drawn to such a computer readable medium that covers both transitory
and non-transitory embodiments may be amended to narrow the claim to cover only statutory
embodiments to avoid a rejection under 35 U.S.C. § 101 by adding the limitation "non-transitory" to the
claim. Cf. Animals -Patentability, 1 077 Off. Gaz. Pat. Office 24 (April 21, 1987) (suggesting that
applicants add the limitation "non-human" to a claim covering a multi-cellular organism to avoid a rejection
under 35 U.S.C. § 101). Such an amendment would typically not raise the issue of new matter, even
when the specification is silent because the broadest reasonable interpretation relies on the ordinary and
customary meaning that includes signals per se. The limited situations in which such an amendment
could raise issues of new matter occur, for example, when the specification does not support a non-
transitory embodiment because a signal per se is the only viable embodiment such that the amended
claim is impermissibly broadened beyond the supporting disclosure. See, e.g., Gentry Gallery, Inc. v.
Berkline Corp., 134 F.3d 1473 (Fed. Cir. 1998).

Claim Rejections - 35 USC § 102

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that

form the basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless —

(e) the invention was described in (1) an application for patent, published under section 122(b), b
another filed in the United States before the invention by the applicant for patent or (2) a patent
granted on an application for patent by another filed in the United States before the invention by the
applicant for patent, except that an international application filed under the treaty defined in section
351(a) shall have the effects for purposes of this subsection of an application filed in the United States
only if the international application designated the United States and was published under Atticle 21(2)
of such treaty in the English language.

6. Claims 54-59 are rejected under 35 U.S.C. 102(e) as being anticipated by

Hofmeister (US 2006/0284852).
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