UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

GEOTAB INC. AND
TV MANAGEMENT, INC., D/B/A GPS NORTH AMERICA

Petitioners

V.

PERDIEMCO LLC

Patent Owner

Case IPR2016-01063
U.S. Patent No. 8,717,166

JOINT MOTION TO TERMINATE THE PROCEEDINGS WITH
RESPECT TO GEOTAB INC. ONLY, UNDER 35 U.S.C. § 317(a)
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U.S. Patent No. 8,717,166

As authorized in the Patent Trial and Appeal Board’s (the “Board”)
December 19, 2016 e-mail (Ex. 2009), and pursuant to 35 U.S.C. § 317(a) and 37
C.F.R. §§ 42.72 and 42.74, Patent Owner PerdiemCo LLC (“Patent Owner”) and
Petitioner Geotab Inc. (“Geotab”) jointly and respectfully request that the inter
partes review (“IPR”) of U.S. Patent No. 8,717,166 be terminated with respect to
Geotab only, due to settlement between Patent Owner and Geotab.

1. Brief Explanation As To Why Termination Is Appropriate

On May 19, 2016, Geotab, along with separate parties Teletrac Inc. and
Navman Wireless North America, Ltd. (collectively, “Teletrac”) and TV
Management, Inc. d/b/a GPS North America filed the instant IPR (Paper No. 5).
On June 7, 2016, the Board issued a Notice of Filing Date Accorded to Petition and
Time for Filing Patent Owner Preliminary Response (Paper No. 6). Patent Owner
filed a response on September 7, 2016. On December 12, 2016, Patent Owner and
Geotab settled their dispute and executed a confidential settlement agreement to
terminate Geotab’s involvement in this proceeding and the Parties’ related district
court litigation. A Stipulation and Order of Dismissal agreed to by the Parties in
the related district court litigation has been filed in the district court.

Pursuant to 37 C.F.R. § 42.74(b), the Parties’ confidential settlement

agreement is in writing, and a true and correct copy is being filed concurrently
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herewith as Exhibit 2010.! The Parties are also filing concurrently herewith a joint
request to treat the confidential settlement agreement as business confidential
information and keep it separate from the files of the IPR and the involved patent
under 35 U.S.C. § 317(b) and 37 C.F.R. § 42.74(c). The Parties hereby certify that
there are no collateral agreements or understandings made in connection with, or in
contemplation of, the termination of the IPR proceedings.

Termination of this proceeding with respect to Geotab is proper under 35
U.S.C. § 317(a) because the Board has not yet decided the merits of this
proceeding. This proceeding will continue with respect to the remaining
Petitioner. Accordingly, Patent Owner and Geotab respectfully request that the
Board terminate the inter partes review of U.S. Patent No. 8,717,166 with respect
to Geotab only, due to settlement between Patent Owner and Geotab.

2. Related Litigations Involving The Patent At Issue

There are no ongoing related litigations involving the patent at issue in this

proceeding.

' The settlement agreement is being filed electronically via PTAB E2E with
access to the “Board Only.” The settlement contains both Patent Owner’s and
Geotab’s business confidential information, which cannot be made available to any

of the other Petitioners remaining in this proceeding.
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3. Related Proceedings Currently Before The Office

There are no related proceedings currently before the Office involving the
patent at issue and Geotab. This proceeding will continue with respect to the
remaining Petitioner. Patent Owner and Geotab are likewise concurrently filing
similar motions to terminate with respect to Case Nos. IPR2016-01061 (U.S.
Patent No. 8,223,012); IPR2016-01062 (U.S. Patent No. 8,493,207); IPR2016-
01064 (U.S. Patent No. 9,003,499); and IPR2016-01278 (U.S. Patent No.
9,071,931).

4. Current Status Of The Related Litigations

The previously noticed litigations against all other defendants have settled.

For the foregoing reasons, the Parties jointly and respectfully request

termination of the present proceeding with respect to Geotab.
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Date: December 20, 2016

Respectfully submitted,

/s/Alan L. Whitehurst

Alan L. Whitehurst (Reg. No. 43,263)
Marissa R. Ducca (Reg. No. 59,807)
QUINN EMANUEL URQUHART &
SULLIVAN, LLP

777 6 Street. 11" Floor

Washington DC 20001

General Tel: (202) 538-8000

Fax: (202) 538-8100
alanwhitehurst@quinnemanuel.com
marissaducca@quinnemanuel.com

Robert Babayi

Reg. No. 33,471

VECTOR IP LAW GROUP

3208 Q St. NW

Washington, DC 20007
General Tel: (202) 446-1480
Fax: (202) 446-1485
robert@vectoriplaw.com

Attorneys for Patent Owner
PerdiemCo LLC
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/s/ Sharad Kotagiri Bijanki

Sharad Kotagiri Bijanki (Reg. No.
30,339)

Vivek A Ganti (Reg. No. 71,368)
HiLL, KERTSCHER & WHARTON, LLP
3350 Riverwood Pkwy

Suite 800

Atlanta, Georgia 30339
sb@khw-law.com
vgh@hkw-law.com

Attorneys for Petitioner Geotab Inc.

Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




