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I. Introduction. 

Petitioner’s proposed expert, Dr. David Dyer, should be disqualified from 

participating in this proceeding and his declaration should be stricken.  

 

 That confidential information relates 

directly to the technology of the patents Petitioner asks this Board to review.  

Petitioner was aware of these facts when it chose to retain Dr. Dyer as its 

expert for this matter. Dr. Dyer’s declaration should be stricken and he should be 

disqualified because his access to Patent Owner’s confidential information taints 

his analysis of what one of skill in the art would understand about the prior art and 

proposed combinations of the same. Dr. Dyer should be disqualified for the 

additional reason that his role as Petitioner’s expert creates a serious risk of 

improper disclosure of Patent Owner’s confidential information. Neither Petitioner 

nor Dr. Dyer should be permitted to encourage direct violations of Dr. Dyer’s 

confidentiality obligations to Patent Owner.  

II. Background. 

On July 5, 2016, Petitioner filed a Petition for an inter partes review of 

claims 1-8, 12-13, and 17-18 of U.S. Patent No. 8,088,250 (“the ’250 patent”) and 

a Petition for inter partes review of claims 1-8, 12-13, and 16-19 of U.S. Patent 

No. 8,465,623 (“the ’623 patent”). In support of its patentability challenges, 
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Petitioner submitted and relied upon declarations submitted by Dr. David Dyer.

(EXl002.) Dr. Dyer is a former employee of International Paper. He worked there

from 1985 until March of 2015, most recently as an Engineering Fellow providing

global support for manufacturing operations.1 (EX1025.)

During Dr. Dyer’s employment at International Paper, Patent Owner2 and

International Paper entered into a Mutual Nondisclosure Agreement,‘

  
Nalco Company owned the ’250 and ’623 patents until December 31, 2014, when

they were assigned to Ecolab USA Inc. (EX2009 at 1] 4.) Nalco currently holds an

exclusive license to the patents, and Nalco and Ecolab are commonly owned.

(EX2009 at 111] 3, 5.) Both Nalco and Ecolab are real parties in interest in this

proceeding, and are collectively referenced herein as “Patent Owner.”

2
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In addition to the general agreement described above,  

 

 

 

 

 

 

 

 

 

Pursuant to the NDAs, Patent Owner disclosed confidential information to 

International Paper, including  
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Given the nature and amount of confidential Patent Owner information to 

which he had access, it is unreasonable to expect a person in Dr. Dyer’s position to 

compartmentalize such information to prevent unauthorized use or disclosure in 

this proceeding. Under the terms of the NDAs, Dr. Dyer had access to information 

on  
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