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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

GOOGLE LLC, LG ELECTRONICS, INC,,

LG ELECTRONICS, U.S.A., INC., LG ELECTRONICS MOBILECOMM
U.S.A., INC., SAMSUNG ELECTRONICS CO., LTD, SAMSUNG
ELECTRONICS AMERICA, INC., and HUAWEI DEVICE USA, INC.
Petitioner,

V.

RYUJIN FUJINOMAKI,
Patent Owner.

Case IPR2016-015221
Patent 6,151,493

Before DAVID C. MCKONE, BARBARA A. PARVIS, and
DANIEL N. FISHMAN, Administrative Patent Judges.

McKONE, Administrative Patent Judge.

FINAL WRITTEN DECISION
35 U.S.C. § 318(a) and 37 C.F.R. § 42.73

1 Case IPR2017-01017 has been joined with this proceeding.
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I. INTRODUCTION

A. Background

Google LLC.?, LG Electronics U.S.A., Inc., LG Electronics
Mobilecomm U.S.A., Inc., and LG Electronics, Inc. (collectively,
“Petitioner”) filed a Petition (Paper 1, “Pet.”) to institute an inter partes
review of claims 1-6 and 8-10 of U.S. Patent No. 6,151,493 (Ex. 1001, “the
’493 patent”). Ryujin Fujinomaki (“Patent Owner”) filed a Preliminary
Response (Paper 7, “Prelim. Resp.”).

Pursuant to 35 U.S.C. § 314, in our Institution Decision (Paper 8,
“Dec.”), we instituted this proceeding as to claims 1-6 and 8-10.

On March 6, 2017, Samsung Electronics Co., Ltd., Samsung
Electronics America, Inc., and Huawei Device USA Inc. filed a petition
challenging claims 1-6 and 8-10 of the *493 patent, along with a Motion for
Joinder with this proceeding. 1PR2017-01017, Papers 3-4. On May 26,
2017, we instituted a trial in IPR2017-01017 and joined it to this proceeding.
Paper 19.

Patent Owner filed a Patent Owner’s Response (Paper 20, “PO
Resp.”), and Petitioner filed a Reply to the Patent Owner’s Response
(Paper 21, “Reply”).

An oral argument was held on November 28, 2017 (Paper 30, “Tr.”).

2 Google Inc. originally was named as Petitioner. Petitioner subsequently
filed updated Mandatory Notices informing the Board that Google Inc.
converted from a corporation to a limited liability company and changed its
name to Google LLC. Paper 26.
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Petitioner relies on the Declarations of Schuyler Quackenbush, Ph.D.
(Ex. 1003, “Quackenbush Decl.”; Ex. 1027, “Quackenbush Reply Decl.”®).
Patent Owner relies on the Declaration of Christopher Jones, Ph.D.
(Ex. 2003, “Jones Decl.”).

We have jurisdiction under 35 U.S.C. § 6. This Decision is a final
written decision under 35 U.S.C. § 318(a) as to the patentability of claims 1—
6 and 8-10. Based on the record before us, Petitioner has proved, by a

preponderance of the evidence, that claims 1-6 and 8-10 are unpatentable.

B. Related Matters

The parties indicate that the *493 patent has been asserted in
Fujinomaki v. Google Inc., 3:16-cv- 03137-JSC (N.D. Cal.) (transferred
from 2:15-cv-1381-RJG-RSP (E.D. Tex.)). Pet. 4; Paper 5, 2.

C. Asserted Prior Art References

Petitioner relies on the following prior art:

Ex. 1004 (“Yamamoto™) US 5,327,482 July 5, 1994
Ex. 1005 (“Mardirossian”) US 5,796,338 Aug. 18, 1998

3 At the oral argument, Patent Owner argued that the Reply and the
Quackenbush Reply Declaration improperly included new argument and
evidence that should have been presented in the Petition, although Patent
Owner acknowledged that it did not attempt to depose Dr. Quackenbush on
his Reply Declaration or otherwise object to his testimony prior to the
hearing. Tr. 40:24-42:2, 42:23-44:2. For each of our citations to the Reply
and the Quackenbush Reply Declaration, below, we determine that the
argument and evidence is properly responsive to the Patent Owner’s
Response. See 37 C.F.R. § 42.23(b) (“A reply may only respond to
arguments raised in the corresponding opposition, patent owner preliminary
response, or patent owner response.”).
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Ex. 1006 (“Takeuchi”) US 5,055,701 Oct. 8, 1991
Ex. 1007 (“Olah”) US 5,396,218 Mar. 7, 1995

D. The Instituted Grounds
We instituted a trial on the following grounds of unpatentability
(Dec. 36):

Reference(s) Basis Claim(s) Challenged

Yamamoto and Mardirossian | § 103(a) 1-3,and 8

Yamamoto, Mardirossian, and
the knowledge of a person of | § 103(a) 10
ordinary skill in the art

Yamamoto, Mardirossian, and

Takeuchi 5103(2) 46
Yamamoto, Mardirossian, and
Olah 8 103(a) 9

E. The 493 Patent

The ’493 patent describes a use prohibition system that disables a
device, such as a cellular phone, if the phone is separated from a user by
more than a predetermined distance, and at the same time gives a warning to
the user. Ex. 1001, Abstract. Figure 1 of the 493 patent, reproduced below,

illustrates an example:

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

IPR2016-01522
Patent 6,151,493

i \7-30x 31ay -31b ;
. | .| RECEIVER |, |DEMODULATOR :
; AMPLIFIER CIRCUIT ;
" 321a 30c 32 ,’

NUMBER g
: VERIFICATION |~ Ak S0LND i
, GENERATOR |
; CIRCUIT :
E 33d 33C\I @ (33b 33a i
! . ‘
| TRANSMISSION | | MODULATION ;
g AMPLIFIER | CIRCUIT AMPLIFIER §
| A A 34 |
:‘ PHONE NUMBER 5
| 33k GENERATING ;
-' CIRCUIT 30D =

PHONE I\iUMBEH %
. [POWER ’#35
' |soUmct INPUT CIRCUIT 36b i
i k . |
' ”

20 — .
‘\'\ 364 NUMBER AND |-37a |
; ; 5 FUNCTION KEYS E
: P i 30A ! :r
§ ’ 5 ALARM STOP :

........................

7/7 —|_CIRCUIT
= i 37c \37h i

Figure 1 is a schematic view of a use prohibition system for a cellular phone.
Id. at 3:20-21, 3:44-45.
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