
 

IPR2017-00060 

 

UNITED STATES PATENT AND TRADEMARK OFFICE 

____________ 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

____________ 

EDWARDS LIFESCIENCES CORPORATION, EDWARDS LIFESCIENCES 
LLC, AND EDWARDS LIFESCIENCES AG 

Petitioners 

v .  

BOSTON SCIENTIFIC SCIMED, INC. 

Patent Owner 

____________ 

Case IPR2017-00060 

Patent 8,992,608 
____________ 

Before the Honorable NEIL T. POWELL, JAMES A. TARTAL, and ROBERT L. 

KINDER, Administrative Patent Judges. 

 

 

PETITIONERS’ OPPOSITION TO PATENT OWNER’S MOTION TO 

EXCLUDE EVIDENCE PURSUANT TO 37 C.F.R. § 42.64 

 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

IPR2017-00060 

i 

 

TABLE OF CONTENTS 

PAGE 

I. INTRODUCTION ........................................................................................... 1 

II. PETITIONERS AND DR. BULLER ADDRESSED PATENT 

OWNER’S SECONDARY CONSIDERATIONS ONCE THEY 

WERE ASSERTED ......................................................................................... 1 

III. DR. BULLER’S TESTIMONY SHOULD NOT BE EXCLUDED ............... 3 

A. There is No Requirement That Petitioner or Its Expert Must 

Preemptively Address Secondary Considerations ................................ 3 

B. Once Dr. Buller Determined That There Was a Lack of Nexus, 

There Was No Need to Further Address the Secondary 

Considerations ....................................................................................... 4 

C. Disputes Regarding an Expert’s Analysis of Secondary 

Considerations Go to the Weight Accorded Such Testimony 

and Not Its Exclusion ............................................................................ 8 

D. There Is No Basis to Exclude Dr. Buller’s Testimony Based 

PO’s Trial-Within-A-Trial Approach to Secondary 

Considerations ....................................................................................... 9 

IV. CONCLUSION .............................................................................................. 15 
 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

IPR2017-00060 

ii 

 

TABLE OF AUTHORITIES 

 

CASES           PAGE 

Activision Blizzard, Inc. v. Acceleration Bay, LLC, 

IPR2016-00724, Paper 53 (PTAB Sept. 15, 2017)................................... 8, 10, 14 

Activision Blizzard, Inc. v. Acceleration Bay, LLC, 

IPR2016-1953, Paper 107 (PTAB Mar. 23, 2017) ............................................... 3 

Baker Hughes, a GE Company, LLC v. Liquidpower Speciality 

Products Inc.,IPR2016-00734, Paper 85 (PTAB Nov. 1, 2017) ...................... 6, 7 

Demaco Corp. v. F. Von Langsdorff Licensing Ltd., 

851 F.2d 1387 (Fed. Cir. 1988) ............................................................................ 5 

Festo Crop. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 

535 U.S. 722 (2002) ............................................................................................ 13 

Gnosis S.P.A. v. S. Ala. Med. Sci. Found, 

IPR 2013-116, Paper No. 68 (PTAB June 20, 2014) ........................................... 6 

In re Huai-Hung Kao, 

639 F.3d 1057 (Fed. Cir. 2011) ............................................................................ 5 

InTouch Techs., Inc. v. VGo Commc’ns., Inc., 

751 F.3d 1327 (Fed. Cir. 2014) ............................................................................ 9 

Iron Grip Barbell Co. v. USA Sports, Inc., 

392 F.3d 1317 (Fed. Cir. 2004) .......................................................................... 10 

Kinetic Concepts, Inc. v. Smith & Nephew, Inc., 

688 F.3d 1342 (Fed. Cir. 2012) ........................................................................ 8, 9 

Petroleum Geo-Servs. Inc. v. WesternGeco LLC, 

IPR2014-1475, Paper 18 (PTAB Mar. 17, 2015) ............................................. 3, 4 

Prometheus Labs., Inc. v. Roxane Labs., Inc., 

805 F.3d 1092 (Fed. Cir. 2015) ............................................................................ 4 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


TABLE OF CONTENTS 

(CONTINUED) 

PAGE 

iii 

 

Sight Sound Techs., LLC v. Apple, Inc., 

809 F.3d 1307 (Fed. Cir. 2015) ............................................................................ 5 

Smith & Nephew, Inc. v. Arthrex, Inc., 

IPR2016-00918, Paper 42 (PTAB Oct. 16, 2017) ................................................ 9 

WBIP, LLC v. Kohler Co., 

829 F.3d 1317 (Fed. Cir. 2016) ............................................................................ 5 

Wyers v. Master Lock Co., 

616 F.3d 1231 (Fed. Cir. 2010) ............................................................................ 5 

OTHER AUTHORITIES 

37 C.F.R. § 42.20(c) ................................................................................................... 1 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

1 

 

I. INTRODUCTION 

Patent Owner’s Motion to Exclude should be denied in its entirety. Instead 

of carrying its burden to show that exclusion is proper, see 37 C.F.R. § 42.20(c), 

the Motion attacks Petitioners’ expert, Dr. Buller, solely on the unsupported 

assertion that his original declaration (Ex. 1007) and reply declaration (Ex. 1045) 

should be excluded for allegedly failing to consider PO’s supposed evidence of 

secondary considerations.  Even if true (it isn’t), PO is wrong that this would 

warrant exclusion of Dr. Buller’s testimony. At most, such criticisms go to the 

weight that should be given to Dr. Buller’s testimony.  For these reasons, PO’s 

Motion should be denied. 

II. PETITIONERS AND DR. BULLER ADDRESSED PATENT 

OWNER’S SECONDARY CONSIDERATIONS ONCE THEY WERE 

ASSERTED 

PO presented no secondary considerations in its Preliminary Response 

(POPR).  Paper 6, at 30 n.4 (“PO does not set forth herein its evidence of 

secondary considerations.”).  PO did not raise secondary considerations until its 

Response (Paper 22).  In its response, PO relied on the alleged failure of others, 

long-felt need, copying, industry praise, and commercial success, which were 

based on its unsupported claim that Petitioners’ SAPIEN 3 transcatheter heart 

valve (“S3 THV”) is an embodiment of the Challenged Claims.  Paper 22 at 47-72.  
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