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I. INTRODUCTION

NextCard LLC (“NextCard” or “Patent Owner”) submits this preliminary
response to the petition (Paper 1, the “Petition”) filed on October 19, 2016, by
Askeladden LLC (“Petitioner”) and challenging claims of U.S. Patent No. 7,552,080
(Ex. 1001, “the 080 patent). The Board should deny institution because Petitioner
has not established a reasonable likelihood of prevailing as to any of the independent
claims and, therefore, because Petitioner applies same evidence and reasoning to the

dependent claims, as to all the claims.

II. OVERVIEW OF THE 080 PATENT

The ‘080 patent describes and claims a computer implemented method,
system and computer program product for determining and transmitting to an
applicant offers based on the terms required by requested terms and applicant’s
preferred terms. The specification describes several different ways the program
determines which terms are preferred. The system, which is embodied by one or
more computers running software, receives over a network a plurality of terms
requested by the applicant, wherein at least one of the requested terms is indicated
by the applicant as preferred over at least another one of the requested terms. It then
determines with one or more computers a set of offers for the applicant. If the set of

offers includes at least one offer that meets all the requested terms, the system
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selects from among the set of offers at least one offer that meets all the requested
terms. If the set of offers does not include at least one offer that meets all the
requested terms, but includes at least one offer that meets at least one of the
preferred requested terms, the systems selects from among the set of offers at least
one offer that meets the at least one of the preferred requested terms. Otherwise, the
system does not select an offer from the set of offers. The system then transmits any

offers selected from the set of offers to the applicant.

III. SUMMARY OF GROUNDS FOR REVIEW

The Petition asserts three grounds of alleged unpatentability:

e Ground 1: Claims 1-6, and 9-11 are obvious under 35 USC § 103 over US
5,940,812 (“Tengel”) (Exhibit 1006), US 7,552,080 (“Walker I"’) (Exhibit

1007), and US 7,236,983 (“Nabors™) (Exhibit 1008).

e Ground 2: Claim 7 is obvious under 35 USC § 103 over Tengel, Walker I,

Nabors, and US 5,970,478 (“Walker 11’) (Exhibit 1010).

e Ground 3: Claim 8 is allegedly obvious under 35 USC §103 over Tengel,

Walker I, Nabors, and US 8,271,379 (“Watson”) (Exhibit 1011).

IV. CLAIM CONSTRUCTION
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Patent Owner does not take issue with the following interpretations offered by

Petitioner:

e ‘“terms requested by the applicant” and “the requested terms” both mean

“terms specified by the applicant.”

e ‘“desired changes to those terms” (claim 7) means “desired changes to the

terms of the current card of the applicant.”

e ‘“the requested term” (claim 9) means “at least one of the plurality of terms

requested by the applicant.”

Patent Owner, however, disagrees with Petitioner’s contention that several
conditional statements in the independent claims must be treated as optional
elements that are not required to be shown under the broadest reasonable
interpretation. (Petition at 7). The conditional statements or limitations in claim 1

arc:

e “if the set of offers includes at least one offer that meets all of the
requested terms, selecting with the one or more computer from among the

set of offers at least one offer that meets all of the requested terms;

e “if the set of offers does not include at least one offer that meets all of the
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