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UNITED STATES PATENT AND TRADEMARK OFFICE 
 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 
 

INOGEN, INC., 
Petitioner, 

v. 

SEPARATION DESIGN GROUP IP HOLDINGS, LLC, 
Patent Owner. 

 

Case IPR2017-00300 
Patent 8,894,751 B2 

 

Before KRISTINA M. KALAN, CHRISTOPHER M. KAISER, and 
ELIZABETH M. ROESEL, Administrative Patent Judges. 

KAISER, Administrative Patent Judge.  

DECISION 
Institution of Inter Partes Review 

37 C.F.R. § 42.108 
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INTRODUCTION 
A. Background 
Inogen, Inc. (“Petitioner”) filed a Petition (Paper 1, “Pet.”) requesting 

inter partes review of claims 22–32 of U.S. Patent No. 8,894,751 B2 

(Ex. 1001, “the ’751 patent”).  Separation Design Group IP Holdings, LLC                                                                                                                          

(“Patent Owner”) filed a Preliminary Response (Paper 6, “Prelim. Resp.”). 

We have authority to determine whether to institute an inter partes 

review.  35 U.S.C. § 314(b); 37 C.F.R. § 42.4(a).  The standard for 

instituting an inter partes review is set forth in 35 U.S.C. § 314(a), which 

provides that an inter partes review may not be instituted unless “there is a 

reasonable likelihood that the petitioner would prevail with respect to at least 

1 of the claims challenged in the petition.” 

After considering the Petition and the evidence currently of record, we 

determine that Petitioner has demonstrated that there is a reasonable 

likelihood that it would prevail with respect to at least one of the claims 

challenged in the Petition.  Accordingly, we institute inter partes review.     

B. Related Matters 
There is a pending petition for inter partes review of U.S. Patent No. 

9,199,055 B2, which is related to the ’751 patent.  That proceeding has been 

assigned case number IPR2017-00453.  Paper 4, 2–3.  In addition, an action 

alleging infringement of the ’751 patent is ongoing in Separation Design 

Group IP Holdings, LLC v. Inogen, Inc., Case No. 2:15-cv-08323-JAK-JPR 

(C.D. Cal.).  Pet. 6–7; Paper 4, 2.                                            
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C. The Asserted Grounds of Unpatentability 
Petitioner contends that claims 22–32 of the ’751 patent are 

unpatentable based on the following grounds (Pet. 11–51):1   

Statutory 
Ground 

Basis Challenged Claim(s) 

§ 103 McCombs,2 Whitley,3 and 
AAPA4 

22–28, 31, and 32 

§ 103 McCombs, Whitley, and 
Occhialini5 

22–28, 31, and 32 

§ 103 Jagger,6 McCombs, and 
AAPA 

22–28, 31, and 32 

§ 103 McCombs, Whitley, AAPA, 
and Bliss7 

29 and 30 

§ 103 McCombs, Whitley, 
Occhialini, and Bliss 

29 and 30 

§ 103 Jagger, McCombs, AAPA, 
and Bliss 

29 and 30 

D. The ’751 Patent 
The ’751 patent is directed to “[l]ightweight, portable oxygen 

concentrators that operate using an ultra rapid, sub one second, adsorption 

                                           
1 Petitioner also relies on a declaration from Brenton A. Taylor.  Ex. 1011. 
2 McCombs et al., US 2006/0117957 A1, published June 8, 2006 (Ex. 1002, 
“McCombs”). 
3 Whitley et al., US 2007/0137487 A1, published June 21, 2007 (Ex. 1003, 
“Whitley”). 
4 Petitioner contends that statements in the ’751 patent are Applicant 
Admitted Prior Art (“AAPA”).  Pet. 23–25 (citing Ex. 1001, 1:49–55, 2:10–
18, 10:57–59, 18:6–12, 18:33–44). 
5 Occhialini et al., U.S. Patent No. 7,279,029 B2, issued Oct. 9, 2007 (Ex. 
1004, “Occhialini”). 
6 Jagger et al., US 2006/0174874 A1, published Aug. 10, 2006 (Ex. 1005, 
“Jagger”). 
7 Bliss et al., US 2006/0230931 A1, published Oct. 19, 2006 (Ex. 1006, 
“Bliss”). 
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cycle based on advanced molecular sieve materials.”  Ex. 1001, at [57].  A 

portable oxygen concentrator (“POC”) is a small device that provides 

therapeutic oxygen to patients who need it.  Id. at 1:40–48.  The POCs of 

the ’751 patent operate by using a compressor to pressurize ambient air and 

forcing the pressurized air through beds of molecular sieve materials that 

adsorb nitrogen, allowing air with a higher concentration of oxygen to flow 

out of the device.  Id. at 10:57–61.  During a subsequent reduction in 

pressure, nitrogen is desorbed from the molecular sieve material and 

discharged from the device as a waste stream.  Id. at 10:62.  In the ’751 

patent, these swings of pressure take “less than one second.”  Id. at 10:53–

56.  The short duration of these cycles requires molecular sieve particles 

ranging in diameter from about 60 microns to 180 microns to allow rapid 

diffusion of gas in and out of the particles.  Id. at 11:6–20.  The ’751 patent 

describes its POCs as having removable and replaceable adsorbent modules.  

Id. at 12:31–38. 

E. Illustrative Claims 
Claims 22–32 of the ’751 patent are challenged.  Claims 22 and 32 are 

independent, and claims 22 and 31 are illustrative: 
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22.  A portable oxygen concentrator, comprising: 
at least one removable module comprising 

a housing; 
at least one adsorbent bed contained in said housing; 
wherein said adsorbent bed comprises at least one molecular 
sieve material; 
wherein said molecular sieve material has a substantially 
spherical shape; 
wherein the ratio of the length of said absorbent bed to the 
diameter of said absorbent bed is less than about 4.8:1; and 
wherein said absorbent bed is capable of a ratio of product 
flow rate to mass of said molecular sieve material of greater 
than 3.3 ml/min/g; 

a compressor; 
a manifold to control gas flow into and out of said removable 
module; 
at least one removable battery cell; 
wherein said portable oxygen concentrator weighs less than 
about 5 kg; and 
wherein said portable oxygen concentrator is capable of 
producing up to 3 liters of oxygen per minute at 22° C. and 1 
atmosphere pressure. 

Ex. 1001, 26:11–34. 

31.  A removable module of claim 22, 
wherein said removable module is replaceable by a user. 

Id. at 26:58–59. 

ANALYSIS 
A. Claim Construction 
In an inter partes review, we construe claim terms in an unexpired 

patent according to their broadest reasonable construction in light of the 
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