
 
 

UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
BEFORE THE PATENT TRIAL AND APPEAL BOARD 

____________ 
 

DIGITAL CHECK CORP. d/b/a ST IMAGING, 
Petitioner, 

 
v.  
 

E-IMAGEDATA CORP. 
Patent Owner. 
____________ 

 
Case IPR2017-00346 
Patent 9,197,766 B2 

____________ 
 

PATENT OWNER’S PRELIMINARY RESPONSE TO PETITION 

Patent Trial and Appeal Board 
United States Patent and Trademark Office  
P. O. Box 1450 
Alexandria, VA 22313-1450 
 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


TABLE OF CONTENTS 
 

Page 

 

 -i-  
 

I. THE BOARD SHOULD NOT INSTITUTE AN INTER PARTES 
REVIEW ......................................................................................................... 1 

II. SUMMARY OF THE TECHNOLOGY AND CITED ART ......................... 2 
III. THE BOARD SHOULD DENY INSTITUTION BECAUSE THE 

PETITION IS PROCEDURALLY DEFECTIVE .......................................... 3 
A. The Board Should Decline To Consider Grounds 1 And 2 

Because They Are Cumulative Of Prior Office Proceedings .............. 3 
B. The Board Should Deny Institution Of Grounds 1 And 2 

Because Minolta Is Not A Printed Publication .................................... 8 
C. The Proposed Grounds of Rejection Are Horizontally 

Redundant ........................................................................................... 12 
IV. ST IMAGING HAS FAILED TO ESTABLISH A REASONABLE 

LIKELIHOOD THAT AT LEAST ONE CLAIM IS 
UNPATENTABLE ....................................................................................... 13 
A. The Standard For Instituting An Inter Partes Review Gives 

ST Imaging The Burden Of Proving A Reasonable Likelihood 
That The Claims Would Have Been Obvious .................................... 13 

B. ST Imaging Is Not Reasonably Likely To Prevail On Ground 1 ....... 15 
1. Fujinawa and Minolta fail to disclose numerous claim 

limitations of independent claims 41 and 49 ........................... 17 
a. Fujinawa does not disclose “a support structure 

that forms first and second cavities.” ............................ 17 
b. Fujinawa does not disclose “the first and second 

cavities spaced apart to form a substantially 
horizontal gap there between.” ...................................... 18 

c. Fujinawa does not disclose “an illumination source 
mounted . . . to direct light . . . into a front portion 
of the second cavity.” .................................................... 18 

d. Fujinawa does not disclose “the second range 
overlapping the first range.” .......................................... 19 

2. Claims 41 and 49 would not have been obvious ..................... 21 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


TABLE OF CONTENTS 
(continued) 

Page 

 

 -ii-  
 

C. ST Imaging Is Not Reasonably Likely To Prevail On Ground 2. ...... 24 
1. Wally does not remedy Fujinawa’s failure to disclose 

overlapping ranges of movement as claimed in claims 41 
and 49 ....................................................................................... 26 

2. Claims 41 and 49 would not have been obvious over 
Fujinawa, Minolta, and Wally ................................................. 28 
a. ST Imaging’s rationale for combining Fujinawa 

with Wally is insufficient and based on 
impermissible hindsight ................................................. 28 

b. One of skill in the art would have been 
discouraged from modifying Fujinawa in the 
manner proposed by ST Imaging .................................. 31 

3. Claims 42, 43, 46, 53, and 54 would not have been 
obvious ..................................................................................... 32 

V. CONCLUSION ............................................................................................. 32 

 
  

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


LIST OF EXHIBITS 
 
 

 -iii-  
 

Number  Brief Description 

2001 “Got Film? ST200X” Brochure 

2002 
8/15/2013 Information Disclosure Statement submitted 

by applicant, Application Serial No. 13/968,080 

2003 

10/8/2014 List of References cited by applicant and 

considered by examiner, Application Serial No. 

13/968,080 

2004 
2/26/2015 Notice of Allowance and Fee(s) Due, 

Application Serial No. 13/968,080 

2005 

11/4/2016 Claim Construction Order, Dkt. No. 38, 

e-ImageData Corp. v. Digital Check Corp., Civil 

Action No. 16-cv-576, E. D. Wis. 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

1 
 

I. THE BOARD SHOULD NOT INSTITUTE AN INTER PARTES 
REVIEW. 

The Board should deny ST Imaging’s Petition for inter partes review of U.S. 

Patent No. 9,197,766 for both procedural and substantive defects. 

 First, procedural defects warrant denial of institution.  The Office has 

already found that the ’766 Patent is patentable over the same or substantially the 

same references that ST Imaging relies upon in the Petition.  Additionally, for both 

Grounds 1 and 2, ST Imaging relies on a reference that is not a printed publication.     

 Second, the Board should deny institution because ST Imaging’s Petition 

does not “demonstrate that it is more likely than not that any one of the claims 

challenged in the petition is unpatentable.”  See 37 C.F.R. § 42.208(c).  

ST Imaging improperly used the ’766 Patent as a roadmap for putting together the 

various elements of the claimed invention.  ST Imaging demonstrates its 

impermissible hindsight reconstruction by failing to adequately articulate a reason 

why one of skill in the art would have made the proposed modifications.  

Additionally, the teachings of the prior art references do not render the claims 

obvious.  The cited prior art does not disclose numerous claim limitations and 

ST Imaging has failed to show that the proposed combinations would have been 

obvious.     

For at least the foregoing reasons, ST Imaging’s Petition should be denied in 

its entirety.   
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