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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
BEFORE THE PATENT TRIAL AND APPEAL BOARD 

____________ 
 

UNIFIED PATENTS INC., 
Petitioner, 

 
v. 
 

SPEX TECHNOLOGIES, INC., 
Patent Owner. 
____________ 

 
Case IPR2017-00430 

Patent 6,088,802 
____________ 

 
 

Before LYNNE E. PETTIGREW, DANIEL N. FISHMAN, and 
CHARLES J. BOUDREAU, Administrative Patent Judges. 
 
BOUDREAU, Administrative Patent Judge.  
 
 
 

DECISION 
Denying Institution of Inter Partes Review 

37 C.F.R. § 42.108 
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I. INTRODUCTION 

Unified Patents Inc. (“Petitioner”) filed a Petition requesting inter 

partes review of claims 1–39 of U.S. Patent No. 6,088,802 (Ex. 1001, “the 

’802 patent”).  Paper 2 (“Pet.”).  SPEX Technologies, Inc. (“Patent Owner”) 

filed a Preliminary Response.  Paper 7 (“Prelim. Resp.”). 

Under 35 U.S.C. § 314, an inter partes review may not be instituted 

“unless . . . there is a reasonable likelihood that the petitioner would prevail 

with respect to at least 1 of the claims challenged in the petition.”  35 U.S.C. 

§ 314(a).  For the reasons that follow, we are not persuaded, on this record, 

that Petitioner has established a reasonable likelihood of prevailing in 

showing the unpatentability of any of the challenged claims on the asserted 

grounds.  Accordingly, we deny the Petition and decline to institute an inter 

partes review of claims 1–39 of the ’802 patent. 

II. BACKGROUND 

A.  Related Matters 

The parties indicate that the ’802 patent is involved in SPEX 

Technologies, Inc. v. Kingston Technology Company Inc., No. 8:16-cv-

01790 (C.D. Cal. Filed Sept. 27, 2016); SPEX Technologies, Inc. v. 

Western Digital Corporation, No. 8:16-cv-01799 (C.D. Cal. Filed Sept. 28, 

2016); SPEX Technologies, Inc. v. Toshiba America Electronics 

Components Inc., No. 8:16-cv-01800 (C.D. Cal. Filed Sept. 28, 2016); 

SPEX Technologies, Inc. v. CMS Products, Inc., No. 8:16-cv-01801 

(C.D. Cal. Filed Sept. 28, 2016); SPEX Technologies, Inc. v. Integral 

Memory, PLC, No. 8:16-cv-01805 (C.D. Cal. Filed Sept. 28, 2016); and 
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SPEX Technologies, Inc. v. Apricorn, No. 2:16-cv-07349 (C.D. Cal. Filed 

Sept. 28, 2016).  Pet. 1–2; Paper 4, 2–3.1 

The ’802 patent also is the subject of a pending petition for inter 

partes review filed January 31, 2017, by Kingston Technology Company, 

Inc.  Case IPR2017-00824, Paper 2. 

B.  The ’802 Patent 

The ’802 patent is directed to a peripheral device that may be 

connected to a host computer, where the peripheral device performs security 

operations such as encryption and decryption on data communicated 

between the peripheral device and the host computer.  Ex. 1001, 1:17–27, 

1:35–38, 4:49–5:4.  Figures 1, 2, and 3A of the ’802 patent are reproduced 

below. 

  

                                           
1 We note that Patent Owner’s Mandatory Notices Pursuant to 37 C.F.R. 
§ 42.8(a)(2) (Paper 4) does not include page numbers.  For ease of reference, 
the Parties are advised to include page numbers in all filings. 
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Figures 1 and 2 are block diagrams of prior art systems described in 

the ’802 patent.  Id. at 1:52–3:14, 4:14–19.  Figure 3A is a block diagram of 

a system according to the claimed invention of the ’802 patent.  Id. at 4:20–

21.  The ’802 patent explains that in the prior art, such security operations 

were either performed by the host computer, as illustrated in Figure 1 with 

security mechanism 101a included in host computing device 101, or by a 

standalone security device, as illustrated by security device 203 in Figure 2.  

According to the ’802 patent, both of those arrangements were deficient in 

various ways.  Id. at 2:10–21, 2:58–3:14. 

C. Illustrative Claims 

Of the challenged claims, claims 1, 6, 11, 23, 24, 36, 37, 38, and 39 

are independent.  Claims 1, 38, and 39, reproduced below, are illustrative of 

the claimed subject matter: 

1.  A peripheral device, comprising: 
security means for enabling one or more security operations to be 

performed on data; 
target means for enabling a defined interaction with a host 

computing device; 
means for enabling communication between the security means 

and the target means; 
means for enabling communication with a host computing device; 
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means for operably connecting the security means and/or the target 
means to the host computing device in response to an 
instruction from the host computing device; and 

means for mediating communication of data between the host 
computing device and the target means so that the 
communicated data must first pass through the security means. 

38.  For use in a peripheral device adapted for communication with 
a host computing device, performance of one or more security 
operations on data, and interaction with a host computing device 
in a defined way, a method comprising the steps of: 
receiving a request from a host computing device for information 

regarding the type of the peripheral device; and 
providing to the host computing device, in response to the request, 

information regarding the type of the defined interaction.  

39.  For use in a peripheral device adapted for communication with 
a host computing device, performance of one or more security 
operations on data, and interaction with a host computing device 
in a defined way, a method comprising the steps of: 
communicating with the host computing device to exchange data 

between the host computing device and the peripheral device;  
performing one or more security operations and the defined 

interaction on the exchanged data; and 
mediating communication of the exchanged data between the host 

computing device and the peripheral device so that the 
exchanged data must first sass through means for performing 
the one or more security operations. 

Ex. 1001, 18:55–19:4, 22:13–38.   

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


