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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

SONY CORP.,
Petitioner,

V.

FUJIFILM CORP.,
Patent Owner.

Case IPR2017-00625
Patent 6,641,891 B2

Before JO-ANNE M. KOKOSKI, JEFFREY W. ABRAHAM, and
MICHELLE N. ANKENBRAND, Administrative Patent Judges.

ABRAHAM, Administrative Patent Judge.

DECISION
Denying Institution of /nter Partes Review
37 CFR. §42.108
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[. INTRODUCTION

Sony Corporation (“Petitioner”) filed a Petition seeking inter partes
review of claims 1, 4-9, 11, and 14 of U.S. Patent No. 6,641,891 B2
(Ex. 1001, “the *891 patent). Paper 2 (“Pet.”). Fujifilm Corporation
(“Patent Owner”) filed a Patent Owner Preliminary Response to the Petition.
Paper 6 (“Prelim. Resp.”). After considering the Petition and the
Preliminary Response, we determine that Petitioner has not established a
reasonable likelihood of prevailing with respect to any of the challenged
claims of the *891 patent. See 35 U.S.C. § 314(a). Accordingly, we deny
the Petition, and do not institute inter partes review.

II. BACKGROUND
A. Related Proceedings

The parties indicate that the 891 patent is involved in Certain
Magnetic Data Storage Tapes and Cartridges Containing the Same (ITC
Investigation No. 337-TA-1012). Pet. vii; Paper 4, 2. Petitioner further
identifies the following litigation as related: Sony Corporation v. Fujifilm
Holdings Corporation, Civil Action No. 1:16-cv-05988-PGG (S.D.N.Y).
Pet. vii.

B. The '891 Patent

The 891 patent, titled “Magnetic Recording Medium,” issued on
Nov. 4, 2003. Ex. 1001, [54], [45]. The *891 patent discloses “particulate
high-density magnetic recording media” comprising “a magnetic layer, an
essentially nonmagnetic lower layer, and an uppermost layer comprising a
ferromagnetic powder in the form of a ferromagnetic metal powder,

hexagonal ferrite powder, or the like.” Id. at 1:5-11. To overcome
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limitations and problems in the area of higher-density recording, the 891
patent states:

further thinning of the magnetic layer and heightened
dispersion of ferromagnetic powder were examined to achieve a
magnetic recording medium corresponding to high density
recording. As a result, it was determined that, as shortening
recording wavelength, the magnetic particles aggregate and
behave like a single large magnetic member (magnetic cluster),
causing problems. That is, as recording is conducted at
increasingly shorter wavelengths and the magnetic layer is
made ever thinner, magnetic clusters make their appearance.
As a result, there are problems in that the medium noise
increases, causing the [signal-to-noise (“S/N”)] and [carrier-to-
noise (“C/N”)] ratios to drop.

Id. at 3:16-27.

According to the *891 patent, the inventors discovered that it was
possible to achieve good high-density characteristics by limiting the mean
size of the magnetic clusters to a certain range. Id. at 3:37—42. The *891
patent teaches that when average cluster size increases, medium noise
increases, but when magnetic clusters are eliminated entirely,
electromagnetic characteristics deteriorate due to dispersion. Id. at 4:44-50.
Therefore, the *891 patent discloses that “the average size of magnetic
clusters during DC erasure is equal to or higher than 0.5x10* nm? and less
than 5.5x10%* nm?.” Id. at 4:42-44.

The *891 patent also teaches improving the performance of the
magnetic recording media by maintaining (1) the thickness of the magnetic
layer between 0.01 and 0.15 pum, (2) the coercivity of the magnetic layer
above 159 kA/m (2000 Oe), and (3) the mean particle size of the
ferromagnetic powder at a value of less than about 0.25 um. Id. at 3:44-58,
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4:27-63. Improvements include high S/N or C/N ratios and suppression of
medium noise. /d. at 31:26-28.

The *891 patent discloses several embodiments of the invention
disclosed therein and comparative examples, in the form of magnetic tapes
and disks, and provides tables comparing measured properties of each. /d. at
22:39-28:24, Tables 2, 3, 29:50-31:35. The measured properties include the
thickness of the magnetic layer, coercivity of the magnetic layer, magnetic
cluster size, S/N ratio (for magnetic disks), and C/N ratio (for magnetic
tapes). Id. at col. 28, Tables 2, 3. The *891 patent sets forth procedures for
measuring these properties, and states that a S/N ratio equal to or greater
than 20 db and a C/N ratio equal to or greater than 0.0 db are both
considered “good.” Id. at 29:1-49.

C. Challenged Claims
Petitioner challenges claims 1, 4-9, 11, and 14 of the 891 patent.
Independent claim 1 is illustrative, and is reproduced below:

1. A magnetic recording medium, comprising:

an essentially nonmagnetic lower layer; and a magnetic
layer comprising a ferromagnetic powder and a binder,
the magnetic layer located over the lower layer,

wherein said magnetic layer has a thickness ranging from
0.01 to 0.15 um and a coercivity equal to or higher than
159 kA/m, and the ferromagnetic particles contained in
the ferromagnetic powder have a size less than 0.15 um,
and an average size of magnetic cluster at DC erase is
equal to or higher than 0.5x10* nm? and less than 5.5x10*
nm?, and wherein the essentially non-magnetic lower
layer has either no magnetic properties or magnetic
properties to a degree not affected by recording
information to the magnetic layer.

Id. at 31:39-52.
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D. References

Petitioner relies on the following references:

Yamazaki et al., U.S. Patent No. 6,017,605, issued Jan. 25, 2000
(““Yamazaki,” Ex. 1002).

S.M. McCann et al., Noise characterisation of barium ferrite
dispersions, J. MAGNETISM & MAGNETIC MATERIALS 193, 366—-369
(1999) (“McCann,” Ex. 1003).

M. Takahashi et al., The Dependence of Media Noise on the
Magnetic Cluster Size for Co Based Thin Film Media Fabricated
under Ultra Clean Sputtering Process, IEEE TRANS. ON
MAGNETICS Vol. 4, No. 4, 1573—-1575 (1998) (“Takahashi,” Ex.

1004).
Petitioner also relies on the Declaration of George A. Saliba.
Ex. 1006.
E. The Asserted Grounds
Reference(s) Statutory Basis Claims Challenged
Yamazaki § 102 1,4-7,11, and 14
Yamazaki § 103 1,4-9,11,and 14
Yamazaki, McCann, § 103 1,4-9,11, and 14
Takahashi

III. ANALYSIS

A. Claim Construction

In an inter partes review, claim terms in an unexpired patent are

interpreted according to their broadest reasonable construction in light of the

specification of the patent in which they appear. 37 C.F.R. § 42.100(b);
Cuozzo Speed Techs., LLC v. Lee, 136 S. Ct. 2131, 2144-46 (2016)

(upholding the use of the broadest reasonable interpretation standard).

Absent a special definition for a claim term being set forth in the
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