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INFOBIONIC, INC.,
Petitioner,
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Patent Owner.
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APPEARANCES:
ON BEHALF OF THE PETITIONER:

JONATHAN M. STRANG, ESQ.
Latham & Watkins, LLP

555 11th Street, N.W.

Suite 1000

Washington, D.C. 20004-1304
(202) 637-2200
jonathan.strang@tw.com

ON BEHALF OF THE PATENT OWNER:

THOMAS A. BROUGHAN, III, ESQ.
Sidley Austin, LLP

1501 K Street, N.W.

Washington, D.C. 20005

(202) 736-8314
tbroughan@sidley.com

CHING-LEE FUKUDA, ESQ.
Sidley Austin, LLP

787 Seventh Avenue

New York, New York 10019
(212) 839-7364
clfukuda@sidley.com

The above-entitled matter came on for hearing on Tuesday,
May 1, 2018, commencing at 2:00 p.m. at the U.S. Patent and
Trademark Office, 600 Dulany Street, Alexandria, Virginia.
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P-R-O-C-E-E-D-I-N-G-S
1:58 p.m.

JUDGE CHERRY: Good afternoon. I'm Judge Cherry.
Remotely will be Judges Woods and Kauffman. Will the parties please
make their appearances?

MR. STRANG: For Petitioner, Your Honor, Jonathan Strang,
representing InfoBionic. With me, I have Joseph Grochowski.

JUDGE CHERRY: Welcome.

MR. BROUGHAN: For Patent Owner, Tom Broughan, from
Sidley Austin. With me is lead counsel, Ching-Lee Fukuda.

MS. FUKUDA: Good afternoon, Your Honors.

JUDGE WOODS: Thank you. Good afternoon, and welcome
to the Board. You're here for oral argument in connection with
IPR2017-00796, which involves U.S. Patent No. RE43,767. 1 am Judge
Woods. 1 am joined on the Panel by Judges Cherry and Kauffman. As
you can see, Judge Kauffman and I are participating remotely, so we
appreciate if you could refer to demonstratives by page numbers and the
record by page numbers.

We have copies of those documents in front of us. Before we
begin our hearing, as we explained in an email communication last
Thursday, the Supreme Court's recent decision in SAS affects this

proceeding. Although we instituted review of all claims, we declined
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to institute review of grounds 4 and 5 in the petition, as explained in
our decision to institute. At that time, we were not persuaded that the
petition demonstrated a reasonable likelihood of prevailing with
respect to those two grounds. In light of SAS, we intend to issue an
order to supplement our original decision to institute to include
grounds 4 and 5. Patent Owner, if we supplement our institution
decision to include those two grounds, do you intend to supplement
your Patent Owner response and conduct additional discovery to
address those additional grounds?

MR. BROUGHAN: Yes, Your Honor, we would like to have
an opportunity to supplement our response to address the new
grounds.

JUDGE WOODS: Okay, thank you. Petitioner, assuming
Patent Owner files a supplementary response, we would anticipate
that you would also intend to file a supplemental reply to address
whatever might be in that response and possibly submit additional
discovery. Is this your expectation or understanding?

MR. STRANG: Your Honor, if they do, we would like to
have that option, but we're content to rest on the petition. We
recognize that the Board has already found that we didn't meet our

burden in the first instance, with the Walker grounds, and that the
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Board can essentially adopt the same reasoning in the final written
decision. We see no reason for further briefing, Your Honor.

JUDGE WOODS: Okay, thank you. Patent Owner, would
you be interested in conducting a supplemental hearing and/or
extending this proceeding by up to six additional months, in the
event -- due to the supplemental decision to institute?

MR. BROUGHAN: Sorry; one moment, Your Honor.

JUDGE WOODS: Thank you.

MR. BROUGHAN: If we were to go forward on the
grounds, we would want the hearing. But, Your Honor, I think what
I just heard was that Petitioner would be willing to have the Board
adopt the same rationale that it advanced in its institution decision to
deny the grounds. If Petitioner consents to that, then we don't think
we would need to conduct additional briefing or discovery, since the
issue would essentially be moot.

JUDGE WOODS: Okay, thank you. Just curious.
Yesterday, there was, I believe, a webcast involving the chief judge,
where he addressed SAS. Patent Petitioner, were you able to
participate in that?

MR. STRANG: Your Honor, I observed the webcast on my
computer, at my desk, but as far as interactive participation, no, Your

Honor.

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




