UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

AMAZON.COM, INC., AMAZON DIGITAL SERVICES, INC., AMAZON
FULFILLMENT SERVICES, INC., HULU, LLC, and NETFLIX, INC.,

Petitioners,

UNILOC LUXEMBOURG, S.A.,

Patent Owner.

CASE: IPR2017-00948
Patent No. 8,566,960

Before DAVID C. MCKONE, BARBARA A. PARVIS, and MICHELLE N.
WORMMEESTER, Administrative Patent Judges.

PETITIONERS’ REPLY

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

TABLE OF CONTENTS

Page
L. PATENT OWNER MISCHARACTERIZES THE INVENTION
BASED UPON ALLEGED LIMITATIONS NOT PRESENT IN THE
CLAIMS OR DISCLOSED IN THE PATENT .....ccccceviiiiiiiieierieeeeeee 1
II. THE BOARD PROPERLY CONSTRUED THE CLAIM LIMITA-
TTONS ettt ettt et e bt esatesatesateennes 3
A.  The Board Properly Concluded That “Setting” The Allowed
Copy Count Does Not Require “Adjusting” The Allowed Copy
COUNL .ttt e et e s e e saaeeeeas 3
B.  The Board Properly Construed The “Verify” Limitation .................... 8
III. THE LIMITATIONS CHALLENGED BY PATENT OWNER ARE
DISCLOSED IN THE PRIOR ART ...cuoiiiieiieiieeeeeee e 13
A.  DeMello Discloses The “Verify” Limitation As Properly Con-
strued By The Board...........ccooeiiiiiiiiiiiieceececee e 13
B.  DeMello Discloses Setting the Allowed Copy Count In Re-
sponse To The Device Identity Not Being On Record....................... 16
C.  Patent Owner Fails To Identify Any Error In The Board’s De-
termination That DeMello Anticipates Claims 7, 12, and 16............. 19
D.  Petitioners Proved That Claims 6, 11, And 15 Are Obvious
Based Upon DeMello And The Knowledge Of A POSITA .............. 20
IV. INTER PARTES REVIEW PROCEEDINGS ARE CONSTITU-
TIONAL. ..ottt ettt et e e e ssaeesaeenseenseenseenneens 23
V. CONCLUSION.....ccuotiitettetieteete ettt ettt e ae ettt e steeseaeenseenseenseenns 23
CERTIFICATE OF COMPLIANCE WITH LIMITATION ON WORD
COUNT (37 C.EFR.§42.24) oottt 25
CERTIFICATE OF SERVICE ......coooiiiiiiiiiieeeeeeeeeee e 26

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

TABLE OF AUTHORITIES

CASES PAGE
Arendi S.A.R.L. v. Apple Inc.,

832 F.3d 1355 (Fed. Cir. 2016) ....ooeveeeieieeeeeeeeeeee e 22
In re Sang-Su Lee,

277 F.3d 1338 (Fed. Cir. 2002) ...cuviieiieeieeeeeeeee ettt 22
In re Smith Int’l, Inc.,

871 F.3d 1375 (Fed. Cir. 2017) coviieeeeeee et 12
Johnson Health Tech. Co. Ltd. v. Icon Health & Fitness, Inc.,

IPR2014-00184, Paper 12 (PTAB June 10, 2014) .....cccvevriieiieieecieeciee e 22
MCM Portfolio LLC v. Hewlett-Packard Co.,

812 F.3d 1284 (Fed. Cir. 2015) oot e 23
Rhine v. Casio, Inc.,

183 F.3d 1342 (Fed. Cir. 1999) ..ooioiiiiieee et 5
STATUTES
B5ULS.CL 8§ 3T1(D) et e e e s 22

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Petitioners’ Reply regarding Inter Partes Review of U.S. Patent No. 8,566,960

Petitioners respectfully reply to Patent Owner’s Response (Paper No. 15),
which fails to overcome Petitioners’ showing and the Board’s correct assessment
that claims 1-25 of U.S. Patent No. 8,566,960 are invalid and should be cancelled.
L. PATENT OWNER MISCHARACTERIZES THE INVENTION

5 BASED UPON ALLEGED LIMITATIONS NOT PRESENT IN THE
CLAIMS OR DISCLOSED IN THE PATENT.

To support its argument that “setting” in the claims of the 960 Patent means
“adjusting,” Patent Owner repeatedly mischaracterizes the patent and invention.
Specifically, Patent Owner argues that the 960 Patent is directed to a system for

10 “temporarily” increasing a limit on the number of devices allowed to access a digi-
tal product and then returning the device limit to a previous setting. (See, e.g., Re-
sponse at 4 (“Under certain conditions, a temporary ‘grace period’ may be applied,
during which a reasonable number of additional copy count(s) may also be allowed
to run.”).) The 960 Patent, however, never discloses or claims returning the de-

15 wvice limit (i.e., the “allowed copy count”) to a previous setting. Indeed, the patent
never discloses how such a system could be implemented, and the limitations of
the claims prohibit such a system.

To allow users to access a digital product from newly acquired devices, the
patent discloses a system where the number of allowed devices is set to a first limit,

20 and then that limit can be increased over time. (See, e.g., 960 Patent at 4:13-17

(“In accordance with one or more aspects of the embodiments described herein,
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Petitioners’ Reply regarding Inter Partes Review of U.S. Patent No. 8,566,960

there is provided a system for adjustable digital licensing over time allows a soft-
ware user to increase the number of devices they can use with a particular software
license over the period of ownership of that license.”).) For example, the patent
discloses setting the allowable device limit to five devices for the first five days af-

5  ter the initial authorization, then increasing the limit to seven devices for the next
25 days, and then increasing the limit to 11 devices thereafter. (/d. at 4:27-34.)

The patent never discloses increasing the allowed device limit to a higher
number of devices and then decreasing the limit back to a previous setting. Not
surprisingly, Patent Owner has not identified any such disclosure in the specifica-

10  tion or claims.

Not only is there no disclosure of decreasing the device limit back down to a
previous setting, the claims preclude reducing the number of authorized devices to
a lower number. Each of the independent claims of the 960 Patent recite that the
system checks if the device identity is on record, and if it is on record, allowing the

15 digital product to be used on the device. (’960 Patent at 12:5-7 (“in response to the
device identity already being on a record, allow the digital product to be used on
the given device”); id. at 13:42-44 (same); id. at 14:32-34 (same).) Thus, even if
the allowed copy count were decreased back down to a previous, lower setting, all

of the previously authorized devices would continue to be allowed access to the
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