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UNITED STATES PATENT AND TRADEMARK OFFICE 

—————— 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

—————— 

EVERNOTE CORPORATION, 
Petitioner, 

v. 

TALSK RESEARCH, INC., 
Patent Owner. 

—————— 

Case IPR2017-01154 
Patent 7,178,097 B1 

 

—————— 

Before SALLY C. MEDLEY, GARTH D. BAER, and  
CHRISTOPHER L. OGDEN, Administrative Patent Judges. 

OGDEN, Administrative Patent Judge. 

DECISION 
Institution of Inter Partes Review 

37 C.F.R. § 42.108 
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Petitioner Evernote Corporation filed a Petition (“Pet.”) to institute an 

inter partes review of claims 1–28 of U.S. Patent No. 7,178,097 (Ex. 1001, 

“the ’097 patent”) pursuant to 35 U.S.C. § 311 et seq.  Patent Owner Talsk 

Research, Inc. filed a preliminary response (“Prelim. Resp.”) to the Petition.  

We have authority under 35 U.S.C. § 314. 

Institution of an inter partes review is authorized by statute when “the 

information presented in the petition . . . and any response . . . shows that 

there is a reasonable likelihood that the petitioner would prevail with respect 

to at least 1 of the claims challenged in the petition.”  35 U.S.C. § 314(a); 

see also 37 C.F.R. § 42.108. 

Upon consideration of the Petition, we conclude that the information 

presented shows there is a reasonable likelihood that Petitioner would 

prevail in establishing the unpatentability of claims 1–28 of the ’097 patent. 

I. BACKGROUND 

A. THE ’097 PATENT (EX. 1001) 

The ’097 patent issued on February 13, 2007, based on U.S. Patent 

Application No. 09/711,791, filed Nov. 13, 2000.  See Ex. 1001, front page.  

The patent is directed to “a method and system for using a communications 

network such as the Internet to archive and retrieve bibliography information 

and reference material cited in a manuscript.”  Id. at 1:10–13. 

The ’097 patent states that “[a]uthors of manuscripts and documents 

such as books and research papers frequently cite material such as articles 

and other books in a bibliography section,” id. at 1:17–19, and that 

“[a]uthors and researchers are now starting to cite information from websites 

in their manuscripts,” id. at 1:48–49.  However, according to the ’097 patent, 
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“[t]he problem with citing a website is that the fluid, ever modifiable 

potential of the content of the website does not guarantee availability and 

true verification of the material actually used by the author.”  Id. at 2:16–19; 

see also Prelim. Resp. 3.  Sources may, for example, be modified, moved, 

removed from the Internet, or made inaccessible, often without notice.  See 

Ex. 1001, 1:58–63; see also Prelim Resp. 3. 

The ’097 patent states that “in light of the [e]ffect the cited web based 

material might have had on a given manuscript, it becomes important for 

referees, editors, other researchers, and the audience of the manuscript to 

ascertain the credibility of the cited information available on those Internet 

websites (sources).”  Id. at 2:41–45.  Therefore, the ’097 patent describes a 

method and system to “protect the cited information from continuous 

modification and removal of the reference material by providing an avenue 

for the audience to gain access to an exact copy of the reference material 

cited by the author of the manuscript,” and to “provide a means of 

verification of the reference material.”  Id. at 4:57–62.  The system includes 

a database that acts as the bibliography of the manuscript, and that stores a 

verbatim copy of the website as it existed as of the date of access by the 

author.  See id. at 5:46–56.  

An embodiment is depicted in Figure 1 of the ’097 patent, reproduced 

below: 
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Figure 1 is a block diagram depicting a system 10, which includes a 

communications network such as Internet 12, author 14 of a manuscript, 

audience 16 of the manuscript, and database 18.  See id. at 5:64–6:4.  As the 

patent describes, author 14 cites reference material from a source on Internet 

12 in a bibliography that contains an identification of the cited reference 

material, while audience 16 may use the identification to obtain, review, and 

verify a copy of the material from database 18.  See id. at 6:4–12.  The 

system assigns a “distinctive key” to the website identification and to the 

copy of the website on database 18.  See id. at 6:34–50. 

B. EXEMPLARY CLAIMS 

Claims 8 and 17 of the ’097 patent illustrate the subject matter at issue 

in the Petition: 
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8.  A method for archiving reference material cited in a 
bibliography of a manuscript by an author of the manuscript, 
the method comprising: 
(a) an author of a manuscript using a web site on the Internet as 

a reference for the manuscript; 
(b) the author transmitting the address of the webs site to a 

database connected to the Internet using a first 
communications device connected to the Internet; 

(c) the database obtaining a copy of the web site from the 
Internet upon receiving the web site address from the 
author such that the copy of the web site obtained by the 
database is verbatim to the web site as on the Internet at 
the time the author transmitted the web site address to 
the database; 

(d) associating a distinctive key to the copy of the web site; 
(e) storing at the database the copy of the web site with the 

distinctive key; 
(f) the author citing the web site as being a reference for the 

manuscript by listing identification of the web site along 
with the distinctive key in the bibliography of the 
manuscript; 

(g) an audience of the manuscript obtaining the distinctive key 
from the bibliography of the manuscript; 

(h) the audience transmitting the distinctive key to the database 
using a second communications device connected to the 
Internet in order to request the database for the copy of 
the web site; and 

(i) the database transmitting a copy of the stored copy of the 
web site to the audience via the Internet and the second 
communications device in response to the database 
receiving the distinctive key from the audience such that 
the copy of the web site transmitted from the database to 
the audience is verbatim to the web site as on the 
Internet at the time the author transmitted the web site 
address to the database. 
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