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On April 27, 2018, the Board entered an Order “institut[ing] on all of the 

challenged claims and all of the grounds presented in the Petitions,” in accord with 

the Supreme Court’s decision in SAS Inst., Inc. v. Iancu, 138 S.Ct. 1348 (2018).  

(IPR2017-01241, Paper 46 (Apr. 27, 2018); IPR2017-01242, Paper 48 (Apr. 27, 

2018).)  The parties subsequently stipulated that “Patent Owner may submit a 

Supplemental Response to Petition addressing the grounds instituted by the Board’s 

April 27, 2018, Order limited to 5,000 words by Due Date 3 (June 15, 2018).”  

(IPR2017-01241, Paper 49 (May 4, 2018); IPR2017-01242, Paper 51 (May 4, 

2018).)  Patent Owner hereby submits its Supplemental Response to Petition.  

Because its arguments are the same for both IPR2017-01241 regarding U.S. Patent 

7,503,724 (“the ’724 patent”) and IPR2017-01242 regarding U.S. Patent 7,918,624 

(“the ’624 patent”), Patent Owner submits identical briefing in both proceedings, 

with dual citations where needed. 

I. INTRODUCTION 
 

The Board previously denied institution of Petitioner’s anticipation grounds1 

because “Petitioner has failed to demonstrate a reasonable likelihood of establishing 

that Pasquier anticipates any of these claims.”  (IPR2017-01241, Paper 23 at 11 (Oct. 

                                                 
1 Petitioner asserts that Pasquier anticipates claims 1-5, 12, 23, 24, and 28 of the ’724 
patent and claims 1-5, 12, 14-18, and 25 of the ’624 patent.  IPR2017-01241, Pet. at 
6; IPR2017-01242, Pet. at 6.   
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24, 2017); IPR2017-01241, Paper 23 at 11 (Oct. 24, 2017).)  The Board determined 

that “Petitioner has, at most, demonstrated merely a probability that Pasquier’s 

asphalt emulsion, when cured, exhibits [the claimed penetration values and softening 

points.”  (IPR2017-01241, Paper 23 at 14; IPR2017-01241, Paper 23 at 14.)  Since 

that denial, Petitioner has provided no new evidence that would compel a different 

decision. 

For at least the same reasons relied on by the Board in the institution decisions, 

APU’s primary reference, Pasquier, does not anticipate the independent claims, 

consisting of claims 1 and 23 of the ’724 patent and claims 1, 14, and 25 of the ’624 

patent.2  Namely, Pasquier fails to expressly or inherently disclose a cured coating 

with the claimed penetration values and softening points.  Petitioner admitted that 

Pasquier lacked such an express disclosure.  (IPR2017-01241, Pet. at 30; IPR2017-

01242, Pet. at 29.)  And Petitioner implicitly admitted the possibility that Pasquier’s 

cured tack coating might not meet the claimed penetration values and softening 

points, precluding a finding of inherency.  (See IPR2017-01241, Paper 23 at 14-15; 

IPR2017-01241, Paper 23 at 14-15.)   

                                                 
2 The arguments set forth herein apply with equal force to Patent Owner’s proposed 
amended claims.  Additional arguments specific to the amended claims will be 
advanced in contemporaneous briefing in reply to Petitioner’s Opposition to Patent 
Owner’s Motion to Amend.  

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


