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On April 27, 2018, the Board entered an Order “institut[ing] on all of the
challenged claims and all of the grounds presented in the Petitions,” in accord with
the Supreme Court’s decision in SAS Inst., Inc. v. lancu, 138 S.Ct. 1348 (2018).
(IPR2017-01241, Paper 46 (Apr. 27, 2018); IPR2017-01242, Paper 48 (Apr. 27,
2018).) The parties subsequently stipulated that “Patent Owner may submit a
Supplemental Response to Petition addressing the grounds instituted by the Board’s
April 27, 2018, Order limited to 5,000 words by Due Date 3 (June 15, 2018).”
(IPR2017-01241, Paper 49 (May 4, 2018); IPR2017-01242, Paper 51 (May 4,
2018).) Patent Owner hereby submits its Supplemental Response to Petition.
Because its arguments are the same for both IPR2017-01241 regarding U.S. Patent
7,503,724 (“the *724 patent™) and IPR2017-01242 regarding U.S. Patent 7,918,624
(“the 624 patent”), Patent Owner submits identical briefing in both proceedings,
with dual citations where needed.

l. INTRODUCTION

The Board previously denied institution of Petitioner’s anticipation grounds

because “Petitioner has failed to demonstrate a reasonable likelihood of establishing

that Pasquier anticipates any of these claims.” (IPR2017-01241, Paper 23 at 11 (Oct.

! Petitioner asserts that Pasquier anticipates claims 1-5, 12, 23, 24, and 28 of the 724
patent and claims 1-5, 12, 14-18, and 25 of the ’624 patent. IPR2017-01241, Pet. at
6; IPR2017-01242, Pet. at 6.
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24, 2017); IPR2017-01241, Paper 23 at 11 (Oct. 24, 2017).) The Board determined
that “Petitioner has, at most, demonstrated merely a probability that Pasquier’s
asphalt emulsion, when cured, exhibits [the claimed penetration values and softening
points.” (IPR2017-01241, Paper 23 at 14; IPR2017-01241, Paper 23 at 14.) Since
that denial, Petitioner has provided no new evidence that would compel a different
decision.

For at least the same reasons relied on by the Board in the institution decisions,
APU’s primary reference, Pasquier, does not anticipate the independent claims,
consisting of claims 1 and 23 of the *724 patent and claims 1, 14, and 25 of the ’624
patent.?2 Namely, Pasquier fails to expressly or inherently disclose a cured coating
with the claimed penetration values and softening points. Petitioner admitted that
Pasquier lacked such an express disclosure. (IPR2017-01241, Pet. at 30; IPR2017-
01242, Pet. at 29.) And Petitioner implicitly admitted the possibility that Pasquier’s
cured tack coating might not meet the claimed penetration values and softening
points, precluding a finding of inherency. (See IPR2017-01241, Paper 23 at 14-15;

IPR2017-01241, Paper 23 at 14-15.)

2 The arguments set forth herein apply with equal force to Patent Owner’s proposed
amended claims. Additional arguments specific to the amended claims will be
advanced in contemporaneous briefing in reply to Petitioner’s Opposition to Patent
Owner’s Motion to Amend.
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