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Petitioner files this Reply to address Patent Owner’s statements in the Patent 

Owner Preliminary Response (“POPR”) regarding Petitioner’s withdrawal of 

Exhibit 1011 (“voluntary responses”).  

I. BACKGROUND  

Petitioner submitted voluntary responses akin to those submitted in numerous 

prior proceedings. They addressed, especially early in the implementation of the IPR 

proceedings, Petitioner’s relationship with its members. Petitioner began providing 

such voluntary responses in the spirit of transparency and after it was raised with the 

Board in Clouding IP and Dragon IP. (IPR2013-00586, Paper 15; IPR2014-01252, 

Paper 23).  Here, Patent Owner sought a deposition of Mr. Jakel, Petitioner’s CEO, 

prior to the POPR, based on his signature on the voluntary responses.  

Patent Owner offered no other reason for the deposition and did not raise any 

evidence or information challenging the relationship between Petitioner and its 

members. Petitioner sought to avoid an expensive, burdensome, premature 

deposition of Mr. Jakel; instead, Petitioner offered other reasonable forms of 

discovery, such as responding to RFPs, additional interrogatories, and/or providing 

a deposition transcript of Mr. Jakel on the same issue from IPR2014-01252, and 

asked Petitioner to suggest alternative, narrowly tailored, less burdensome 

discovery. Patent Owner refused.  
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Because Patent Owner would not accept any other discovery short of a 

deposition on short notice, as the Board permitted in Digital Stream (IPR2016-

01749, Paper 16), Petitioner requested that the voluntary responses be withdrawn. 

(Paper 7).  On September 7, 2017, the Board granted Petitioner’s request. (Paper 8).  

Notwithstanding the withdrawal, all facts in Petitioner’s voluntary responses remain 

true. Expunging the voluntary responses leaves Patent Owner with the proper burden 

and the Parties in the position to negotiate appropriate discovery, if necessary.   

II. PETITIONER'S RESPONSE TO PATENT OWNER'S STATEMENTS 

Patent Owner’s argument that a negative inference should be drawn by 

Petitioner’s withdrawal of its voluntary responses is unwarranted and misleading. 

See, e.g., POPR at p. 55, l. 8-10; p. 56, l. 5-7, 11-15; p. 58, l. 3-6. First, as Petitioner 

expressed numerous times during meet and confers, the request to expunge the 

voluntary responses was a result of Patent Owner choosing not to pursue other less 

burdensome discovery. Petitioner also noted that the burden (regarding discovery 

and real-party-in-interest (“RPI”)) was on Patent Owner, that a certification and not 

the voluntary responses was all that was required under the rules, and that Patent 

Owner had provided nothing to contradict Petitioner’s RPI certification. Third, there 

is no reason to question the veracity of the voluntary responses, as Petitioner 

maintains that all facts therein are true and remains willing to consider narrowly 

tailored requests concerning them. 
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Patent Owner further states that “[a]ny presumption afforded to Petitioner 

Patents on its real party-in-interest certification is now lost” due to the withdrawal 

of the voluntary responses. Id. at p. 58, l. 3-6.  It is far from clear how Patent Owner 

can assert that anything “is now lost” by the withdrawal of a voluntary paper not 

required by the rules.  

Patent Owner’s statements that Petitioner was not willing to provide 

meaningful discovery regarding RPI are incorrect. Id., at p. 51, l. 11-17; p. 55, l. 8-

10; p. 56, l. 5-7, 11-15; and p. 58, l. 3-6.   To the contrary, Petitioner offered 

discovery that they chose not to pursue. For example, Blackbird bases its RPI 

arguments in part on a letter it received from defendants to a district court litigation. 

But Blackbird failed to mention this letter in any meet and confer and never 

requested discovery on the issue. Indeed, the POPR was the first time Petitioner 

learned of the letter.  

Patent Owner insinuates that Petitioner only offered self-serving discovery. 

Id. at p. 56, n. 8.  Again, this misrepresentation ignores Petitioner’s offer for Patent 

Owner to suggest reasonable discovery tailored to a relevant issue.  The reality is 

that Patent Owner chose not to pursue discovery and now, despite the lack of 

evidence, suggests a negative inference on Petitioner. Petitioner remains open to 

providing discovery on RPI consistent with the Rules.    

Respectfully Submitted,    
/David L. Cavanaugh/ 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


IPR2017-01525 
Patent 7,174,362  

4 

David L. Cavanaugh 
Registration No. 36,476 

Jonathan Stroud 
Registration No. 72,518 
 
Ashraf Fawzy 
Registration No. 67,914 

Daniel V. Williams 
Registration No. 45,221 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


