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Application No. Applicant(s)

12/272,570 RICHARDSON, RIC B.

Office Action Summary Examiner Art Unit

-- The MAILING DATEof this communication appears on the cover sheet with the correspondence address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS,

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.Extensions of time may be available underthe provisions of 37 CFR 1.126(a). in no event, however, may a reply betimelyfiled
after SIX (6) MONTHSfrom the mailing date of this communication.

- |f NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication
- Failure to reply within the set or extended period tor reply will, by statute, cause the application to become ABANDONED [35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any
earned patent term adjustment. See 37 GFR 1.704(b).

Status

1)8] Responsive to communication(s) filed on 17 November 2008.
2a)_] This action is FINAL. 2b)EX This action is non-final.

3)LJ Sincethis application is in condition for allowance exceptfor formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parfe Quayle, 1935 C.D. 11, 453 0.G, 213.

Disposition of Claims

4)] Claim(s) 1-25 is/are pendingin the application.
4a) Of the above claim(s) is/are withdrawn from consideration.

5)LI Claim(s) is/are allowed.
6)EX] Claim(s) 1-25 is/are rejected.
7)LJ Claim(s)__ is/are objected to.

8)L] Claim(s) are subject to restriction and/or election requirement.

Application Papers

9)_] The specification is objected to by the Examiner.
10)§] The drawing(s) filed on 17 November 2008 is/are: a) accepted or b)[[] objected to by the Examiner.

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 837 CFR 1.121(d).

1) The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 119

12)( Acknowledgmentis made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (A).
a)_]All b)L] Some * c)] Noneof:

1...) Certified copiesof the priority documents have been received.
2.01] Certified copies of the priority documents have beenreceived in Application No.
3.1.) Copies of the certified copies of the priority documents have been received in this National Stage

application from the International Bureau (PCT Rule 17.2(a)).

* See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)

1) ) Notice of References Cited (PTO-892) 4) C Interview Summary (PTO-413)
2) [_] Notice of Draftsperson’s Patent Drawing Review (PTO-948) Paper No(s)/Mail Date.
3) [K] Information Disclosure Statement(s) (PTO/SB/08) 5) CL] Notice of Informal Patent Application

Paper No(s)/Mail Date See Continuation Sheet. 6) | Other:
US, Patent and Trademark Office

PTOL-326 (Rev. 08-06) Office Action Summary Part of Paper No./Mail Date 20110420
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Continuation Sheet (PTOL-326) Application No. 12/272,570

Continuation of Attachment(s) 3). Information Disclosure Statement(s) (PTO/SB/08), Paper No(s)/Mail Date
-2/22/2011,2/11/2011, 4/13/2010, 7/8/2009, 11/4 7/2008, 5/6/2009.
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Art Unit: 2493

DETAILED ACTION

‘is Claims 1-25 are presented for examination.

Priority

2. Applicants’ claim for the benefit of the prior-filed Provisional Application

60/988778 on November. 17, 2007 is acknowledged.

Acknowledgement Of References Cited By Applicant

a. As required by M.P.E.P 609 (C), the applicants submissions of the Information

Disclosure Statements dated 2/22/2011, 2/11/2011, 4/13/2010, 7/8/2009, 5/6/2009,

11,17/2008 are acknowledged by the examiner and the cited references have been

considered in the examination of the claims now pending. As required by M.P.E.P 609

C (2), a copy of the PTOL-1449initialed and dated by the examineris attached to the

instant office action.

The IDS filed on 4/13/2010, having prior art “A PAINLESS GUIDE TO CRC ERROR

DETECTION ALGORITHMS", have not been considered since the applicant has not

provided the exact date of the NPL.
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Claim Rejections - 35 USC § 1017

4. Claim 25 is rejected under 35 U.S.C 101 because the claimed invention is

directed to non-statutory subject matter.

Claim 25 would be directed to an appropriate article of manufacture within

the meaning of 35 U.S.C. 101 if the media would only reasonably be interpreted by one

of ordinary skill in the art as covering embodiments which are articles produced from

raw or prepared materials and which are structurally and functionally interconnected to

the program in such a manneras to enable the program to act as a computer

component and realize its functionality.

In the instant case, the broadest reasonable interpretation of a claim drawn to a

computer medium covers forms of non-transitory tangible media and transitory

propagating signals per se in view of ordinary and customary meaning of computer-

readable media, particularly when the specification is silent. See MPEP 2111.01. When

the broadest reasonable interpretation of a claim covers a signal per se, the claim must

be rejected under 35 US.C. § 101 as covering non-statutory subject matter. See In re

Nuijten, 500 F.3d 1346, 1356-57 (Fed. Cir. 2007) (transitory embodiments are not

directed to statutory subject matter) and Interim Examination Instructions for Evaluating

Subject Matter Eligibility Under 35 Us. C. § 101, Aug. 24, 2009; p. 2. A claim drawn to

such a computer medium that covers both transitory and non-transitory embodiments

may be amended to narrowtheclaim to cover only statutory embodiments to avoid a
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Art Unit: 2493

rejection under 35 US.C.§101 by adding the limitation "non-transitory" to the claim.
 

Such an amendment would typically not raise the issue of new matter, even when the

specification is silent because the broadest reasonable interpretation relies on the

ordinary and customary meaning that includes signals per se.

Applicants are advised to amend the claim as discussed above (see underlined

text) to recite “A non-transitory computer medium" that would render claim 25 statutory

under 35 U.S.C. based on the latest guidance available to the examiner.

Claim Rejections - 35 USC § 103

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis forall

obviousnessrejections set forth in this Office action:

(a) A patent may not be obtained thoughthe invention is not identically disclosed or described as set
forth in section 102 ofthistitle, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obviousat the time the
invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the mannerin which the invention was made.

6. Claims 1-4 and 7-9 and 12-24 and 25 are rejected under 35 U.S.C. 103(a) as

being unpatentable over Ahmad (U.S. Patent No. 5,925,127, hereinafter Ahmad) in view

of Takanoet al (U.S. Publication No. 2006/0282511 A1, hereinafter Takano)

As to claim 1, Ahmad discloses a system for adjusting a licensefor a digital

product over time (Ahmad, Col. 2, lines 33-36, use of the computer program may

be terminated after the elapse of the licensed use. The step of tracking the use

of the computer program during the licensed time of use may include preventing
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unauthorized copying of the computer program), comprising: a communication

module for receiving a request for authorization to use the digital product from a given

device (Ahmad,Col. 9, lines 37-44, the CICO module 120 contains required

licensing information for the program module requested by the user. CICO

module is interpreted as a communication module by the examiner); a processor

module in operative communication with the communication module (Ahmad, Col. 5,

lines 33-43); a memory module in operative communication with the processor module

and comprising executable codefor the processor (Ahmad, Col. 5, lines 33-36)

module to: verify that a license data associated with the digital product is valid based at

least in part on a device identity associated with the given device (Ahmad,Col. 10,

lines 50-67, each CICO module has a CICO module identification number(CID).

The CID preferably has two parts separated by a "-". The first part of the CIDis a

unique identification number generated and encodeinto the CICO module by the

Software Monitor module 140, and the secondpart is the identification number

unique to the user's computer 20); in response to the device identity already being

on a record, allow the digital product to be used on the given device (Ahmad,Col. 10,

lines 59-67, the Software Monitor module 140 verifies the CICO module 120 has

not been used before and then issues a randomly generated unique CID to the

CICO module 120. After the CICO module 120 provides the Software Monitor

module 140 with the licensing information for the rented program module 100);

set the allowed copy countto a first upperlimit for a first time period (Ahmad,Col. 9,

lines 3-11, alternatively, a usage count rate may be used wherethe userrents the
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program module for a fixed number of uses. For example, the user may payfor

ten uses of a particular program module wherea single use is consumed each

time the program module is run on the user's computer. It should be understood

that underthe latter scheme, a maximum runtime will be prescribed for each use

to prevent the user from running the program module indefinitely under a single

use) Ahmad doesnot disclose in responseto the device identity not being on the

record and the license comprising at least one allowed copy count corresponding to a

maximum numberof devices authorized for use with the digital product; and calculate a

device count corresponding to total numberof devices already authorized for use with

the digital product; and when the calculated device countis less than the first upper

limit, allow the digital product to be used on the given device. Takano discloses in

responseto the device identity not being on the record (Takano, Paragraph [0058],

whenthere is no registration of this terminal identifier) and the license comprising

at least one allowed copy count corresponding to a maximum numberof devices

authorized for use with the digital product (Takano, Paragraph [0057], when the

numberof terminals whichis allowed to play the contentis limited until five

terminals by a content provider, there is need to prepare free spaceto register

five terminal identifiers); and calculate a device count corresponding to total number

of devices already authorized for use with the digital product (Takano, Paragraph

[0058], the memory device 106 judges whether there is a space area able to

additionally register a new identifier in the identifier registering area of the

license 300 or not); and when the calculated device countis less than thefirst upper
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limit, allow the digital product to be used on the given device (Takano, Paragraph

[0058], when a space area exists in the identifier registering area, the memory

device 106 records this terminal identifier to the identifier registering area of the

license 300 (603), and executesthe license transfer processing (604)) It would

have been obvious to one of ordinary skill in the art at the time of invention to modify

the method of Ahmad in view of Takano by showingthe license comprising at least one

allowed copy count corresponding to a maximum numberof devices authorized for use

with the digital product; and calculate a device count corresponding to total numberof

devices already authorized for use with the digital product; and when the calculated

device countis less than thefirst upperlimit, allow the digital product to be used on the

given device as taught by Takanoin order to records the terminalidentifier to the

identifier registering area of the license and executesthe license (Takano, Paragraph

[0058])

As to claim 2, Ahmad in view of Takano disclosesthe digital product comprises

software (Ahmad, Col. 8, lines 41-46, the invention allows a software program

module rental service provider monitor use of rented software program

downloaded onto a user's computer))

As to claim 3, Ahmad in view of Takano disclosesthe license data comprises

information that may be used to verify whetherthe license for the digital product is valid

(Ahmad,Col. 4, lines 2-8, the Software Monitor module verifies the CICO module
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has not been previously used and receives licensing information from the CICO

module for the computer program. The Software Monitor module verifies the

license to use the computer program and issues an authorization message to the

computer program)

As to claim 4, Ahmad in view of Takano discloses the record comprises an

authorization database (Ahmad,Col. 5, lines 36-40, these processes and operations

mayutilize conventional computer components in a heterogeneousdistributed

computing environment, including remote file servers, computer servers, and

memorystorage devices)

As to claim 7, Anmad in view of Takano discloses the processor moduleis

adapted to, in response to the calculated device count equaling thefirst upperlimit,

send a warning regarding the allowed copy count to the given device (Ahmad,Col. 14,

lines 43-48, If usage time remains, the method follows the "YES" branch, at step

690, and allows the user to continue use of the program module 100. If the

licensed usage time has expired, the method follows the "NO" branchto step 700,

and use of the program module 100 is terminated. If desired, a termination

message maybe sentto the userprior to termination of use of the program

module 100)
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As to claim 8, Anmadin view of Takano discloses the processor moduleis

adaptedto, in responseto the calculated device count exceedingthefirst upperlimit,

deny the request for authorization (Ahmad,Col. 9, lines 3-11, alternatively, a usage

count rate may be used wherethe user rents the program modulefor a fixed

numberof uses. For example, the user may payfor ten usesof a particular

program module where a single use is consumedeachtime the program module

is run on the user's computer. It should be understood that underthe latter

scheme, a maximum runtime will be prescribed for each use to prevent the user

from running the program moduleindefinitely under a single use)

Asto claim 9, Anmad discloses the processor module is adapted to: after thefirst

time period has expired, set the allowed copy count to a second upperlimit for a

second time period (Ahmad,Figure. 4, Col. 11, lines 43-54, Col. 12, lines 43-60);

recalculate the device count; and whenthe recalculated device countis less than the

second upperlimit, allow the digital product to be used on the given device (Ahmad,

Figure. 4, Col. 10, lines 54-62) Ahmad doesnotdisclose in responseto the device

identity not being on the record. Takano discloses in responseto the device identity not

being on the record (Takano, Paragraph [0058], when there is no registration of

this terminal identifier) It would have been obvious to one of ordinaryskill in the art at

the time of invention to modify the method of Ahmadin view of Takano by showingthat

in response to the device identity not being on the record as taught by Takano in order

to stop the transfer processing of license (Takano, Paragraph [0058])
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As to claim 12, Ahmad in view of Takano discloses the processor module is

adapted to, in response to the calculated device count equaling the second upperlimit,

send a warning regarding the allowed copy count to the given device (Ahmad,Col. 14,

lines 43-48, If usage time remains, the method follows the "YES"branch,at step

690, and allows the user to continue use of the program module 100. If the

licensed usage time has expired, the method follows the "NO"branchto step 700,

and use of the program module 100 is terminated. If desired, a termination

message maybe sentto the user prior to termination of use of the program

module 100)

As to claim 13, Ahmad in view of Takano discloses the processor module is

adapted to, in response to the calculated device count exceeding the second upper

limit, deny the requestfor authorization (Ahmad,Col. 9, lines 3-11, alternatively, a

usage count rate may be used where the user rents the program modulefor a

fixed number of uses. For example, the user may pay for ten uses of a particular

program module where a single use is consumed each time the program module

is run on the user's computer. It should be understood that underthe latter

scheme, a maximum runtime will be prescribed for each use to prevent the user

from running the program moduleindefinitely under a single use)
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As to claim 14, Ahmad in view of Takano disclosesall the elements in the claim

above exceptthat after the second time period has expired, set the allowed copy count

to a third upperlimit; recalculate the device count; and when the recalculated device

count is less than the third upper limit, allow the digital product to be used on the given

device. It is the matter of design choice to set the time period and the copy count to

any numberas desired (example 3upperlimit or 4" upperlimit or 5" upperlimit) to

allow the digital product to be used on the given device. It would have been obviousto

one of ordinary skill in the art at the time of invention to modify the method of Ahmadin

view of Takano by showing after the second time period has expired, set the allowed

copy countto a third upperlimit; recalculate the device count; and when the

recalculated device countis less than the third upper limit, allow the digital productto

be used on the given device in orderto provideflexibility to the use the software in

different time period for the different numberof device.

As to claim 15, Ahmad in view of Takano disclosesall the elements in the claim

above exceptthat the third upperlimit comprises eleven authorized devices.It is the

matter of design choiceto setthe limit to any numberof devices as desired (example

11 devices, 12 devices and etc.) It would have been obvious to one of ordinary skill in

the art at the time of invention to modify the method of Ahmad in view of Takano by

showing the third upperlimit comprises eleven authorized devicesin order to provide

flexibility to the use the softwarein different numberof device.
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As to claim 16, Ahmad in view of Takano disclosesall the elements in the claim

above exceptthat the processor module is adapted to, in response to the calculated

device count equaling the third upperlimit, send a warning regarding the allowed copy

count to the given device (Ahmad,Col. 14, lines 43-48, If usage time remains, the

methodfollows the "YES" branch, at step 690, and allows the user to continue

use of the program module 100. If the licensed usage time has expired, the

methodfollows the "NO"branchto step 700, and use of the program module 100

is terminated. If desired, a termination message may be sentto the userprior to

termination of use of the program module 100)It is the matter of design choice to

send a warning regarding the allowed copy count to the given device in response to the

calculated device count equaling the third upper limit. It would have been obvious to

one of ordinary skill in the art at the time of invention to modify the method of Ahmadin

view of Takano by send a warning regarding the allowed copy countto the given

device in responseto the calculated device count equaling the third upper limit in order

to provideflexibility to the use the software in different number of device.

As to claim 17, Anmad in view of Takano disclosesall the elements in the claim

above except the processor module is adapted to, in response to the calculated device

count exceeding the third upperlimit deny the request for authorization (Ahmad, Col.

9, lines 3-11, alternatively, a usage count rate may be used wheretheuserrents

the program modulefor a fixed number of uses. For example, the user may pay
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for ten uses of a particular program module where a single use is consumed

each time the program module is run on the user's computer. It should be

understood that underthe latter scheme, a maximum runtime will be prescribed

for each use to prevent the user from running the program module indefinitely

under a single use)It is the matter of design choice to deny the request for

authorization after the calculated device count exceeding the third upperlimit or 4" or

5" and etc.) It would have been obviousto oneof ordinary skill in the art at the time of

invention to modify the method of Ahmad in view of Takano by denying the requestfor

authorization after the calculated device count exceeding the third upperlimit in order

to stop the use the software afterit's been used in certain numberof devices

As to claim 18, Ahmad in view of Takano discloses the device identity comprises

unique device identifying information (Ahmad, Col. 10, lines 54-59 — Col. 12, lines 7-

10, computeridentifier stored as a part of unique CID)

As to claim 19, Ahmad in view of Takano discloses the unique device identifying

information comprises at least one user-configurable parameter and at least one non-

user-configurable parameterof the given device (Ahmad,Col. 10, lines 54-59, the

CID preferably has two parts separated by a"-". As is discussedin detail below,

the first part of the CID is a unique identification number generated and encode

into the CICO module by the Software Monitor module 140, and the secondpart

is the identification number unique to the user's computer 20)
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As to claim 20, Ahmad in view of Takano discloses the device identity is

generatedbyutilizing at least one irreversible transformation of the at least one user-

configurable and the at least one non-user-configurable parameters of the given device

(Ahmad,Col. 12, lines 13-31)

As to claim 21, Ahmad in view of Takano discloses the device identity is

generatedbyutilizing a cryptographic hash function on the at least one user-

configurable and the at least one non-user-configurable parameters of the given device

(Ahmad,Col. 14, lines 49-64, the SM 140 will maintain an encrypted database in

whichit will store the APPID, the CID, and the usage time remaining)

As to claim 22,it recites the samelimitation as claim 1. Therefore it is rejected for

the same analogous reason.

As to claim 23, Ahmad disclosesafter thefirst time period has expired, set the

allowed copy count to a second upperlimit for a second time period (Ahmad,Figure.

4, Col. 11, lines 43-54, Col. 12, lines 43-60): recalculate the device count: and when

the recalculated device count is less than the second upperlimit, allow the digital

product to be used on the given device (Ahmad,Figure. 4, Col. 10, lines 54-62)

Ahmad does not disclose in responseto the device identity not being on the record.

Takano discloses in responseto the device identity not being on the record (Takano,
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Paragraph [0058], when there is no registration of this terminal identifier) |t would

have been obvious to oneof ordinary skill in the art at the time of invention to modify

the method of Ahmad in view of Takano by showing that in responseto the device

identity not being on the record as taught by Takanoin orderto stop the transfer

processing of license (Takano, Paragraph [0058])

As to claim 24, Ahmad in view of Takano disclosesall the elements in the claim

above exceptthat after the second time period has expired, set the allowed copy count

to a third upperlimit; recalculate the device count; and when the recalculated device

countis less than the third upperlimit, allow the digital product to be used on the given

device. It is the matter of design choice to set the time period and the copy countto

any numberas desired (example 3% upperlimit or 4°" upperlimit or 5" upperlimit) to

allow the digital product to be used on the given device. It would have been obviousto

one of ordinary skill in the art at the time of invention to modify the method of Ahmadin

view of Takano by showing after the secondtime period has expired, set the allowed

copy countto a third upperlimit; recalculate the device count; and when the

recalculated device countis less than the third upperlimit, allow the digital product to

be used on the given device in order to provideflexibility to the use the software in

different time period for the different number of device.

As to claim 25,it recites the samelimitation as claim 1. Thereforeit is rejected for

the same analogous reason.
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7. Claims 5-6 and 10-11 are rejected under 35 U.S.C. 103(a) as being

unpatentable over Ahmad (U.S. Patent No. 5,925,127, hereinafter Ahmad) in view of

Takano et al (U.S. Publication No. 2006/0282511 A1, hereinafter Takano) further in

view of Anabuki et al (U.S. Publication No. 2004/0066417 A1, hereinafter Anabuki)

As to claim 5, Ahmad in view of Takano disclosesall the elementsin the claim

above exceptthatthefirst time period comprises a defined numberof daysafter an

initial authorization of the digital product. Anabuki disclosesthefirst time period

comprises a defined numberof daysaiter an initial authorization of the digital product

(Anabuki, Paragraph [0034], condition 2) can be checked by determiningif a trial

period (e.g., 30 days) has expired by comparing an elapsed time period after

installation or first execution of software, e.g., the number of daysofthetrial

period) It would have been obvious to one of ordinary skill in the art at the time of

invention to modify the method of Ahmad in view of Takanofurther in view of Anabuki

by showingthatthefirst time period comprises a defined numberof daysafter aninitial

authorization of the digital product as taught by Anabuki in order to make sure that the

trial is expired or valid (Anabuki, Paragraph [0034])

As to claim 6, Ahmad in view of Takanofurther in view of Anabuki disclosesall

the elements in the claim above except the defined number of days comprises six days

since the initial authorization, and wherein thefirst upperlimit comprises five authorized
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devices. It would have been obviousto one of ordinary skill in the art at the time of

invention to modify the method of Ahmadin view of Takanofurther in view of Anabuki

by showing that the defined number of days comprises six days since the initial

authorization, and wherein thefirst upperlimit comprises five authorized devicesin

order to makesure that thetrial is expired or valid for limited numberof devices,for

example 5 devices.

As to claim 10, Ahmad in view of Takano disclosesall the elements in the claim

above exceptthat the first time period comprises a defined numberof days after an

initial authorization of the digital product. Anabuki discloses thefirst time period

comprises a defined numberof days after an initial authorization of the digital product

(Anabuki, Paragraph [0034], condition 2) can be checked by determiningif a trial

period (e.g., 30 days) has expired by comparing an elapsed time period after

installation or first execution of software, e.g., the number of daysofthetrial

period) |t would have been obvious to one of ordinary skill in the art at the time of

invention to modify the method of Ahmad in view of Takano further in view of Anabuki

by showingthatthefirst time period comprises a defined numberof daysafter aninitial

authorization of the digital product as taught by Anabuki in order to make sure that the

trial is expired or valid (Anabuki, Paragraph [0034])

As to claim 11, Ahmadin view of Takano further in view of Anabuki disclosesall

the elements in the claim above except the defined numberof days comprisesthirty-one
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days sincetheinitial authorization, and wherein the first upperlimit comprises seven

authorized devices. It would have been obviousto one of ordinary skill in the art at the

time of invention to modify the method of Ahmad in view of Takanofurther in view of

Anabuki by showing that the defined number of days comprises thirty-one days since

the initial authorization, and wherein thefirst upperlimit comprises seven authorized

devices in order to make surethat thetrial is expired or valid for limited numberof

devices, for example 7 devices.

Conclusion

Any inquiry concerning this communication or earlier communications from the

examiner should be directed to ALI SHAYANFARwhosetelephone numberis (571)270-

1050. The examiner can normally be reached on Mondaythrough Friday 9:30-6:00PM

EST.

lf attempts to reach the examiner by telephone are unsuccessful, the examiner's

supervisor, Colin Carl can be reached on 571-272-3862. The fax phone numberfor the

organization wherethis application or proceeding is assigned is 571-273-8300.
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Information regarding the status of an application may be obtained from the

Patent Application Information Retrieval (PAIR) system. Status information for

published applications may be obtained from either Private PAIR or Public PAIR.

Status information for unpublished applications is available through Private PAIR only.

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should

you have questions on accessto the Private PAIR system, contact the Electronic

Business Center (EBC) at 866-217-9197(toll-free). If you would like assistance from a

USPTO Customer Service Representative or access to the automatedinformation

system, call 800-786-9199 (IN USA OR CANADA)or 571-272-1000.

/A. S./

Examiner, Art Unit 2493
4/28/2011

/Carl Colin/

Supervisory Patent Examiner, Art Unit 2493
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IN THE CLAIMS:

1. (currently amended) A system for adjusting a license for a digital product overtime, the

license comprising at least one allowed copy count corresponding to a maximum numberofdevices

authorized for use with the digital product, comprising:

a communication module for receiving a request for authorization to use the digital product

from a given device;

a processor module in operative communication with the communication module;

a memory module in operative communication with the processor module and comprising

executable code for the processor module to:

verify that a license data associated with the digital productis valid basedatleast in

part on a device identity asseeiated4yth generated by samplingphysical parameters of the given
 

device;

in response to the device identity already being on a record, allow the digital product

to be used on the given device;

in response to the device identity not being on the record, set the allowed copy count

to a first upperlimit fora first time period, the allowed copy count corresponding to a maximum

numberof devices authorized to use the digital product:
 

calculate a device count corresponding to total number of devices already authorized

for use with the digital product; and

when the calculated device countis less than thefirst upper limit, allow the digital

product to be used onthe given device.

a (original) The system of claim |, wherein the digital product comprises software.
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Bh (original) The system of claim 1, wherein the license data comprises information that may be

used to verify whetherthe license for the digital productis valid,

4, (original) The system of claim 1, wherein the record comprises an authorization database,

5. (original) The system of claim 1, wherein the first time period comprises a defined number

of days after an initial authorization ofthe digital product.

6. (original) The system of claim 5, wherein the defined number of days comprises six days since

the initial authorization, and wherein the first upperlimit comprises five authorized devices.

7. (original) The system of claim 1, wherein the processor module is adapted to, in response to

the calculated device count equaling the first upper limit, send a warning regarding the allowed copy

countto the given device,

8. (original) The system ofclaim 1, wherein the processor module is adapted to, in response to

the calculated device count exceeding the first upperlimit, deny the request for authorization.

9, (original) The system of claim 1, wherein the processor module is adapted to:

in response to the device identity not being on the record, after the first time period has expired,

set the allowed copy count to a second upperlimit for a second time period;

recalculate the device count; and

when the recalculated device countis less than the second upperlimit, allow the digital product

to be used on the given device.

10. (original) The system ofclaim 9, wherein the second time period comprises a defined number

of days since the initial authorization.
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il. (original) The system of claim 10, wherein the defined numberof days comprisesthirty-one

days since the initial authorization, and wherein the second upper limit comprises seven authorized

devices.

12, (original) The system of claim 9, wherein the processor module is adapted to, in response to

the calculated device count equaling the second upperlimit, send a warning regarding the allowed copy

count to the given device.

13. (original) The system of claim 9, wherein the processor module is adapted to, in response to

the calculated device count exceeding the second upperlimit, deny the request for authorization.

14. (original) The system of claim 9, wherein the processor module is adapted to:

in response to the device identity not being on the record, after the second timeperiod has

expired, set the allowed copy count to a third upper limit;

recalculate the device count; and

when the recalculated device countis less than the third upperlimit, allow the digital product

to be used onthe given device,

15. (original) Thesystem of claim 14, wherein the third upperlimit comprises eleven authorized

devices.

16, (original) The system of claim 14, wherein the processor module is adapted to, in response to

the calculated device count equaling the third upperlimit, send a warming regarding the allowed copy

count to the given device.

17. (original) The system of claim 14, wherein the processor module is adapted to, in response to

the calculated device count exceeding the third upperlimit, deny the request for authorization.
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18. (original) The system of claim 1, wherein the device identity comprises unique device

identifying information.

19. (original) The system of claim 18, wherein the unique device identifying information

comprises at least one user-configurable parameter and at least one non-user-configurable parameter

of the given device.

20.—_(original) The system of claim 18, wherein the device identity is generated byutilizing at

least one irreversible transformation of the at least one user-configurable and the at least one non-

user-configurable parameters of the given device.

21. (original) The system of claim 18, wherein the device identity is generated by utilizing a

cryptographic hash function onthe at least one user-configurable and the at least one non-user-

configurable parameters of the given device.

22. (currently amended) A method foradjusting a license for a digital product overtime, the

license comprising at least one allowed copy count corresponding to a maximum numberof devices

authorized for use with the digital product, comprising:

receiving a requestfor authorization to use the digital product on a given device;

verifying that a license data associated with the digital product is valid based at least in part

on a device identity asseciated-4th generated by sampling physical parameters of the given device;

in response to the device identity already being on a record,allowing the digital product to be

used on the given device:

in response to the device identity not being onthe record, setting the allowed copy count to a

first upperlimit fora first time period, the allowed copy count corresponding to a maximum number

of devices authorized to use the digital product;
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calculating a device count correspondingto total numberof devices already authorized for

use with the digital product; and

when the calculated device countis less than the first upper limit, allowing the digital product

to be used on the given device.

23. (original) The method of claim 22, further comprising:

in response to the deviceidentity not being on the record,afterthe first time period has

expired, setting the allowed copy count to a second upperlimit for a second time period;

recalculating the device count; and

when the recalculated device countis less than the second upperlimit, allowing the digital

product to be used on the given device.

24. (original) The method of claim 23, further comprising:

in response to the device identity not being onthe record, after the second time period has

expired, setting the allowed copy countto a third upperlimit;

recalculating the device count; and

whenthe recalculated device count is less than the third upper limit, allowingthe digital

productto be used on the given device.

25. (currently amended) A computer program product, comprising:

a non-transitory computer-readable medium comprising:

code for causing a computerto receive a request for authorization to use the digital

product;

code for causing a computerto verify that a license data associated with the digital

product is valid based at least in part on a device identity asseciated4vith generated by sampling
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physical parameters of the computer;

code for causing a computer to, in response to the device identity already being on a

record, allow the digital product to be used on the computer;

code for causing a computerto, in response to the device identity not being on the

record, set the allowed copy countto a first upperlimit fora first time period after an initial

authorization ofthe digital product, the allowed copy count corresponding to a maximum number of

devices authorized to use the digital product;

code for causing a computerto calculate a device count correspondingto total

numberof devices already authorized for use with the digital product; and

code for causing a computerto, when the calculated device countis less than the first

upper limit, allowing the digital product to be used on the computer.
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REMARKS

Applicant thanks Examiner Shayanfar for his thorough review of the application papers

and his opinion on patentability.

Claims 1-25 are pending in the application, Claims 1, 22 and 25 are amended herein.

Applicant respectfully requests reconsideration in view of these amendments.

Information Disclosure Statement

Applicant thanks the examiner for considering the lengthy IDS references of record.

Response to Rejections Under 35 USC§101

Claim 25 was rejected under 35 USC §101 as being directed to non-statutory subject

matter. Applicant has amended claim 25 according to the examiner’s recommendation.

Response to Rejections Under 35 USC $103

Claims 1-4 and 7-9 and 12-24 and 25 were rejected under 35 USC $103(a) as being

obvious over US Patent No. 5,925,127 (“Ahmad”) in view of U.S. Application Pub,

2006/0282511 (“Takano”). Claims 5-6 and 10-11 were rejected under 35 USC §103(a) as being

obvious over Alumad in view of Takano and in further in view of U.S. Application Pub.

2004/0066417 (“Anabukr’). Applicant respectfully traverses.

Background

The present application (“Richardson”) discloses an invention for a system that

automatically adjusts usage limitations on licensed software. The adjustable license is based on

exploitation of an advanced technique for generating a “device fingerprint” or “device identifier”

for each of many computers that a single licensee may use to execute the licensed software. The

device identifier uniquely identifies each computer so that the licensing system can keep an

accurate count of the number of computers authorized to use the software under any particular

license. Unlike other software licensing schemes, the Richardson system anticipates that a

licensee’s number of computers and computer configurations will change over time, and

therefore implements a method for allowing such changes to occur without the user having to re-

license the software, and without allowing unauthorized use of the software to run out of control.
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The Ahmad and Takano references also disclose technology in the general field ot

monitoring and controlling the usage of software. When examined in greater detail, however, it

becomes apparent that there are several key features that distinguish Richardson over Ahmad in

view of Takano, Chief amongthese are:

(i) Richardson’s device identifier is derived from physical parameters of the licensee’s

computer, whereas Ahmad’s identifier is not;

(ii) Richardson's copy count represents a number of computers able to execute the

licensed software, whereas Afmad’s “usage count rate” represents the numberof executions of a

software by the same computer; and

(iii) Richardson's limitation wherein “in response to the device identity not being on the

record, set the allowed copy count to a first upper limit for a first time period’ is not taught by

Ahmad in combination with any other reference of record.

Legal Standardfor Obviousness

Well-established patent law holds that an obviousness rejection cannot be sustained

unless the cited reference(s) (a) provide a suggestion or motivation to combine reference

teachings in the mannerclaimed; (b) provide a reasonable expectation of success; and (c) teach

all of the claim limitations, except for those limitations already within the knowledge or common

sense of a person of ordinary skill in the art. 7m re Vaeck, 947 F.2d 488 (Fed. Cir. 1991); KSR

Int'l Co. v. Teleflex, Ine., 550 U.S. 398 (2007). Moreover, the burden is on the examiner to

articulate an apparent reason to combine the references in the manner claimed, and to articulate

rationale in support of obviousness rejections. KSR, 550 U.S. at 418.

Claim | —first argument

Regarding the rejection of claim 1, applicant is persuaded, in part, by the argument set

forth in the Office Action on p. 5 regarding Ahmad's teaching fo verify that license data ... is

valid based at least in part on a device identity associated with the given device.

In response, applicant has amended the correspondinglimitation of claim | to recite:

verify that a license data associated with the digital product is valid based at
least in part on a device identity generated by samplingphysicalparameters of
the given device.
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This amendment is fully supported in the original specification. See, e.g. U.S.

Application Pub. 2009/0138975 at par. 0058.

Ahmad's teachings at col. 10, lines 50-67 specify that the device identifier is the second

part of the “CID”. The CID is randomly generated by the Software Monitor (SM) module 140,

prior to download to the user’s computer. SM 140 is a server associated with Internet site 75a, as

shown in FIG. 3. A random number generated by a server cannot produce a device identity

“generated by sampling physical parameters of the given device” as recited in claim 1.

Moreover, there is no suggestion in Ahmad, either alone or in combination with Takano that

would teach generating a device identity in this manner.

On this basis alone, applicant requests that the $103 rejection of claim | be withdrawn.

Claim I - second argument

The Office Action on page 5 also asserts that Ahmad teaches “set[ing] the allowed copy

count to a first upper limit for a first time period”. Applicant respectfully disagrees with this

assertion.

Ahmad’s “usage count rate” is not equivalent to Richardson's claimed “copy count”.

Richardson's “copy count” refers to the number of different computers that are authorized toinstall

the licensed software. Note that throughout the Richardson disclosure, and throughout the claims,

the “copy count” sets a limit on the maximum number of devices that are authorized to use the

software under a single license. See U.S. Appl. Pub. 2009/0138975 at par. 0046. The “device

 

count”is total the number of devices on which software subject to the single license has actually

been installed. /d. at pars. 0033, 0040, 0047, and FIGS 2, 3A, 3B.

In contrast, the Office Action cites to Atmad at col, 9, lines 3-11, which teaches that “a usage.

count rate may be used where the user rents the program for a fixed numberof uses.” A/imad at col.

9 lines 5 to 15 indicates that the “usage count rate’ refers to multiple instances of renting the same

version of a software program on the same personal computer 20. Clearly, Ahimad’s system is

designed to limit the usage to a single computer. See also Ahmad at col. 12, lines 2-8 (“any

unauthorized copy of the program module 100 launched on a different computer will be rendered

useless”).

12/272,570 10

246



247

Therefore Alymad's teaching at col. 9, lines 3-11 to set a usage countrate to a fixed numberof

uses doesn’t suggest the claimed step of setting an allowed copy count to a first upper limit fora first

time period, where the allowed copy count corresponds to a maximum numberof devices authorized
 

to_use the digital product. To clarify this distinction, applicant has amended claim | to recite the

foregoing limitation.

Onthis basis alone, applicant requests that the §103 rejection of claim | be withdrawn.

Claim 1 - third argument

It is well established that in an obviousness inquiry, the claimed invention mustbe interpreted

as a whole. Straioflex, Inc. v. Aeroquip Corp., 713 F.2d 1530 (Fed. Cir. 1983); MPEP 2141.02,

Section L In view ofthis requirement, applicant submits that the limitation of claim 1 that

recites:

in response to the device identity not being on the record,
set the allowed copy count to afirst upper limit for afirst time period

should be examined as if it were a single element. The element contains two functionally

interrelated sub-elements. The first sub-element (in response to the device identity not being on

the record) sets up a condition that is required for the execution of the second sub-element (sef

the allowed copy count to a first upper limit for a first time period). The cause-and-effect

relationship of these two sub-elements cannot be ignored in the obviousness inquiry.

To the contrary, however, the Office Action on page 6 considers only the first sub-element

when formulating the obviousness rejection with respect to the teachings of Takano, That is, the

Office Action cites to Takano at par. 0058 only for teaching “in response to the device identity not

being on the record” and then ignores the second sub-element entirely. In this respect, the Office

Action doesn’t put forth a prima _facte rejection of claim 1.

In fact, there is no teaching in Takano for the second sub-element. Takano at par. 0058

teaches establishing a limit for the number of licensed terminals that are registered to access a

software content. This limit is established prior to determining whether a terminal identifieris

recognized as being present on the terminal identifierlist. Je.

Takano teaches that “when there is no registration of the terminal identifier” and “[w]hen

there is no space [available] in the identifier registering area, the transfer processing of the license is
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stopped.” This clearly teaches away from the requirement of the second sub-element that in the

absence of a recognized device identifier, the method shall “set the allowed copy count to afirst

upperlimitfor afirst time period.”

Onthis basis alone, applicant requests that the §103 rejection of claim 1 be withdrawn.

Claims 22 and 25

Claims 22 and 25 recite similar limitations as those in claim 1, and have been amended in

a manner similar to the amendments madeherein to claim 1.

Applicant asserts that claims 22 and 25 should be allowed over Ahmadin view of Takano

for the samereasons presented above in favor of claim 1.

Claims 2-4, 7-9, 12-21 and 23-24

Each of claims 2-4, 7-9, 12-21 and 23-24 depend from claim | or 22. Applicant submits

that each is allowable over Ahmad in view of Takano based on dependency.

Claim 7

The Office Action on page 8 asserts that claim 7 is obvious over Afmad in view of

Takano because Ahmad teaches a processor module adapted to, in response to the calculated

device count equaling the first upper limit, send a warning regarding the allowed copy count to

the given device. For support, the Office Action cites to Ahmad at col. 14, lines 43-48.

Applicant respectfully disagrees. Ahmad at col. 14, lines 43-48 teaches sending a

termination message in advance of the user exceeding usage time, but does not teach sending a

termination message when a device count reaches the upperlimit of a copy count.

Applicant requests that the §103 rejection of claim 7 be withdrawn on this basis alone.

Claim 9

The Office Action on page 9 asserts that claim 9 is obvious over Ahmad in view of

Takano and for support cites to Ahmad's teachings at FIG. 4; col. 10 lines 54-62; col. 11 lines

43-54; and col. 12 lines 43-60; and to 7akano’s teachings at par. 0058. Applicant respectfully

disagrees with these assertions.
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First, regarding the limitation “after the first time period has expired, set the allowed

copy count to a second upper limit for a second time period”, applicant has reviewed the cited

passages of Ahmad and can find no evidence of any time period condition taught by Ahmad, in

which the expiration of the time period causes anotheraction.

Second, regarding the limitations “recalculate the device count; and when the recalculated

device count is less than the second upper limit, allowthe digital product to be used on the given

device”, applicant can find no evidence in the cited portions of Ahmad that Ahmad ever establishes a

second upperlimit on a copy count. Afmad’s teachings are limited to comparing “the total countto the

licensed numberof uses each time the user attempts to launch the program module”. Ahmad at col. 11,

lines 50-52. In other words, Ahmad’stotal count is fixed; Afmmadfails to teach recalculating a device

count to provide for an adjustable upperlimit.

Third, there are no teachings or suggestions in Ahmad at col. 10, lines 54-62 that provide for a

conditional action of any kind to occur in response to a device count being less than a second upper

limit. As demonstrated above with respect to claim 1, Ahmad teaches usage counts on a single

computer, not copy counts that correspond to the number of devices using the licensed software.

Finally, the rejection of claim 9 at the bottom of page 9 admits that Afmad in view of Takano

would stop the transfer processing of the software license, in response to the device identity not being

on the record. This fails to render claim 9 obvious becauseit is not the objective of claim 9 to stop the

processing of the software license. Claim 9 expressly recites a method whereby. in response to the

device identity not being on the record, a second upper limit is established to allow usage of the

software product.

In view of any of the four reasons presented above, applicant requests that the §103

rejection of claim 9 be withdrawn.

Claim 13

The Office Action on page 10 asserts that AAmad in view of Takano renders claim 13

obvious because Ahmad at col. 9 lines, 3-11 teaches the limitation of claim 13 “wherein the

processor modiutle is adapted to, in response to the calculated device count exceeding the second

upperlimit, deny the request for authorization”. Applicant respectfully disagrees.

Claim 13 expressly recites “the calculated device count ...” As demonstrated above with
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respect to claim |, Almad teaches a usage counts on a single computer, not device counts

representing numbers of computers. On this basis, applicant requests that the rejection of claim 13 be

withdrawn.

Claim 19

The Office Action on page 13 rejected claim 19 as obvious over Ahmad in view of Takano

based on the assertion that Ahmad at col. 10, lines 54-59 teaches a unique device identifier

comprising at least one user-configurable parameter and at least one non-user configurable parameter

ofthe given device. Applicant respectfully disagrees.

Ahmadat col. 10 lines 54-59 teaches a “CID”identification numberthat identifies the “check

in-check out (CICO) module. As demonstrated above with respect to claim 1, Afmad'’s teachingsat

col. 10, lines 50-67 specify that the device identifier is the second part of the CID. The CID is

randomly generated by the Software Monitor (SM) module 140, prior to download to the user’s

computer. SM 140 is a server associated with Internet site 75a, as shown in FIG. 3. A random

number generated by a server cannot produce a device identity wherein the “unique device

identifying information comprises at least one user-configurable parameter and at least one non-

user-configurable parameter of the given device” as recited in claim 19 because Ahmad doesn’t

teach sampling the given device to obtain such parameters. There is no suggestion in A/muid,

either alone or in combination with Vakano that would teach generating a device identity in this

manner,

Onthis basis, applicant requests that the §103 rejection of claim 19 be withdrawn.

Claim 20

The Office Action on page 14 rejects claim 20 as obvious over Ahmad in view of Takano

based on the assertion the Ahmad at col. 12, lines 13-31 teaches generating a device identity

ulilizing at least one irreversible transformation ofthe at least one user-configurable and the at least

one non-user-configurable parameters ofthe given device, as recited in claim 20.

Applicant has reviewed the cited passage of Atmad and can find no evidence whatsoeverto

support the assertion that Alwmad teaches an irreversible transformation of device parameters.

Applicant respectfully requests that this rejection of claim 20 be withdrawn.
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Claims 21-22

The Office Action on page 14 rejects claim 21 as obvious over Alimad in view of Takano

based on the assertion the Ahmad at col. 14, lines 49-64 teaches a “device identity is generated by

utilizing a cryptographic hash function on the at least one user-configurable and the at least one

non-user-configurable parameters of the given device”as recited in claim 21, Applicant respectfully

disagrees.

Alunad at col, 14, lines 49-64 teaches the use of an encrypted database for storing an APPID,

which is an identifier of the software product provided by the publisher. See Ahmad, col. 10, lines

! 1-18. Importantly, the APPID is not a deviceidentifier that uniquely identifies a computing device.

Therefore storing the APPID in an encrypted database is not a teaching for generating a device

identity by utilizing a cryptographic has function on device parameters, as claimed.

Claim 2? depends from claim 21 and was similarly rejected. Based on the above, applicant

requests withdrawal of the §103 rejections of claims 21 and 22.

Claim 23

In response to the rejection of claim 23, applicant reasserts here the arguments presented

abovein favor of claim 9, and requests withdrawal of the $103 rejection of claim 23.

Claims 5-6 and 10-11

Claims 5-6 and 10-11 depend from claim 1. Applicant reasserts here all of the foregoing

arguments in favor of claim 1 and requests that the rejections of claims 5-6 and 10-11 be

withdrawn on this basis,

Specifically regarding the rejection of claim 5, applicant submits that Anabuki is not

analogous art, in that its teachings are directed to protecting contents in system operating in a

“mixed reality” (MR) environment, i.e. an environment containing both virtual reality and real

space components. Anabuki's objective is to inhibit contents from being executed in the absence

of authorized real objects. Anabuki at par. 0010, Applicant submits that a skilled artisan seeking

to solve the same problem as Richardson regarding adjustable licensing of software would not

seek out teachings related to MR systems. Under KSR, the burden is on the examiner to

articulate an apparent reason to combine references in an obviousness rejection. Applicant
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submits that that burden has not been met.

Moreover, Anabuki at par. 0034 teaches granting execution rights as long asatrial period

has not expired. There is no teaching in par. 0034 that sets a first time period, in days, in

response to a device identity not being recognized, as recited in claim 5/1. Anabukt at 0031 and

0034 teaches checking “if a trial period has expired” in order to grant permission to execute MR

system contents, not to set a time period for adjustable licensing of software. The combined
 

teachings of Ahmad, Takano and Anabuki would therefore fail to achieve the limitations of claim

5. The samelogic applies in refutation of the rejections of claims 6 and 10-11.

Applicant requests that the §103 rejections of claim 5-6 and 10-11 be withdrawn.

Conclusion

In view ofall of the above, applicant believes that all pending claims are in condition for

allowance and earnestly requests that these claims be passed to issuance. If the Examiner

believes that a telephone conversation would help to expedite prosecution, please call the

undersigned attorney at the numberbelow.

Respectfully Submitted,

ager
ae

 

Sean D. Burdick

Reg. No. 51,513

Uniloe USA,Inc.

215] Michelson Drive, Suite 100

Irvine, CA 92612

(949) 825-5527
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IN THE UNITED STATES PATENT AND TRADEMARKOFFICE

Appl. no.: 12/272,570 Conf. no.: 6547

Applicant: Ric B. Richardson Art Unit: 2493

Filed: November 17, 2008 Examiner: Ali Shayanfar

Title: SYSTEM AND METHOD FOR ADJUSTABLE LICENSING OF DIGITAL

PRODUCTS

INFORMATION DISCLOSURE STATEMENT

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Dear Sir:

Applicant hereby submits, without admission of prior art effect thereof, form(s)

PTO/SB/08 pursuantto the duty of disclosure requirements of 37 CFR §§ 1.56, 1.97 and 1.98.

Applicant has listed publication dates on the attached form(s) PTO/SB/08 based on

information presently available to the undersigned. However, the listed publication dates should

not be construed as an admission that the information was actually published on the date

indicated.

It is respectfully requested that the Examinerinitial and return a copy of the enclosed

forms PTO/SB/08, and to indicate in the official file wrapper of this patent application that the

documents have been considered.
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This Information Disclosure Statement is being filed after the mailing date of a first Office

Action on the merits, therefore a fee is required.

Respectfully Submitted,

 

Sean D. Burdick

Reg. No. 51,513

Uniloc USA,Inc.
2151 Michelson Drive, Suite 100

Irvine, CA 92612

(949) 825-5527
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In response to the Office Action mailed May 5, 2011, please amend the present

application as follows.

Amendments to the Claims begin on page 2.
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7) Claim(s) 1-25 is/are rejected.
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Application Papers
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Application/Control Number; 12/272,570 Page 2
Art Unit: 2493

DETAILED ACTION

Response to Argument

is This office action is in respond to application filed on August 05, 2011, in which

applicant amends claims 1, 22, and 25. Claims 1-25 are presented for further

examination.

2. Applicant's arguments with respect to claims 1, 9, 14 and 19 have been

considered but are persuasive. Applicant's arguments with respect to claims 1-25 have

been considered but mootin view of the new ground(s) of rejection necessitated by

Applicant's amendmentto the claims.

In response to communicationsfiled on 8/05/2011, the 101 rejections of claim 25 in the

previous office action is now withdrawn based on the Applicant's current amended

claims.

Claim Rejections - 35 USC § 103

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis forall

obviousnessrejections setforth in this Office action:

(a) A patent may not be obtained thoughthe invention is not identically disclosed or described as set
forth in section 102 ofthistitle, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.
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Application/Control Number: 12/272,570 Page 3
Art Unit: 2493

6. Claims 1-4 and 7-9 and 12-24 and 25 are rejected under 35 U.S.C. 103(a) as

being unpatentable over Ahmad (U.S. Patent No. 5,925,127, hereinafter Ahmad) in view

of Ache et al (U.S. Publication No. 2006/0272031 A1, hereinafter Ache)

As to claim 1, Anmad discloses a system for adjusting a licensefor a digital

product over time (Ahmad,Col. 2, lines 33-36, use of the computer program may

be terminated after the elapse of the licensed use. The step of tracking the use

of the computer program during the licensed time of use may include preventing

unauthorized copying of the computer program), comprising: a communication

module for receiving a request for authorization to use the digital product from a given

device (Ahmad,Col. 9, lines 37-44, the CICO module 120 contains required

licensing information for the program module requested by the user. CICO

module is interpreted as a communication module by the examiner); a processor

module in operative communication with the communication module (Ahmad, Col. 5,

lines 33-43); a memory module in operative communication with the processor module

and comprising executable codefor the processor (Ahmad,Col. 5, lines 33-36)

Ahmad does notdisclose the license comprising at least one allowed copy count

corresponding to a maximum numberof devices authorized for use with digital product;

verify that a license data associated with the digital productis valid based atleastin

part on a device identity generated by sampling physical parameter of the given device;

in responseto the device identity already being on a record,allow the digital product to

be used on the given device; set the allowed copy counttoafirst upperlimit for a first
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time period; in response to the device identity not being on the record and the license

comprising at least one allowed copy count corresponding to a maximum numberof

devices authorized for use with the digital product; and calculate a device count

corresponding to total numberof devices already authorized for use with the digital

product; and when the calculated device countis less than thefirst upperlimit, allow

the digital product to be used on the given device. Ache disclosesthe license

comprising at least one allowed copy count corresponding to a maximum numberof

devices authorized for use with digital product (Ache, Abstract, The unique ID is

used to determineif the user device is an authorized user device.If the user

device is authorized, access is provided to the electronic content) verify that a

license data associated with the digital product is valid based at least in part ona

device identity generated by sampling physical parameter of the given device (Ache,

Paragraph [0008], The authorization database can contain a list of a user IDs,

unique to each user; the unique ID; an authorization date, whichis the time or

date the user device becamean authorized user device); in response to the device

identity already being on a record, allow the digital product to be used on the given

device (Ache, Paragraph [0009] [0010], The unique ID is compared to the unique

IDs of the authorized user devices to determineif the requesting user device is

an authorized user device. If the user device is authorized, the useris allowed

accessto the content); in response to the device identity not being on the record, set

the allowed copy countto a first upperlimit for a first time period, the allowed copy

count corresponding to maximum numberof devices authorized to use the digital
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product (Ache, Paragraph [0011], If the user device is not an authorized user

device, licensing server can have numerousoptions. In one embodiment,if a

numberof authorized user devices is not greater than or equal to the maximum

numberof authorized user devices, user device can be added to the

authorization database and becomean authorized user device. This is

interpreted asthefirst upperlimit. If adding the user device exceeds the

maximum numberof authorized user devices, the user's request for access to

the electronic content can be denied); calculate a device count corresponding to

total numberof devices already authorized for use with the digital product (Ache,

Paragraph [0043] [0044], If the maximum numberN is not reached, the user

device is added to an authorization database andthe licensing server distributes

a token 120 and increments a counter. The procedure repeats until the counter

reaches the maximum numberN,and then the next request is denied ); and

when the calculated device countis less than the first upperlimit, allow the digital

product to be used on the given device (Ache, Paragraph [0016], the license server

determines if the maximum numberof authorized user devices has been

reached. If the maximum numberhas not been reached, the user device is added

to the authorization database as an authorized user device and the useris

granted accessto the electronic content) It would have been obviousto one of

ordinary skill in the art at the time of invention to modify the method of Ahmadin view

of Ache by showing verify that a license data associated with the digital productis valid

basedat least in part on a device identity generated by sampling physical parameterof
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the given device; in responseto the device identity already being on a record,allow the

digital product to be used on the given device; set the allowed copy countto a first

upperlimit for a first time period; in response to the device identity not being on the

record and the license comprising at least one allowed copy count corresponding to a

maximum number of devices authorized for use with the digital product; and calculate a

device count corresponding to total numberof devices already authorized for use with

the digital product; and when the calculated device countis less than thefirst upper

limit, allow the digital product to be used on the given device as taught by Ache in order

to prevent unauthorized user devices to gain accessto digital content (Ache,

Paragraph [0011])

As to claim 2, Ahmad in view of Achediscloses the digital product comprises

software (Ahmad,Col. 8, lines 41-46, the invention allows a software program

module rental service provider monitor use of rented software program

downloaded onto a user's computer)

As to claim 3, Ahmad in view of Ache discloses the license data comprises

information that may be used to verify whether the license for the digital productis valid

(Ahmad,Col. 4, lines 2-8, the Software Monitor module verifies the CICO module

has not been previously used and receives licensing information from the CICO

module for the computer program. The Software Monitor module verifies the
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license to use the computer program and issues an authorization messageto the

computer program)

Asto claim 4, Ahmad in view of Ache discloses the record comprises an

authorization database (Ache, Paragraph [0007] [0016], licensing server maintains

an authorization database)

As to claim 7, Ahmad in view of Ache discloses the processor module is adapted

to, in response to the calculated device count equaling the first upperlimit, send a

warning regarding the allowed copy count to the given device (Ache, Paragraph

[0016], If the maximum number has been reached,alternately, the user's request

can be denied or the user can be prompted to de-authorize a user device and

authorize the requesting user device so the user can gain accessto the electronic

content)

As to claim 8, Ahmad in view of Ache discloses the processor module is adapted

to, in responseto the calculated device count exceedingthefirst upperlimit, deny the

request for authorization (Ache, Paragraph [0017], If the authorization database

already contains the maximum numberof authorized user devices, the user can

be denied accessto the electronic content or queried to de-authorize an

authorized user device)
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As to claim 9, Anmadin view of Ache discloses the processor module is adapted

to: in responseto the device identity not being on the record afterthefirst time period

has expired, set the allowed copy count to a second upper limit for a second time

period (Ache, Paragraph [0008] [0012], The authorization database can contain a

list of a user IDs, unique to each user; the unique ID; an authorization date,

whichis the time or date the user device becamean authorized user device;

Another embodimentlimits the numberof de-authorizationsin a certain time

period); recalculate the device count; and whenthe recalculated device countis less

than the second upperlimit, allow the digital product to be used on the given device

(Ache, Paragraph [0016], the license server determinesif the maximum number

of authorized user devices has been reached.If the maximum numberhas not

been reached, the user device is added to the authorization database as an

authorized user device and the user is granted accessto the electronic content)

As to claim 12, Ahmad in view of Ache discloses the processor module is

adaptedto, in response to the calculated device count equaling the second upperlimit,

send a warning regarding the allowed copy countto the given device (Ache, Paragraph

[0040], If the maximum numberhas been reached,alternately, the user's request

can be denied or the user can be prompted to de-authorize a user device and

authorize the requesting user device so the user can gain accessto the electronic

content)
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As to claim 13, Ahmad in view of Ache discloses the processor module is

adapted to, in response to the calculated device count exceeding the second upper

limit, deny the requestfor authorization (Ache, Paragraph [0040],If the authorization

database 112 already contains the maximum numberN of authorized user

devices 110, the user 10 can be denied accessto the electronic content.Itis

clear that N is a variable number and can be set as a second upperlimit)

As to claim 14, Ahmad in view of Ache disclosesall the elements in the claim

above exceptthat after the second time period has expired, set the allowed copy count

to a third upper limit; recalculate the device count; and when the recalculated device

count is less than the third upper limit, allow the digital product to be used on the given

device. It is the matter of design choice to set the time period and the copy count to

any numberas desired (example 3upperlimit or 4 upperlimit or 5" upperlimit) to

allow the digital product to be used on the given device. It would have been obviousto

one of ordinary skill in the art at the time of invention to modify the method of Ahmad in

view of Ache by showing after the second time period has expired, set the allowed

copy countto a third upperlimit; recalculate the device count; and when the

recalculated device countis less than the third upperlimit, allow the digital product to

be used on the given device in orderto provide flexibility to the use the softwarein

different time period for the different numberof device.
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As to claim 15, Ahmad in view of Ache discloses all the elements in the claim

above exceptthat the third upperlimit comprises eleven authorized devices.It is the

matter of design choiceto setthe limit to any numberof devices as desired (example

11 devices, 12 devices and etc.) It would have been obvious to oneof ordinary skill in

the art at the time of invention to modify the method of Ahmadin view of Ache by

showing the third upperlimit comprises eleven authorized devices in order to provide

flexibility to the use the softwarein different numberof device.

As to claim 16, Ahmad in view of Ache disclosesall the elementsin the claim

above exceptthat the processor moduleis adaptedto, in responseto the calculated

device count equaling the third upperlimit, send a warning regarding the allowed copy

countto the given device (Ache, Paragraph [0016], If the maximum number has

been reached,alternately, the user's request can be denied or the user can be

prompted to de-authorize a user device and authorize the requesting user device

so the user can gain accesstothe electronic content)It is the maiter of design

choice to send a warning regarding the allowed copy countto the given device in

response to the calculated device count equaling the third upperlimit. It would have

been obvious to one ofordinary skill in the art at the time of invention to modify the

method of Ahmad in view of Ache by send a warning regarding the allowed copy count

to the given device in response to the calculated device count equaling the third upper

limit in order to provideflexibility to the use the softwarein different number of device.
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As to claim 17, Ahmad in view of Ache discloses all the elements in the claim

above except the processor module is adapted to, in responseto the calculated device

count exceeding the third upperlimit deny the request for authorization (Ache,

Paragraph [0017], If the authorization database already contains the maximum

numberof authorized user devices, the user can be denied accessto the

electronic content or queried to de-authorize an authorized user device)It is the

matter of design choice to deny the request for authorization after the calculated device

count exceeding the third upperlimit or 4™ or 5" and etc.) It would have been obvious

to one of ordinary skill in the art at the time of invention to modify the method of Anmad

in view of Ache by denying the request for authorization after the calculated device

count exceeding the third upperlimit in order to stop the use the softwareafterit’s been

used in certain numberof devices.

Asto claim 18, Ahmad in view of Ache discloses the device identity comprises

unique device identifying information (Ache, Abstract, The unique ID is used to

determine if the user device is an authorized userdevice. If the user device is

authorized, accessis provided to the electronic content)

Asto claim 19, Ahmad in view of Ache discloses the unique device identifying

information comprises at least one user-configurable parameter and at least one non-

user-configurable parameter of the given device (Ache, Paragraph [0008], the

authorization database can contain a list of a user IDs whichis interpreted as a
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user-configurable parameter unique to each user and the unique ID whichis

interpreted as non-user-configurable of the given device)

Asto claim 20, Ahmad in view of Ache discloses the device identity is generated

by utilizing at least one irreversible transformation of the at least one user-configurable

and the at least one non-user-configurable parameters of the given device (Ache,

Paragraph [0009], the user can input the uniqueID orinitiate a request to make

the user device an authorized user device)

As to claim 21, Ahmad in view of Ache discloses the device identity is generated

by utilizing a cryptographic hash function on the at least one user-configurable and the

at least one non-user-configurable parameters of the given device (Ache, Paragraph

[0013], Another embodimentencrypts the uniqueIDif it is stored outside user

device,or it can be stored encrypted in the cookie.It is well-knownin the art that

encryption is done cryptographic hash function)

Asto claim 22,it recites the samelimitation as claim 1. Thereforeit is rejected for

the same analogous reason.

As to claim 23, Ahmad discloses in responseto the device identity not being on

the record after the first time period has expired, set the allowed copy count to a

second upperlimit for a second time period (Ache, Paragraph [0008] [0012], The
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authorization database can containalist of a user IDs, unique to each user; the

unique ID; an authorization date, which is the time or date the user device

became an authorized user device; Another embodimentlimits the numberof de-

authorizationsin a certain time period); recalculate the device count; and when the

recalculated device countis less than the second upperlimit, allow the digital product

to be used on the given device (Ache, Paragraph [0016], the license server

determines if the maximum numberof authorized user devices has been

reached.If the maximum numberhas not been reached, the user device is added

to the authorization database as an authorized user device and the useris

granted accessto the electronic content)

As to claim 24, Ahmad in view of Ache discloses all the elements in the claim

above exceptthat after the second time period has expired, set the allowed copy count

to a third upperlimit; recalculate the device count; and when the recalculated device

countis less than the third upper limit, allow the digital product to be used on the given

device.It is the matter of design choice to set the time period and the copy countto

any numberas desired (example 3” upperlimit or 4" upperlimit or 5" upperlimit) to

allow the digital product to be used on the given device. It would have been obviousto

one of ordinary skill in the art at the time of invention to modify the method of Ahmad in

view of Ache by showing after the second time period has expired, set the allowed

copy countto a third upperlimit; recalculate the device count; and when the

recalculated device countis less than the third upperlimit, allow the digital product to
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be used on the given device in orderto provideflexibility to the use the software in

different time period for the different numberof device.

Asto claim 25,it recites the samelimitation as claim 1. Thereforeit is rejected for

the same analogous reason.

% Claims 5-6 and 10-11 are rejected under 35 U.S.C. 103(a) as being

unpatentable over Ahmad (U.S. Patent No. 5,925,127, hereinafter Anmadq)in view of

Acheet al (U.S. Publication No. 2006/0272031 A1, hereinafter Ache) further in view of

Multerer et al (U.S. Publication No. 2006/0048236 A1, hereinafter Multerer)

As to claim 5, Ahmadin view of Ache discloses all the elements in the claim

above except thatthe first time period comprises a defined numberof days after an

initial authorization of the digital product. Multerer disclosesthefirst time period

comprises a defined numberof days after an initial authorization of the digital product

(Multerer, Abstract, Paragraph [0010], Authorization to use the software on any

computing device may be granted while the user has a valid account or

subscription to the service, or may belimited to a predetermined time period

(e.g-, a rental period of 30 days) It would have been obviousto oneof ordinary skill in

the art at the time of invention to modify the method of Ahmad in view of Achefurtherin

view of Multerer by showing thatthe first time period comprises a defined numberof

days after an initial authorization of the digital product as taught by Multerer in order to
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enable the use of the software for the specific time period (Multerer, Paragraph

[0010})

Asto claim 6, Anmad in view of Achefurther in view of Multerer discloses all the

elements in the claim above except the defined number of days comprises six days

since theinitial authorization, and wherein thefirst upperlimit comprises five authorized

devices. It would have been obvious matter of design choice by showingthat the

defined numberof days comprisessix days sincetheinitial authorization, and wherein

the first upperlimit comprises five authorized devices in order to make sure that the trial

is expired or valid for limited numberof devices, for example 5 devices.

As to claim 10, Ahmad in view of Ache discloses all the elements in the claim

above except thatthe first time period comprises a defined numberof days after an

initial authorization of the digital product. Multerer disclosesthefirst time period

comprises a defined numberof daysafter aninitial authorization of the digital product

(Multerer, Abstract, Paragraph [0010], Authorization to use the software on any

computing device may be granted while the user has a valid account or

subscription to the service, or may belimited to a predetermined time period

(e.g-, a rental period of 30 days) It would have been obvious to oneofordinary skill in

the art at the time of invention to modify the method of Anmad in view of Achefurtherin

view of Multerer by showing thatthe first time period comprises a defined numberof
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daysafter aninitial authorization of the digital product as taught by Multerer in order to

make surethat the trial is expired or valid (Multerer, Paragraph [0010])

As to claim 11, Ahmad in view of Achefurther in view of Multerer discloses all the

elements in the claim above except the defined number of days comprisesthirty-one

days since theinitial authorization, and wherein thefirst upperlimit comprises seven

authorized devices. It would have been obvious matter of design choice by showing

that the defined number of days comprisesthirty-one dayssincetheinitial

authorization, and wherein thefirst upper limit comprises five authorized devices in

order to make sure that the trial is expired or valid for limited number of devices, for

example 7 devices.

Conclusion

Applicant's amendmentnecessitated the new ground(s) of rejection presentedin this

Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP§ 706.07(a).

Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a).

A shortenedstatutory period for reply to this final action is set to expire THREE

MONTHSfrom the mailing date of this action. In the eventafirst reply is filed within

TWO MONTHSof the mailing date of this final action and the advisory action is not

mailed until after the end of the THREE-MONTHshortened statutory period, then the

shortened statutory period will expire on the date the advisory action is mailed, and any

extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of
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the advisory action. In no event, however,will the statutory period for reply expire later

than SIX MONTHSfrom the date ofthis final action.

Any inquiry concerning this communication or earlier communications from the

examiner should be directed to ALI SHAYANFAR whosetelephone numberis 571-270-

1050. The examiner can normally be reached on Mondaythrough Friday 9:30-6:00PM

EST

If attempts to reach the examiner by telephone are unsuccessful, the examiner's

supervisor, Colin Carl can be reached on 571-272-3862. The fax phone numberfor the

organization where this application or proceeding is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the

Patent Application Information Retrieval (PAIR) system. Status information for

published applications may be obtained from either Private PAIR or Public PAIR.

Status information for unpublished applications is available through Private PAIR only.

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should

you have questions on access to the Private PAIR system, contact the Electronic

Business Center (EBC) at 866-217-9197(toll-free). If you would like assistance from a

USPTO Customer Service Representative or access to the automated information

system, call 800-786-9199 (IN USA OR CANADA)or 571-272-1000.

/A. S./

Examiner, Art Unit 2493
11/2/2014

/Carl Colin/

Supervisory Patent Examiner, Art Unit 2493
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PTO/SB/31 (07-09)
Approved for use [hrough 07/31/2012, OMB 0651-0031

U.S, Patent and Trademark Office; US. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection ofinformation unlessit displays a valid OMB cantrol number.

Docket Number (Optional)
NOTICE OF APPEAL FROM THE EXAMINER TO

THE BOARD OF PATENT APPEALS AND INTERFERENCES UN-NP-SA-001

| hereby certify that this correspondence Is being facsimile transmitted In re Application of
to the USPTO or deposited with the United States Postal Service with Ric B. Richardson
sufficient postage as first class mail in an envelope addressed to
“Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313- Application Number Filed
1450"[37 CFR 1.8(a)] 12/272,570 November17, 2008on

For System and Method for Adjustable Licensing of Digital Products
Signature Examiner

Typed orprinted Ali ShayanfareSa

Applicant hereby appeals to the Board of Patent Appeals and Interferences from the last decision of the examiner.

Thefee for this Notice of Appeal is (37 CFR 41.20(b)(1)) $ 820.00

Applicant claims small entity status. See 37 CFR 1.27. Therefore, the fee shown aboveIs reduced
by half, and the resulting fee is:

a A check in the amountof the fee is enclosed.

Payment by credit card. Form PTO-2038ts attached.

The Director is hereby authorized to charge any fees which may be required, or credit any overpayment
to Deposit Account No. :

El The Director has already been authorized to charge fees in this application to a Deposit Account.

A petition for an extension oftime under 37 CFR 1.136(a) (PTO/SB/22)is enclosed

WARNING: Information on this form may become public, Credit card information should not
be included onthis form. Provide credit card information and authorization on PTO-2033.

| am the

LI applicanVinventor, /Sean D. Burdick/
Signature

assignee of record of the entire interest. :
See 37 CFR 3.71. Statement under 37 CFR 3.73(b)is enclosed. Sean D. Burdick
(Form PTO/SB/96) Typed or pninted name

attomey or agent of record. 51,513 949-825-5527Registration number
Telephone number

attorney or agent acting under 37 CFR 1.34.
Registralion numberif acting under 37 CFR 1.34. February 7, 2012

Date

NOTE:Signaturesof all the inventors or assignees of record of the entire interest or their representative(s) are required.
Submit multiple forms if more than one signature is required, see below*.

 
Cl “Total of forms are submitted.

This collection of information is required by 37 CFR 41.31. The information is required to obtain or relain a benefit by the public whichis to file (and by the USPTO
to process) an application, Confidentiality is governed by 35 U.S.C, 122 and 37 CFR 1.11. 1.14 and 41.6, This collection is estimated to take 12 minutes to
complete, including gathenng, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case, Any
comments on the amount of time you require to complele this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, U.S, Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED
FORMS TO THIS ADDRESS, SEND TO: Commissionerfor Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

ifyou need assistance in completing the form, call 1-800-PTO-9799 and select option 2.
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Electronic Patent Application Fee Transmittal

Application Number: 12272570 

Filing Date: 17-Nov-2008 

Title of Invention: System and Method for Adjustable Licensing of Digital Products

 

First Named Inventor/Applicant Name: Ric B. Richardson

Attorney Docket Number: UN-NP-SA-001 

Filed as Small Entity 

Utility under 35 USC 111(a) Filing Fees 

Sub-Total in

Description Fee Code Quantity Amount USD(S) 

Basic Filing:

 

Miscellaneous-Filing: 

Petition:

Patent-Appeals-and-Interference: 

Notice of appeal 

Post-Allowance-and-Post-Issuance:
 

Extension-of-Time:
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 . 2 Sub-Total in

Miscellaneous:
 

Total in USD (5) 310 
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Electronic Acknowledgement Receipt

Application Number: 12272570 

International Application Number: 

Confirmation Number:

Title of Invention: System and Methodfor Adjustable Licensing of Digital Products

First Named Inventor/Applicant Name: Ric B. Richardson

Customer Number: 96051 

Filer: Sean Dylan Burdick 

Filer Authorized By:

Attorney Docket Number: UN-NP-SA-001

Receipt Date: O7-FEB-2012 

Filing Date: 17-NOV-2008 

Time Stamp: 17:26:20

Application Type: Utility under 35 USC 111(a)

Paymentinformation:

 
 

Submitted with Payment yes

Payment Type Credit Card 

Payment was successfully received in RAM $310

RAM confirmation Number 

Deposit Account

Authorized User 

File Listing: 
Document

Number
File Size(Bytes)/

Document Description File Name Message Digest|Part /.zip| (ifappl.)
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120807

Notice of Appeal Filed sb0031_notice_of_appeal.pdf aa tO20d 25 ea fel9a 7309202 densPoy
Felel

Warnings: 

Information:

Fee Worksheet (SBO6) fee-info.pdf
Ih) TedecS AOSdesdt) Watseae tS

Galo

Warnings: 

Information:

TotalFiles Size (in bytes) 150739 

This Acknowledgement Receipt evidences receipt an the noted date by the USPTO ofthe indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidenceof receipt similar toa
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111
Ifa new application is being filed and the application includes the necessary componentsfarafiling date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown onthis
AcknowledgementReceiptwill establish the filing date of the application.

National Stage of an International Application under 35 U.S.C, 371
If a timely submissionto enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903indicating acceptance of the application asa
national stage submission under 35 U.S.C, 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office
If a new international application is being filed and the international application includes the necessary componentsfor
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105)will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receiptwill establish the internationalfiling date of
the application.
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UNITED STATES PATENT AND TRADEMARK OFFICE
USITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Addn: COMMISSIONER FOR PATENTS

P.O,Box 1450
Alexandria, Virginia 22313-1450
Way 1eplo,poy

 
APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO. 

 

12/272.570 11/17/2008 Ric B. Richardson UN-NP-SA-001 6547

605 | 73590 OOF LR/I1 2

Uniloe USA Ine.

Legacy Town Center SHAYANEAR, ALI
7160 Dallas Parkway
Suite 380 ART UNIT PAPER NUMBER
Plano, TX 75024 2493

NOTIFICATION DATE DELIVERY MODE

 

 
09/18/2012 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period forreply, if any, is set in the attached communication,

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):
sean. burdick @unilocusa.com

amanda,ivey @unilocusa.com

PTOL-90A (Rev. 04/07)
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 Application No. Applicant(s)

: 42/272.570 RICHARDSON, RIC B.
Notice of Abandonment Ezaminer Art Unit ;

AL! SHAYANFAR

-- The MAILING DATEofthis communication appears on the cover sheet with the correspondence address--

This application is abandoned in view of:

|. Ed Applicant's failure to timely file a proper reply to the Office letter mailed on 08 November 2011.
(a) DA reply was received on (with a Certificate of Mailing or Transmission dated ), whichis after the expiration of the

period for reply (including a total extension of time of month(s)) which expired on

(b) EX] A proposed reply was received on 2/07/2012, but it does not constitute a proper reply under 37 CFR 1.113 (a) to the final
rejection.

(A proper reply under 37 CFR 1.113 to a final rejection consists only of: (1) a timely filed amendment which places the
application in condition for allowance; (2) a timely filed Notice of Appeal (with appeal fee); or (3) a timely filed Request for
Continued Examination (RCE) in compliance with 37 CFR 1.114),

(c) CA reply was received on but it does not constitute a proper reply, or a bonafide attempt at a properreply, to the non-
final rejection. See 37 CFR 1.85(a) and 1.111. (See explanation in box 7 below).

(d) C1 No reply has been received.

2. [J Applicant's failure to timely pay the required issue fee and publication fee. if applicable, within the statutory period of three months
from the mailing date of the Notice of Allowance (PTOL-85).

(a) D0 The issue fee and publication fee,if applicable, was received on (with a Certificate of Mailing or Transmission dated
), Whichis after the expiration of the statutory period for paymentof the issue fee (and publication fee) set in the Notice of

Allowance (PTOL-85).

(b) [) The submitted fee of $ is insufficient. A balance of $ is due.
The issue fee required by 37 CFR 1.18 is $ . The publicationfee,if required by 37 CFR 1.18(d), is $ .

(c) FJ The issue fee and publication fee, if applicable, has not been received.

3.2] Applicant's failure to timely file corrected drawings as required by, and within the three-month period setin, the Notice of
Allowability (PTO-37).

(a) CJ Proposed corrected drawings were received on
after the expiration of the period for reply.

(b) [1] No corrected drawings have been received.

(with a Certificate of Mailing or Transmission dated ), whichis

4. [J The letter of express abandonment which is signed bythe attorney or agentof record, the assignee ofthe entire interest, or all of
the applicants.

5. (] The letter of express abandonmentwhichis signed by anattorney or agent (acting in a representative capacity under 37 CFR
1,34(a)) upon the filing of a continuing application.

6. (J The decision by the Board of Patent Appeals and Interference rendered on and because the period for seeking court review
of the decision has expired and there are no allowed claims.

7. [] The reason(s) below:

A conversation took place on September 10, 2012 between the applicant's representative and the examinerto
confirm the abandonmentstatus of the application.

/Carl Colin/ (A. S./

Supervisory Patent Examiner, Art Unit 2493 Examiner, Art Unit 2493

 
Petitions to revive under 37 GFR 1.137(a) or (b), or requests to withdraw the holding of abandonment under 37 CFR 1.181, should be promptlyfiled to
minimize any negative effects on patent term.

US. Patent and Trademark Office

PTOL-1432 (Rev. 04-01) Notice of Abandonment Part of Paper No, 20120716
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Doc code: RCEX PTO/SB/30EFS (07-09)
Doc description: Request for Continued Examination (RCE) Approved for use through 07/31/2012. OMB 0657-0031U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to 2 collection of information unless il contains a valid OMB control number.

 

REQUEST FOR CONTINUED EXAMINATION(RCE)TRANSMITTAL
(Submitted Only via EFS-Web)

Application Filing Docket Number Art
Somber 12272570 Date 2008-11-17 (if applicable) UN-NP-SA-001 Unit 2493
First Named! 5-5. Richardson Examiner Ali ShayanfarInventor Name

This is a Request for Continued Examination (RCE) under 37 CFR 1,114 of the above-identified application.
Request for Continued Examination (RCE) practice under 3% CFR 1.114 does not apply to any utility or plant application filed prior to June 8,
1995, or to any design application The Insiruction Sheetfor this form is located at WWWUSPTO GOV

 

 

SUBMISSION REQUIRED UNDER 37 CFR 1.114
 

Note: If the RCEis proper, any previously filed unentered amendments and amendments enclosed with the RCE will be entered in the order
in which they were filed unless applicant instructs otherwise.If applicant does not wish to have any previously filed unentered amendment(s)
entered, applicant must request non-enty of such amendments) 

oO Previously submitted. If a final Office action ts outstanding, any amendmentsfiled after the final Office action may be considered as asubmission even if this box is not checked.

[| Consider the arguments in the Appeal Brief or Reply Brief previously filed on

{_] Other 

[><] Enclosed

[x] Amendment/Reply

 fx] Information Disclosure Statement (IDS)

{re} Affidavit(s)/ Declaration(s)

[| Other
 

MISCELLANEOUS 

Oo Suspension of action on the above-identified application is requested under 37 CFR 1.103(c} fora period of months
(Period of suspension shall not exceed 3 months; Fee under 37 CFR 1.17(i) required) 

{_] Other
 
 

FEES

The RGE fee under 37 CFR 1.17(e) is required by 37 CFR 1.114 whenthe RCEisfiled.
The Director is hereby authorized to charge any underpaymentof fees, or credit any overpayments, to
Deposit Account No 

SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT REQUIRED

[x] Patent Practitioner Signature

[_] Applicant Signature

 
 

EFS - Web2.1.15
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Doc code: RCEX PTO/SB/30EFS (07-09)
Doc description: Request for Continued Examination (RCE) Approved for use through 07/31/2012. OMB 0651-0031U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to 2 collection of information unless it contains 3 valid OMB control number.

  Signature of Registered U.S. Patent Practitioner

Date (YYYY-MM-DD)|2012-11-16

 
 Signature|/Sean D_ Burdick/ 
 

Sean D. Burdick Registration Number    
 

This collection of information is required by 37 CFR 1.114. The information is required to obtain or retain a benefit by the public which is to
file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is
estimated to take 12 minutes to complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time
will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or suggestions for
reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Depariment of Commerce,
P.O Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.

EFS - Web2.1.15
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Privacy Act Statement

 

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of the
attached form related to 3 patent application or patent. Accordingly, pursuant to the requirements of the Aci, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2), (2) furnishing of the information
solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark Office
is to process and/or examine your submission related to a patent application or patent. If you do not furnish the requested
information, the U.S. Patent and Trademark Office may not be able to process and/or examine your submission, which may
result in termination of proceedings or abandonmentof the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

a, The information on this form will be treated confidentially to the extent allowed under the Freedom of Information
Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a), Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

2. A record from this sysiem of records may be disclosed, as a routine use,in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures ta opposing counselin the course of settlernent
negatiations.

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Memberwith respect to the subject matter of the record.

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need
for the information in order to perform a contract. Recipients of information shail be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

5. A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

re A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services,
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records managementpractices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be madein accordance with the GSA regulations governing inspection of records for this
purpose, and any otherrelevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

8. A record from this sysiem of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record wasfiled in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspections or an issued patent

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or lacal law
enforcement agency,if the USPTO becomes awareof a violation or potential violation of law or regulation.

 
 

EFS - Web 2.1.15
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Doc Code: PET.OP

DocumentDescription: Petition for Review by the Office of Petitions PTOVSB/64 (07-09)
Approved for use through 07/31/2012, OMB 0651-0034

U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond toa collection ofinformation unless it displays a valid OMB control number.

PETITION FOR REVIVAL OF AN APPLICATION FOR PATENT Docket Number (Optional)

ABANDONED UNINTENTIONALLY UNDER37 CFR 1.137(b) UN-NP-SA-001

First named inventor; Ric 8. Richardson

Application No.;12/272.570 Art Unit: 2498
Filed: November 17, 2008 Examiner: Ali Shayantar

Title: |sySTEM AND METHOD FOR ADJUSTABLE LICENSING OF DIGITAL PRODUCTS

Attention: Office of Petitions

Mail Stop Petition
Commissionerfor Patents
P.O. Box 1450

Alexandria, VA 22313-1450

FAX (571) 273-8300

NOTE: If information or assistance is needed in completing this form, please contact Petitions
Information at (571) 272-3282.

The above-identified application became abandonedforfailure to file a timely and proper reply to a notice or action by the
United States Patent and Trademark Office. The date of abandonmentis the day after the expiration date of the period set
for reply in the office notice or action plus any extensions of time actually obtained.

APPLICANT HEREBY PETITIONS FOR REVIVAL OF THIS APPLICATION

NOTE:A grantable petition requires the following items:
(1) Petition fee;
(2) Reply and/or issue fee;
(3) Terminal disclaimer with disclaimer fee - required for all utility and plant applicationsfiled

before June 8, 1995; and for all design applications; and
(4) Statementthat the entire delay was unintentional

1. Petition Fee

Small entity-fee $ cat (37 CFR 1.17(m)). Application claims small entity status. See 37 CFR 1.27.

[] Other than small entity-fee $ (37 CFR 1.17(m))

2. Reply and/or fee
A. The reply and/or fee to the above-noted Office action in

the form of Response (identify type of reply):

[] has been filed previously on
is enclosed herewith.

The issue fee and publication fee (if applicable) of $

[| has been paid previously on

 
is enclosed herewith.

[Page 1 of 2]
This collection of information is required by 37 CFR 71.437(b), The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to
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IN THE UNITED STATES PATENT AND TRADEMARKOFFICE

Appl. no:=12/272,570 Conf.ne. 6547

Applicant: Ric B. Richardson Art Unit: 2493

Filed: November 17, 2008 Examiner: Ali Shayanfar

Title: SYSTEM AND METHOD FOR ADJUSTABLE LICENSING OF DIGITAL

PRODUCTS

RESPONSE TO FINAL OFFICE ACTION

Mail Stop Amendment
Commissionerfor Patents

P.O. Box 1450

Alexandria, VA 22313-1450

DearSir,

In response to the Office Action mailed November8, 2011, please amendthe present

application as follows.

Amendments to the Claims begin on page 2.

Remarksbegin on page 8.

12/272,570 |

312



313

IN THE CLAIMS:

I. (previously presented) A system for adjusting a license for a digital product over time, the

license comprising at least one allowed copy count corresponding to a maximum numberofdevices

authorized for use with the digital product, comprising:

a communication module for receiving a request for authorization to use the digital product

from a given device;

a processor module in operative communication with the communication module;

a memory module in operative communication with the processor module and comprising

executable code for the processor moduleto:

verify that a license data associated with the digital productis valid based at least in

part on a device identity generated by sampling physical parameters ofthe given device;

in response to the device identity already being on a record, allow the digital product

to be used on the given device;

in responseto the device identity not being on the record, set the allowed copy count

to a first upperlimit fora first time period, the allowed copy count corresponding to a maximum

numberof devices authorized to use the digital product;

calculate a device count corresponding to total number of devices already authorized

for use with the digital product; and

when the calculated device count is Jess than the first upperlimit, allow the digital

product to be used on the given device.

2. (original) The system of claim 1, wherein the digital product comprises software.

Ey (original) ‘The system of claim 1, wherein the license data comprises information that may be
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used to verify whether the license forthe digital productis valid.

4. (original) The system of claim 1, wherein the record comprises an authorization database.

2) (original) The system of claim 1, wherein the first time period comprises a defined number

of days after an initial authorization ofthe digital product.

6, (original) The system of claim 5, wherein the defined number of days comprises six days since

the initial authorization, and wherein the first upperlimit comprises five authorized devices.

7, (original) The system of claim 1, wherein the processor module is adapted to, in response to

the calculated device count equaling the first upperlimit, send a warning regarding the allowed copy

count to the given device.

8. (original) The system of claim |, wherein the processor module is adapted to, in response to

the calculated device count exceedingthe first upperlimit, deny the request for authorization.

9. (original) The system ofclaim 1, wherein the processor module is adapted to:

in responseto the device identity not being onthe record, afterthe first time period has expired,

set the allowed copy count to a second upperlimit for a second time period:

recalculate the device count; and

whenthe recalculated device count is less than the second upperlimit, allow the digital product

to be used on the given device.

10. (original) The system of claim 9, wherein the second time period comprises a defined number

of days since the initial authorization.

11. (original) The system of claim 10, wherein the defined number of days comprises thirty-one
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days since the initial authorization, and wherein the second upper limit comprises seven authorized

devices,

12. (original) The system of claim 9, wherein the processor module is adapted to, in response to

the calculated device count equaling the second upperlimit, send a warning regarding the allowed copy

count to the given device.

13. (original) The system of claim 9, wherein the processor module is adapted to, in response to

the calculated device count exceeding the second upperlimit, deny the request for authorization.

14, (original) The system of claim 9, wherein the processor moduleis adapted to:

in response to the device identity not being on the record, after the second time period has

expired, set the allowed copy count to a third upperlimit;

recalculate the device count; and

when the recalculated device count is less than the third upperlimit, allow the digital product

to be used on the given device.

15. (original) The system of claim 14, wherein thethird upper limit comprises eleven authorized

devices.

16. (original) The system of claim 14, wherein the processor module is adapted to, in response to

the calculated device count equaling the third upperlimit, send a warning regarding the allowed copy

count to the given device.

17. (original) The system of claim 14, wherein the processor module is adapted to, in response to

the calculated device count exceeding the third upperlimit, deny the request for authorization.
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18. (original) The system of claim 1, wherein the device identity comprises unique device

identifying information,

19. (original) The system of claim 18, wherein the unique device identifying information

comprises at least one user-configurable parameter and at least one non-user-configurable parameter

of the given device.

20.—_(original) The system of claim 18, wherein the device identity is generated byutilizing at

least one irreversible transformation of the at least one user-configurable and the at least one non-

user-configurable parameters of the given device.

21. (original) The system of claim 18, wherein the device identity is generated by utilizing a

cryptographic hash function onthe at least one user-configurable and the at least one non-user-

configurable parameters of the given device.

22, (previously presented) A method for adjusting a license fora digital product overtime, the

license comprising at least one allowed copy count corresponding to a maximum numberof devices

authorized for use with the digital product, comprising:

receiving a requestfor authorization to use the digital product on a given device;

verifying that a license data associated with the digital productis valid based at least in part

on a device identity generated by sampling physical parameters of the given device:

in response to the device identity already being on a record,allowing the digital product to be

used on the given device:

in response to the device identity not being on the record, setting the allowed copy count to a

first upperlimit fora first time period, the allowed copy count corresponding to a maximum number

of devices authorized to use the digital product;

12/272,570 5

316



317

calculating a device count correspondingto total numberof devices already authorized for

use with the digital product; and

when the calculated device countis less than the first upper limit, allowing the digital product

to be used on the given device.

23. (original) The method of claim 22, further comprising:

in response to the deviceidentity not being on the record,afterthe first time period has

expired, setting the allowed copy count to a second upperlimit for a second time period;

recalculating the device count; and

when the recalculated device countis less than the second upperlimit, allowing the digital

product to be used on the given device.

24. (original) The method of claim 23, further comprising:

in response to the device identity not being onthe record, after the second time period has

expired, setting the allowed copy countto a third upperlimit;

recalculating the device count; and

whenthe recalculated device count is less than the third upper limit, allowingthe digital

productto be used on the given device.

25. (previously presented) A computer program product, comprising:

a non-transitory computer-readable medium comprising:

code for causing a computerto receive a request for authorization to use the digital

product;

code for causing a computerto verify that a license data associated with the digital

product is valid based at least in part on a device identity generated by sampling physical parameters

12/272,570 6

317



318

of the computer;

code for causing a computer to, in response to the device identity already being on a

record, allow the digital product to be used on the computer;

code for causing a computerto, in response to the device identity not being on the

record, set theallowed copy countto a first upperlimit fora first time period after an initial

authorization ofthe digital product, the allowed copy count corresponding to a maximum numberof

devices authorized to use the digital product;

code for causing a computerto calculate a device count correspondingto total

numberof devices already authorized for use with the digital product; and

code for causing a computerto, when the calculated device countis less than the first

upperlimit, allowing the digital product to be used on the computer.

12/272,570 7
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REMARKS

Applicant thanks Examiner Shayanfar for his thorough review of the application papers,

for considering the lengthy IDS references, and for his opinion on patentability.

Claims 1-25 are pending in the application. Applicant respectfully requests

reconsideration in view ofthese remarks,

Response to Rejections Under 35 USC $103

Claims 1-4 and 7-9 and 12-24 and 25 were rejected under 35 USC §103(a) as being

obvious over US Patent No. 5,925,127 (“Ahmad”) in view of U.S. Application Pub.

2006/027031 (“Ache”). Claims 5-6 and 10-11 were rejected under 35 USC §103(a) as being

obvious over Ahmad in view of Takano and in further in view of U.S. Application Pub.

2006/0048236 (“Multerer”). Applicant respectfully traverses.

Background

The present application (“Richardson”) discloses an invention for a system that

automatically adjusts usage limitations on license software. The adjustable license is based on

exploitation of an advanced technique for generating a “device fingerprint” or “device identifier”

for each of many computers that a single licensee may use to execute the licensed software. The

“device fingerprint” or “device identifier” may be generated using irreversible transformations of

at least one user-configurable and at least one non-user-configurable parameters. The “device

fingerprint” or “device identifier” may also be generated utilizing a cryptographic hash function

on at least one user-configurable and at least one non-user-configurable parameters. The device

identifier uniquely identifies each computer so that the licensing system can keep an accurate

count of the number of computers authorized to use the software under any particularlicense.

Unlike other software licensing schemes, the Richardson system anticipates that a

licensee’s number of computers and computer configurations will change over time, and

therefore implements a method for allowing such changes to occur without the user having to re-

license the software, and without allowing unauthorized use of software to run out of control.

The Ahmad, Ache, and Mulierer reference also disclose technology in the general field of

monitoring and controlling the usage of software. When examined in greater detail, however, it
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becomes apparent that there are several key features that distinguish Richardson over Ahmad in

view ofAche and Multerer. For example:

(i) Richardson's limitation wherein “in response to the device identity not being on the

record,set the allowed copy countto a first upperlimit fora first time period, the allowed copy count

corresponding to a maximum numberof devices authorized to use the digital product” is not taught

by Ahmad in combination with any other reference of record.

(ii) Richardson'slimitation wherein “in response to the device identity not being on the record,

after the first time period has expired, set the allowed copy count to a second upperlimit for a second

time period” is not taught by AAmad in combination with any other reference ofrecord.

(iii) Richardson’s limitation wherein “the device identity is generated by utilizing at least one

ureversible transformation of the at least one user-configurable and the at least one non-user-

configurable parameters of the given device” is not taught by Ahmad in combination with any other

reference of record.

(iv) Richardson's limitation wherein “the device identity is generated by utilizing a

cryptographic hash function on the at least one user-configurable and the at least one non-user-

configurable parameters of the given device” is not taught by Ahmad in combination with any other

reference of record,

Legal Standardfor Obviousness

Well-established patent law holds that an obviousness rejection cannot be sustained unless

the cited reference(s) (a) provide a suggestion or motivation to combine reference teachings in the

manner claimed; (b) provide a reasonable expectation of success; and (c) teach all of the claim

limitations, except for those limitations already within the knowledge or common sense of a person

of ordinary skill in the art. /n re Vaeck, 947 F.2d 488 (Fed. Cir. 1991); KSR Int'l Co. v. Teleflex, Inc.,

550 U.S. 398 (2007). Moreover, the burden is on the examinerto articulate an apparent reason to

combine the references in the mannerclaimed, and to articulate rationale in support of obviousness

rejections. ASR, 550 U.S, at 418.

Claim I

Regarding the rejection of claim |, neither Ahmad nor Ache teach or suggest “in response to

the device identity not being on the record, set the allowed copy count to a first upperlimit forafirst
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time period, the allowed copy count corresponding to a maximum numberof devices authorized to

use the digital product”.

The Office Action on pages 3 to 4 admits that A/imed does not disclose the features of the

present invention. Instead, the Office Action on page 5 cites to ofAche at par. 0011.

In Ache, if the user device is not an authorized user device, the licensing server can have

numerous options. If a number of authorized user devices is not greater than or equal to the

maximum number of authorized user device, the user device can be added to the authorization

database and became an authorized user device. If adding the user device exceeds the maximum

number of authorized user devices, the user’s request for access to the electronic content can be

denied. (Ache, { 0011)

However, adding an authorized user device when the maximum numberof authorized user

devices has not been reached is not the same assetting “the allowed copy countto a first upper limit

for a first time period.” In such a case, there is no indication that the mere act of adding an

authorized device sets the number of maximum authorized devices. There is also no indication that

the mere act of adding an authorized device sets the number of maximum authorized device for a

first time period.

Furthermore, Ac/ie does not disclose that the maximum numberof authorized user devices Is

set for certain time period, For example, every user has a maximum numberof user devices that can

be considered authorized user devices. (Ache, { 0009) Typically, the maximum numberis set by the

provider and can be a condition of the provider's agreement with the content owner, (Ache, {{ 0009)

There is no indication that the provider will limit the length of the maximum number, or that the

provider’s agreement with the content ownerwill limit the length of the maximum number, Thatis,

there is no indication that the maximum number of authorized user devices will be set by the

provider or the provider’s agreement with the content owner for a certain period of time, Such

details regarding the time period of the maximum number of authorized user devices are not

disclosed in Ache and to infer such a teaching is. applicant respectfully submits. the result of

impermissible hindsight.

MPEP2142 cautions that

The tendency to resort to “hindsight” based upon
applicant's disclosure is often difficult to avoid due to the very
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nature of the examination process. However, impermissible
hindsight must be avoided and the legal conclusion must be
reached on the basis of the facts gleaned from the priorart.

Applicant respectfully requests that the rejection of claim | and its dependent claims be

withdrawn.

Claim 9

Regarding the rejection of claim 9, neither Ahmad nor Ache teaches or suggests “in response

to the device identity not being on the record, after the first time period has expired, set the allowed

copy count to a second upperlimit fora second time period”.

There is no indication that Ahmad teaches the features of the present invention. The Office

Acton on page 8 cites to Ache for such features.

The Office Action on page 8 states that in Ache “The authorization database can contain a list

of user IDs, unique to each user; the unique ID; an authorization date, which is the time or date the

user device became an authorized user device; Another embodiment limits the number of de-

authorizations in a certain time period.”

However,limiting the numberof de-authorizationsin a certain time period is not the same as

“in response to the device identity not being on the record, afterthe first time period has expired, set the

allowed copy count to a second upperlimit for a second timeperiod’.

Limiting the numberof de-authorizations within a given time period does not increase the

maximum number of authorized user devices, For example, in Ache, if the maximum numberof

authorized user devices is 5, 2 de-authorizations are allowed for a first time period, and 4 de-

authorizations are allowed for a second time period, the maximum numberof authorized user devices

connected at any given time would still be 5 regardless of the amount of de-authorizations

performed,

In contrast, the claim recites that “in response to the device identity not being on the record,

after the first time period has expired, set the allowed copy count to a second upperlimit for a second

time period.” In Richardson, if the allowed copy countis initially set at 5 for the first time period, the

allowed copy count could be increased to 7 for the second time period. Therefore, during the second

time period, 7 devices could be using the digital productat the sametime.
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Thus, Ache does not disclose the features of the present invention as recited in the elements

of claim 9. Applicant respectfully requests that the rejection of claim 9 be withdrawn.

Claims 14, 23, and 24

All arguments for patentability with regard to claim 9 are repeated and incorporated herein

for claims 14, 23, and 24. Applicant respectfully requests that the rejection of claims 14, 23, and 24

be withdrawn.

Claim 20

Regarding the rejection of claim 20, neither Ahmad nor Ache teach or suggest “wherein the

device identity is generated by utilizing at least one irreversible transformation of the at least one

user-configurable and the at least one non-user-configurable parametersof the given device.”

There is no indication that Aiimad discloses these particular features recited in claim 20. The

Office Action on page |2 cites to Acie at par. 0009 forallegedly teaching such features.

Ache notes that users can input the unique ID orinitiate a request to make the user device an

authorized user device. (Ache,| 0009) While the unique ID may be input by the user, there is no

indication that the unique [D is subject to an irreversible transformation. Furthermore, there is no

indication in Ache that any non-user-configurable parameter, in addition to a user-configurable

parameter, is subject to an irreversible transformation.

Applicant respectfully requests that the rejection of claim 20 be withdrawn.

Claim 21

Regarding the rejection of claim 20, neither Afmad nor Ache teach or suggest “wherein the

device identity is generated by utilizing a cryptographic hash function on the at least one user-

configurable and the at least one non-user-configurable parameters of the given device.”

There is no indication that Ahmad discloses these particular features recited in claim 21.

Instead, the Office Action on page 12 cites to Ache at par. 0013 for such features.

The Office Action on page 12 provides that in Ache, the unique ID can be encrypted if stored

outside a user device, or stored encrypted in a cookie. Furthermore, the Office Action stated thatit is

well knownin the art that encryption is done in a cryptographic hash function.
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However, if the unique ID is the user-configurable parameter, then there is no indication in

Ache that a non-user-configurable parameter is encrypted using a cryptographic hash function as

required by the claim element. Likewise, if the unique ID is the non-user-configurable parameter.

then there is no indication in Ache that a user-configurable parameter is encrypted using a

cryptographic hash function as required by the claim element.

Thus, Ache does not disclose the features of the present invention as recited in claim 21.

Applicant respectfully requests that the rejection for claim 21 be withdrawn.

Claims 22 and 25

All arguments for patentability with respect to claim | are repeated and incorporated herein

for claims 22 and 25. Applicant respectfully requests that the rejection of claims 22 and 25, and their

dependent claims be withdrawn.

Claims 2 - 4, 7 - 9, 12 - 21, 23 and 24

Applicant reasserts here all of the foregoing arguments in favor of patentability of claims |

and 22. Dependent claims 2 - 4, 7 - 9, 12 - 21, 23 and 24 each depend from claim | or 22, and are

thus allowable over Ahmad in view ofAche based on dependency.

Claim 5

Regarding the rejection of claim 5, neither Ahmad, nor Ache, nor Multerer teach or suggest

“wherein the first time period comprises a defined numberof daysafter an initial authorization of the

digital product.”

The Office Action on page 14 admits that Ahmad and Ache do notdisclose the recited claim

element. Instead, the Office Action cites to Multerer for teaching such features.

However, Multerer does not disclose the features of the present invention. In Multerer, a

user has an account or subscription associated with a central location. The account or subscription

allows a user to access software (e.g., games, applications, etc.) residing on any computing device.

Thus, the user is not restricted to using software on a particular computing device as the software is

licensed to a particularuser, not a particular computing device. (4[ 0035) The account or subscription

may be limited to a predetermined time period (e.g., a rental period of 30 days). (4{ 0010)

Thus, the time period disclosed in Multerer relates to the ability of the account holder to
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access the games or applications in the first place and not the “maximum number of devices

authorized to use the digital product”.

In other words, Multerer does not restrict the user to using software on a particular

computing device. (0035) Thus, the user could access the software on any numberof devices and

the maximum numberof devices authorized to use the software is not dependent on the time period

in Multerer.

Moreover, Multerer teaches away from the present invention as simultaneous access to the

software is limited in Multerer.

For example, after a user logs in, the central service desirably stores the user’s identification

information and logged in status in storage as long as the user is logged in, Then, when a subsequent

user logs in, the central service checks its storage to determine if the user has already logged in. In

such a case, it is determined that two users are attempting to use the same user account or subscriber

account which is undesirable. To prevent multiple concurrent logins using the same user

identification information, the central service disconnects the earlier logged in user. (Multerer,

0065)

Thus, in Multerer, while the user can access the software utilizing multiple different devices,

he is unable to do so in a concurrent manner. That is, he can only access the software on multiple

different devices serially.

In contrast, in the present invention, the authorization is based on the device and thus two

previously authorized devices may use the digital product concurrently. (Richardson, Pg. 6, Ins. 3 —

18)

MPEP 2141.02 notes that:

A prior art reference must be considered in its entirety, ie., as a
whole, including portions that would lead away from the claimed
invention, W.L. Gore & Associates, Inc. v. Garlock, Inc., 721 F.2d

1540, 220 USPQ 303 (Fed. Cir. 1983), cert. denied, 469 U.S. 851
(1984)

In view of the above, Applicant respectfully requests that the rejection for claim 5 be

withdrawn.
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Claims 6, 10, and 11

All arguments for patentability with respect to claim 5 are repeated and incorporated herein

for claims 6, 10, and 11. Applicant requests allowance ofclaims 6, 10 and 11 based on dependency.

Conclusion

In view of the entirety of the above, applicant believes that all pending claims are in

condition for allowance and earnestly requests that these claims be passed to issuance. If the

Examiner believes that a telephone conversation would help to expedite prosecution, please call

the undersigned attorney at the numberbelow.

Respectfully Submitted,

ts, el  

Sean D. Burdick

Reg. No. 51,513

Uniloe USA,Inc.

7160 N. Dallas Parkway, Suite 380
Plano, TX 75024

(972) 905-9580 x227
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the Notice of Appealfiled February 7, 2012. The Office mailed a Notice of Abandonmenton
September 18, 2012.

Petitioner has met the requirementsto revive the above-identified application pursuant to 37 CFR
1.137(b). Petitioner submitted the required reply in the form of a request for continued examination
and a submission,paid the requisite fees, and made the proper statementof unintentionaldelay.

This matter is being referred to Technology Center Art Unit 2493 for further action on the requestfor
continued examination filed November 16, 2012.

Telephone inquiries concerning this matter may bedirected to the undersignedat (571) 272-3211.

/Christina Tartera Donnell/

Christina Tartera Donnell

Senior Petitions Attorney
Office of Petitions
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US. Patent and Trademark Office: U.S. DEPARTMENT OF GOMMERGE
Under the Paperwork Reduction Act of 1995, no persons are required to respand to a collection of information unless it contains a valid OMB control number

Complete if KnownSubstitute for form 1449/PTO

(modified by Applicant) Application Number 12/272.570

Filing Date 11-17-2008

First Named Inventor Ric B. Richardson

Art Unit 3493

Examiner Name Ali Shayanfar

Sheet|1 of [3 Attorney Docket Number|UN-NP-SA-0O1

 

 

INFORMATION DISCLOSURE

STATEMENT BY APPLICANT
(Use as many sheels as necessary)

   
 
 

U.S. PATENT DOCUMENTS

Examiner is ender|Number Publication Date Name of Patentee or Pages, Columns, Lines, WhereInitials MM-DD-YYYY Applicant of Cited Document Relevant Passages or Relevant|Number-kingcoue"|Kind Code "“"") Figures Appear
4,278,837|07/14/81|Best

4,446,519|05/01/84|Thomas

4,458,315|07/03/84|Uchenick
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 4,712,238 12/08/87|Gilhousenet al.

4,888,798 12/19/89|Earnest. Lester D.

4,903,296 02/20/90|Chandraetal.

4,924,378 05/08/90|Hershey et al.

4,937,863 06/26/90|Robert et al.

4,959,861 09/25/90|Howlette, Edward L.

5,014,234 05/07/91|Edwards, Jr

5,033,084|07/16/91|Beecher, David A.

5,034,980|07/23/91|Kubota, Satoshi

 

  

 

 

 

 

5,081,676|01/14/92|Chouet al.

5,083,309|01/21/92|Beysson

5,109,413 04/28/92|Comerfordetal.

5,146,575|09/08/92|Nolan,Jr.

 

 

 
Examiner Date
Signature Considered 

EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609, Drawline throughcitation if not in
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US. Patent and Trademark Office: U.S. DEPARTMENT OF GOMMERGE
Under the Paperwork Reduction Act of 1995, no persons are required to respand to a collection of information unless it contains a valid OMB control number

- Complete if KnownSubstitute for form 1449/PTO

(modified by Applicant) Application Number 12/272.570

Filing Date 11-17-2008

First Named Inventor Ric B. Richardson

Art Unit 3493

Examiner Name Ali Shayanfar

Sheet_| 2 of [3 Attorney Docket Number|UN-NP-SA-0O1

 

 

INFORMATION DISCLOSURE

STATEMENT BY APPLICANT
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U.S. PATENT DOCUMENTS

Examiner oe eedaer|Number Publication Date Name of Patentee or Pages, Columns, Lines, WhereInitials MM-DD-YYYY Applicant of Cited Document Relevant Passages or Relevant|Number-kingcoue"Om|Kind Code "“""") Figures Appear
5,259,029 11/02/93|Duncan,Jr.

5,341,429 08/23/94|Stringer et al.

5,375,240 12/20/94|Grundy, Gregory

5,495,411 02/27/96|Ananda, Mohan

5,548,645 08/20/96|Ananda, Mohan

5,559,884 09/24/96|Davidsonetal.

5,579,222 11/26/96|Bains etal.

5,703,951 12/30/97|Dolphin,JanetL.
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 6,049,789 04/11/00|Frison et al.

6,557,105|04/29/03|Tardo etal.

6,829,596 12/07/04|Frazee, Steve

7,870,273 01/11/11|Watson et al.

7,908,662|03/15/11|Richardson, Ric B.
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2004/0009815 01/15/04|Zotto et al.
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2004/0148525|07/29/04|Aida etal.

2004/0152516|08/05/04| Blatteretal.

 

 

 
Examiner Date
Signature Considered 

EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 603, Drawline throughcitation if not in
conformance and not considered, Include copy of this form with next communication to applicant.
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Examiner Name Ali Shayanfar
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2004/0249763 12/09/04|Vardi, David

2005/0069129 3/31/2005|Ho etal.

 

 
 

 

 

 

 

 

 

2005/0071280|3/31/2005| Irwin etal.

2005/0278395 12/15/05|Sandaire, Johnny

2005/0289072 12/29/05|Sabharwal, Vinay

2007/0143228 6/21/2007|Jorden et al.
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Initials s SSE Reet MM-DD-YYYY Applicant of Cited Where Relevant Passages

Country Code — Number — Kind Code Document or Relevant Figures Appear

DE 10155 755 Al 5/22/2003 Siemens

EP 1560 098 8/3/2005 Microsoft Corp.

Chubu Nippon
Denki Software KK

WO 2000/072119 11/30/2000|Rabin, Michael O.

 

  

 

JP 4369 068 12/21/1992 

  
 
 

NON PATENT LITERATURE DOCUMENTS

Examiner|Cite Include name of the author (in CAPITAL LETTERS), title of the article (when appropriate), title of
Initials No. the item (book, magazine, journal, serial, symposium, catalog, etc.), date page(s), volume-issue T

number(s), publisher, city and/or country where published.

 

 

Osgood, David, Letter to Rhythms Researcher, Mini-Mitter Co., Inc., after 1990, 2 pgs. 

Examiner Date
Signature Considered 

EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609, Draw line throughcitation if not in
conformance and not considered, Include copy of this form with next communication to applicant.
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This AcknowledgementReceipt evidences receipt on the noted date by the USPTO ofthe indicated documents,
characterized by the applicant, and including page counts, where applicable.It serves as evidence of receipt similar toa
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111
If a new application is being filed and the application includes the necessary componentsfora filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown onthis
AcknowledgementReceiptwill establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371
Ifa timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903indicating acceptance of the application asa
national stage submission under 35 U.S.C, 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office
Ifa new internationalapplication is being filed and the international application includes the necessary componentsfor
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the InternationalFiling Date (Form PCT/RO/105)will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receiptwill establish the internationalfiling date of
the application.
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IN THE UNITED STATES PATENT AND TRADEMARKOFFICE

Appl. no.: 12/272,570 Conf. no. 6547

Applicant: Ric B. Richardson Art Unit: 2493

Filed: 11-17-2008 Examiner: Ali Shayanfar

Title: System and Method for Adjustable Licensing of Digital Products

SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Dear Sir:

Applicant hereby submits, without admission of prior art effect thereof, form(s)

PTO/SB/08 pursuantto the duty of disclosure requirements of 37 CFR §§ 1.56, 1.97 and 1.98,

Applicant has listed publication dates on the attached form(s) PTO/SB/08 based on

information presently available to the undersigned. However, the listed publication dates should

not be construed as an admission that the information was actually published on the date

indicated.

It is respectfully requested that the Examinerinitial and return a copy of the enclosed

forms PTO/SB/08, and to indicate in the official file wrapper of this patent application that the

documents have been considered.

12/272,570 1
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This Information Disclosure Statement is being filed within three months of the U.S. filing

date, before the mailing date of a first Office Action on the merits, or before the mailing of a first

Office Actionafter the filing of a request for continued examination, therefore no statement under

37 CFR § 1.97(e) or fee is required,

Uniloc USA,Inc.

7160 N. Dallas Parkway, Suite 380
Plano, TX 75024
972-905-9580

12/272,576
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Respectfully Submitted,

a» wee i

 

Sean D, Burdick

Reg. No. 51,513
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Untrep STATES PATENT AND TRADEMARKOFFICE
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O, Box 1450
Alexandria, Virginia 22313-1450wwdlsplo.goy

 
NOTICE OF ALLOWANCE AND FEE(S) DUE

£ EXAMINER96051 FSU0) DOL L2013

Uniloc USA Inc. SHAYANFAR,ALI

Legacy TownCenter
7160Dallas Parkvay
Suite 380 2493
Plano, TX 75024 DATE MAILED: 09/11/2013

APPLICATION NO, FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO. 
{2/272,570 1/17/2008 Ric B. Richardson UN-NP-SA-001 6547

TITLE OF INVENTION: SYSTEM AND METHOD FOR ADJUSTABLE LICENSING OF DIGITAL PRODUCTS

 APPLN. TYPE ENTITY STATUS ISSUE FEE DUE PUBLICATION FEE DUE|PREV.PATD ISSUE FEE TOTAL FEE(S) DUE DATE DUE

nonprovisional SMALL 5890. 5300 50 51190 12/11/2013

THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT.
PROSECUTION ON THE MERITS IS CLOSED. THIS NOTICE OF ALLOWANCE IS NOT A GRANTOF PATENT RIGHTS.
THIS APPLICATION IS SUBJECT TO WITHDRAWAL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON
PETITION BY THE APPLICANT. SEE 37 CFR 1.313 AND MPEP1308.

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN THREE MONTHS FROM THE
MAILING DATE OF THIS NOTICE OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THIS

RY PE cA ‘T BE EXTENDED. SEE 35 U.S.C. 151. THE ISSUE FEE DUE INDICATED ABOVE DOES
NOT REFLECT A CREDIT FOR ANY PREVIOUSLY PAID ISSUE FEE IN THIS APPLICATION, IF AN ISSUE FEE HAS
PREVIOUSLY BEEN PAID IN THIS APPLICATION (AS SHOWN ABOVE), THE RETURN OF PART B OF THIS FORM

aBE CONSIDERED A REQUEST TO REAPPLY THE PREVIOUSLY PAID ISSUE FEE TOWARD THE ISSUE FEE NOWUE.

 

5ad =B: 

HOW TO REPLYTO THIS NOTICE:

I. Review the ENTITY STATUS shownabove. If the ENTITY STATUSis shown as SMALLor MICRO, verify whether entitlement to that
entily status still applies.

Ifthe ENTITY STATUSis the same as shown above, pay the TOTAL FEE(S) DUE shown above.

Ifthe ENTITY STATUSis changed fromthat shown above, on PART B - FEE(S) TRANSMITTAL, complete section number 5 titled
"Change in Entity Status (from status indicated above)".

For purposes of this notice, small entity fees are 1/2 the amount of undiscounted fees, and micro entity fees are 1/2 the amount of small entity
fees.

Il. PART B - FEE(S) TRANSMITTAL,orits equivalent, must be completed and returned to the United States Patent and Trademark Office
(USPTO) with your ISSUE FEE and PUBLICATION FEE (if required). If you are charging the fee(s) to your deposit account, section "4b"
of Part B - Pee(s) Transmittal should be completed and an extra copy of the form should be submitted. If an equivalent of Part B is filed, a
request to reapply a previously paid issue fee must be clearly made, and delays in processing may occur due to the difficully in recognizing
the paper as an equivalentof Part B.

If. All communications regarding this application must give the application number. Please direct all communications prior to issuance to
Mail Stop ISSUE FEE unless advised to the contrary.

IMPORTANT REMINDER: Utility patents issuing on applications filed on or after Dec. 12, 1980 may require payment of
maintenancefees. It is patentee's responsibility to ensure timely payment of maintenance fees when due.

Page | of 4
PTOL-85 (Rev. (2/11)
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PARTB - FEE(S)TRANSMITTAL

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE
Commissioner for Patents
P.O. Box 1450
Alexandria, Virginia 22313-1450

or Fax (571)-273-2885

INSTRUCTIONS: This form should be used for transmitting the ISSUE PEE and PUBLICATION DEE Gif required), Blocks 1 through 5 should be completed where
appropriate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address as
indicated unless corrected below or directed otherwise in Block 1, by (a) specifying a new correspondence address: and/or (b) indicating a separate "FEE ADDRESS” formaintenance fee notifications.

Note: A certificate of Eatiins can only be used for domestic mailings of theFee(s) Transmittal. This certificate cannot be used for any other accompanying
CURRENT CORRESPONDENCE ADDRESS (Note; Lise Block | for any change of addres) vapers. Each additional paper, such as an assignmentor formal drawing, must

have its own certificate of mailing or transmission.

Certificate of Mailing or Transmission

26051 4, 7590 Ooi L/2013 L hereby certify that this Reels) Transmittal is being deposited with the UnitedUniloc USA Ine. States Postal Service with sufficient postage for first class mail in an envelope
L T Cent addressed to the Mail Stop ISSUE PEE address above. or being facsimileegacy Lown Center transmitted to the USPTO (571 ) 273-2885. on the date indicated below.
7160 Dallas Parkway -
Suite 380

Plano, TX 75024  
 APPLICATION NO, FILING DATE FIRST NAMED INVENTOR ATTORNEY BOCKETNO, CONFIRMATION NO,

12/272,.570 1117/2008 Ric B. Richardson UN-NP-SA-001 6547

TITLE OF INVENTION: SYSTEM AND METHOD FOR ADJUSTABLE LICENSING OF DIGITAL PRODUCTS

 
 

ENTITY STATUS ISSUE FEE DUE PUBLICATION FER DUE|PREV, PAIDISSUE PEE|TOTAL FEE(S) DUE DATE DUE

 $1190 12/11/2013nonprovisional

EXAMINER ART UNIT CLASS-SLIBCLASS 
SHAYANFAR, ALI 2493 726-032000

|, Change of correspondence address or indication of "Fee Address" (47 2. Por printing on the patent front page, list
CFR 1.363), ‘ - I(1) the names of up to 3 registered patent attorneys

LY change of correspondence address (or Change of Correspondence or agents OR, alternatively,Addeess form PTO/SB/122) attached. 3
(2) the name of a single firm (having as a membera ==
registered attorney or agent) and the names ofup to
2 registered patent attorneys or agents. [[nonameis 4
listed, no name will be printed.

a "Fee Address" indication (or "Fee Address” Indication form
PTO/SB/47; Rev 03-02 or more recent) attached, Use of a Customer
Number is required.

 
3, ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT(print or type)

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document has been filed for
recordation as set forth in 37 CPR 3.1). Completion of this form is NOT a substitute for filing an assignment.
(A) NAME OP ASSIGNEE (B) RESIDENCE: (CITY and STATE OR COUNTRY)

Please check the appropriate assignee category or categories (Will not be printed on the patent): Oindividual O Corporation or otherprivate group entity J Government

da. The following fee(s) are submitted: 4b, Payment of Pee(s): (Please first reapply any previously paid issue fee shown above)
C1 Issue Fee CI Acheckis enclosed.
(J Publication Fee (No small emily discount permitted) Lj Payment by credit card. Form PTO-2038is attached,
| Advance Order - # of Copies (J The Director is hereby authorized to charge the required fee(s), any deficiency, or credit any

overpayment, to Deposit Account Number (enclose an extra copy of this form).

Page 2 of 4
PTOL-85 (Rev. 02/11)
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5. Change in Entily Status (fromstatus indicated above)

 
LI Applicant certifying micro entity status, See 47 CFR 1,29 NOTE: Absent a valid certification of Micro Entity Status (see form PTO/SB/15A and 15B), issue

fee payment in the micro entity amount will not be accepted at the risk of application abandonment.

| Applicant asserting small entity status. See 37 CPR 1.27 NOTE: If the application was previously under micro entity status, checking this box will be taken
to be a notification of Loss of entitlement to micro entity status.

O Applicant changing to regular undiscounted fee status. NOTE; Checkingthis box will be taken to be a notification of loss of entitlement lo small or micro
entity status, as applicable.

NOTE: The Issue Fee and Publication Pee (if required) will not be accepted from anyone other than the applicant: a registered attorney or agent; or the assignee or other party in
interest as shown by the records of the United States Patent and Trademark Office.

Authorized Signature Date

Typed or printed name Registration No,

This collection of information is required by 37 CPR 1.311. The information is required to obtain or retain a benefit by the public whichis to file (and by the USPTO to process)
an application, Confidentiality is governed by 35 U.S.C. 122 and 37 CPR 11+. This collection is estimated to take 12 minutes to complete. including gathering, preparing, and
submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount oftime you require to complete
this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and ‘Trademark Office, U.S. Department of Commerce, P.O.
we bert Alexandria, Virginia 22313-1450, DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO; Commissionerfor Patents, P.O. Box 1450,Alexandria, Virginia 22313-1450.
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection ofinformation unless it displays a valid OMB control number. 

Page 3 of 4

PTOL-85 (Rev. 02/11) Approved for use through 08/31/2013. OMB0651-0033 U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE
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Unrrep STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria, Virginia 22313-1450
WANthstseo!

APPLICATION NO, PILING DATE PIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO.

 
 

12/272,570 L1/17/2008 Ric B. Richardson UN-NP-SA-001 6547

,
96051 TSU) DOL L013

Uniloc USA Inc. SHAYANEFAR, ALI

Legacy Town Center
7160Dallas Parka
Suite 380 2493
Plano, TX 75024 DATE MAILED: 00/11/2013

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(application filed on or after May 29, 2000)

The Patent Term Adjustment to date is 385 day(s). If the issue fee is paid on the date that is three months after the
mailing date of this notice and the patent issues on the Tuesday before the date that is 28 weeks (six and a half
months) after the mailing date of this notice. the Patent Term Adjustment will be 385 day(s).

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that
determines Patent Term Adjustmentis the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information Retrieval
(PAIR) WEBsite (http://pair.uspto.goy).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of
Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee payments should be
directed to the Customer Service Centerof the Office of Patent Publication at 1-(§88)-786-0101 or (571)-272-4200.

Page 4 of 4
PTOL-85 (Rev. 02/11)
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with
your submission ofthe attached form related to a patent application or patent. Accordingly, pursuant to
the requirements of the Act, please be advised that: (1) the general authority for the collection of this
information is 35 U.S.C. 2(b)(2): (2) furnishing of the information solicited is voluntary; and (3) the
principal purpose for which the information is used by the U.S. Patent and Trademark Office is to process
and/or examine your submission related to a patent application or patent. If you do not furnish the
requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine
your submission, which may result in termination of proceedings or abandonment of the application or
expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the Freedom
of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a), Records from this system of
records may be disclosed to the Department of Justice to determine whether disclosure of these
records is required by the Freedomof Information Act.

2. A record fromthis system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel
in the course of settlement negotiations.

3. A record in this system of records may be disclosed, as a rouline use, to a Member of Congress
submitting a request involving an individual, to whomthe record pertains, when the individual has
requested assistance from the Member with respect to the subject matter of the record.

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency
having need for the information in order to perform a contract. Recipients of information shall be
required to comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5
U.S.C. 552a(m).

5. A record related to an International Application filed under the Patent Cooperation Treaty in this
system of records may be disclosed, as a routine use, to the International Bureau of the World
Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy
Act (42 ULS.C. 218(c)).

7. A record from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or his/her designee, during an inspection of records conducted by GSA as part of
that agency's responsibility to recommend improvements in records management practices and
programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance
with the GSA regulations governing inspection of records for this purpose, and any other relevant
(.e., GSA or Commerce) directive. Such disclosure shall not be used to make determinations about
individuals.

8. A record from this system of records may be disclosed, as a routine use, to the public after either
publication ofthe application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35
U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a
routine use, to the public if the record was filed in an application which became abandoned or in
which the proceedings were terminated and which application is referenced by either a published
application, an application open to public inspection or an issued patent.

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local
law enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or
regulation,
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DETAILED ACTION

Continued Examination Under 37 CFR 1.114

It A requestfor continued examination under 37 CFR 1.114,including the fee set

forth in 37 CFR 1.17(e), wasfiled in this application after final rejection. Since this

application is eligible for continued examination under 37 CFR 1.114, and the fee set

forth in 37 CFR 1.17(e) has beentimely paid, the finality of the previous Office action

has been withdrawn pursuant to 37 CFR 1.114. Applicant's submissionfiled on
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2. Claims 1-25 are pending in the application.

Response to Arguments

4, Previous rejection of the pending claims overprior arts of record has been

withdrawnin light of applicant's arguments and remarksfiled on 11/16/2012.

Allowable Subject Matter

5. Claims 1-25 are allowed.

No reason for allowance is needed astherecordis clear in light of applicant's

arguments and amendmentfiled on 11/16/2012. See MPEP 1302.14(I).

6. Noneof the prior art of record, including the references cited in the Applicant's
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examiner should be directed to ALI SHAYANFARwhosetelephone numberis (571)270-

1050. The examiner can normally be reached on Mondaythrough Friday 9:30-6:00PM

EST.

If attempts to reach the examiner by telephone are unsuccessful, the examiner's

supervisor, Colin Carl can be reached on 571-272-3862. The fax phone numberfor the

organization where this application or proceeding is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the

Patent Application Information Retrieval (PAIR) system. Status information for

published applications may be obtained from either Private PAIR or Public PAIR.

Status information for unpublished applications is available through Private PAIR only.

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should

you have questions on accessto the Private PAIR system, contact the Electronic

Business Center (EBC) at 866-217-9197(toll-free). If you would like assistance from a

USPTO Customer Service Representative or access to the automated information

system, call 800-786-9199 (IN USA OR CANADA)or 571-272-1000.
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Examiner, Art Unit 2493
9/03/2013
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Supervisory Patent Examiner, Art Unit 2434
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PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document has been filed for
recordation as set forth in 37 CPR 3.1). Completion of this form is NOT a substitute for filing an assignment.
(A) NAME OP ASSIGNEE (B) RESIDENCE: (CITY and STATE OR COUNTRY)

Uniloc Luxembourg S.A. Luxembourg, LU

Please check the appropriate assignee category or categories (Will not be printed on the patent): (individual [Xcorporation or otherprivate group entity J Government

da. The following fee(s) are submitted: 4b, Payment of Fee(s): (Please first reapply any previously paid issue fee shown above)
Issue Fee CI Acheckis enclosed.

I Publication Fee (No small emily discount permitted) L) Payment by credit card. Form PT'O-2038is attached,
| Advance Order - # of Copies (XThe Director is hereby authorized to charge the ired fee(s), any deficiency, or credit anyoverpayment, lo Deposit Account Number 3 deus _(enclose an extra copy of this form).

Page 2 of 4
PTOL-85 (Rev. 02/11)
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5. Change in Entily Status (fromstatus indicated above)

 
LI Applicant certifying micro entity status, See 47 CFR 1,29 NOTE: Absent a valid certification of Micro Entity Status (see form PTO/SB/15A and 15B), issue

fee payment in the micro entity amount will not be accepted at the risk of application abandonment.

| Applicant asserting small entity status. See 37 CPR 1.27 NOTE: If the application was previously under micro entity status, checking this box will be taken
to be a notification of Loss of entitlement to micro entity status.

O Applicant changing to regular undiscounted fee status. NOTE: Checkingthis box will be taken to be a notification of loss of entitlement lo small or micro
entity status, as applicable.

NOTE: The Issue Fee and Publication Pee (if required) will not be accepted from anyone other than the applicant: a registered attorney or agent: or the assignee or other partyin
interest as shown by the records of the United States Patent and Trademark Office.

Authorized Signature /Sean D. Burdick/ Date September 16 t 20 13

Typed or printed name Sean D ¥ Burdi ck Registration No. 5 1 51 3

This collection of information is required by 37 CPR 1.311. The information is required to obtain or retain a benefit by the public whichis to file (and by the USPTO to process)
an application, Confidentiality is governed by 35 U.S.C. 122 and 37 CPR 11-4. This collection is estimated to take 12 minutes to complete. including gathering, preparing, and
submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount oftime you require to complete
this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O,

we oo Alexandria, Virginia 22313-1450, DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO; Commissionerfor Patents, P.O. Box 1450,Alexandria, Virginia 22313-1450.
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection ofinformation unless it displays a valid OMB control number. 

Page 3 of 4

PTOL-85 (Rev. 02/11) Approved for use through 08/31/2013. OMB0651-0033 U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE
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Electronic Patent Application Fee Transmittal

Application Number: 12272570 

Filing Date: 17-Nov-2008 

Title of Invention: SYSTEM AND METHOD FOR ADJUSTABLE LICENSING OF DIGITAL PRODUCTS

 

First Named Inventor/Applicant Name: Ric B. Richardson

Attorney Docket Number: UN-NP-SA-001 

Filed as Small Entity 

Utility under 35 USC 111(a) Filing Fees 

Sub-Total in

Description Fee Code Quantity Amount USD(S) 

Basic Filing:

Pages: 

Claims:

Miscellaneous-Filing: 

Petition:

Patent-Appeals-and-Interference: 

Post-Allowance-and-Post-Issuance:

Publ, Fee- Early, Voluntary, or Normal | 1504 | ai Tn
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> Sub-Total in

Extension-of-Time:
 

Miscellaneous:

Total in USD ($) 
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Electronic Acknowledgement Receipt

Application Number: 12272570 

International Application Number: 

Confirmation Number:

Title of Invention: SYSTEM AND METHOD FOR ADJUSTABLE LICENSING OF DIGITAL PRODUCTS

First Named Inventor/Applicant Name: Ric B. Richardson

Customer Number: 96051 

Filer: Sean Dylan Burdick/Sarah Baker 

Filer Authorized By: Sean Dylan Burdick

Attorney Docket Number: UN-NP-SA-001

Receipt Date: 16-SEP-2013 

Filing Date: 17-NOV-2008 

Time Stamp: 15:04:24

Application Type: Utility under 35 USC 111(a)

Paymentinformation:

 
 

Submitted with Payment yes

Payment Type Deposit Account 

Payment was successfully received in RAM $1190

RAM confirmation Number 1645 

Deposit Account 506053

Authorized User 

The Director of the USPTO is hereby authorized to charge indicated fees and credit any overpaymentas follows:

Charge any Additional Fees required under 37 C.F.R. Section 1.20 (Post Issuance fees)
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File Size(Bytes)/ Multi Pages
Message Digest|Part/.zip| (ifappl.)

Document

Number Document Description File Name 

; 107924
SA-001_IssueFeeTransmittal.

Issue Fea Payment (PTO-85B) pdf FSSAeS60GdSe4 187ad Mobatal aSte2 yl)
S242
 

Warnings:

Information: 

Fee Worksheet (SBO6) fee-info.pdf
LAODES OTSCede MNpRacd | PRRts

Id4e
 

Warnings:

Information: 

Total Files Size (in bytes) 139865

 
This AcknowledgementReceipt evidences receipt on the noted date by the USPTO ofthe indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111
If a new application is being filed and the application includes the necessary componentsfora filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1,54) will be issued in due course and the date shown onthis
Acknowledgement Receiptwill establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C, 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office
If a new internationalapplication is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
andofthe InternationalFiling Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this AcknowledgementReceiptwill establish the internationalfiling date of
the application.
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark OfficeAddress: COMMISSIONER FOR PATENTS

P.O, Box 1450
Alexandria, Virginia 22314-1450)Wav inproy

 
 APPLICATION NO. ISSUE DATE PATENT NO. ATTORNEYDOCKET NO. CONFIRMATION NO,

12/272.570 10/22/2013 8566960 UN-NP-SA-001 6547

96051 7390 TOV02/2013

Uniloc USA Ine,

Legacy Town Center
7160 Dallas Parkway
Suite 380

Plano, TX 75024

ISSUE NOTIFICATION

The projected patent numberand issue date are specified above.

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(application filed on or after May 29, 2000)

The Patent Term Adjustment is 466 day(s). Any patent to issue from the above-identified application will
include an indication of the adjustment on the front page.

If a Continued Prosecution Application (CPA) wasfiled in the above-identified application, the filing date that
determines Patent Term Adjustmentis the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information
Retrieval (PAIR) WEBsite (http://pair.uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the
Office of Patent Legal Administration at (571)-272-7702, Questions relating to issue and publication fee
payments should be directed to the Application Assistance Unit (AAU) of the Office of Data Management
(ODM)at (571)-272-4200.

APPLICANT(s) (Please see PAIR WEBsite http://pair.uspto.gov for additional applicants):

Ric B. Richardson, Irvine, CA;

The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location
for business investment, innovation, and commercialization of new technologies, The USA offers tremendous
resources and advantages for those who invest and manufacture goods here. Through SelectUSA,our nation
works to encourage and facilitate business investment. To learn more about why the USA is the best country in
the world to develop technology, manufacture products, and grow yourbusiness, visit SelectUSA. gov. 

IR103 (Rev. 10/09)
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Cas@6RE595we01008-RWS-JDL Document16 Filed 01/12/16 Page lof 1PagelID#: 55

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 280and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Tyler Division on the following

(] Trademarks or (M Patents. ( [) the patent action involves 35 U.S.C, § 292.):

DOCKETNO. DATE FILED U.S. DISTRICT COURT

6:15-cv-1009 11/20/2015 Eastern District of Texas, Tyler Division
PLAINTIFF DEFENDANT

UNILOC USA, INC., and ELECTRONIC ARTSINC.,
UNILOC LUXEMBOURG,S.A.

PATENT OR DATE.OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

| 8,566,960 10/22/2013 UNILOC LUXEMBOURG,S.A.

Te
fe
eeie
pe—tSI

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

LC) Amendment (C) Answer ] Cross Bill LJ Other Pleading
PATENT OR DATE OF PATENT .

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

peSteeet
aee
3

 

 
 

In the above —entitled case, the following decision has been rendered or judgement issued:

DECISION/IUDGEMENT

Any and all claims by Plaintiff against Defendant Electronic Arts Inc are dismissed with prejudice.
Plaintiff and Defendant shall each bear their own attorney's fees, expenses and costs.

CLERK (BY) DEPUTY CLERK DATE

David A O'Toole Michael Lantz 1/12/2016

Copy 1—Uponinitiation ofaction, mail this copy to Director Copy 3—Upon termination ofaction, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy te Director Copy 4—Casefile copy
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Case 6:15-cv-01009-RWS-JDL Document4 Filed 11/23/15 Page 1of1PagelD#: 31
AQ 120 (Rev. 08/10

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK

TO: 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S, District Court Eastern District of Texas, Tyler Division on the following

(] Trademarks or Mi Patents. ( (1 the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT

6:15-cv-1009 11/20/2015 EasternDistrict of Texas, Tyler Division
PLAINTIFF DEFENDANT

UNILOCG USA,INC., and ELECTRONIC ARTSINC.,
UNILOC LUXEMBOURG, S.A.

PATENT OR DATE OF PATENT
ibaoreoam

| 8,566,960 10/22/2013 UNILOC LUXEMBOURG,S.A.

2

 

fihe

aead
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

(1 Amendment (1 Answer ( Cross Bill (1 Other Pleading
PATENT OR DATE OF PATENT

TRADEMARKNO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

eeeS(eee
—————2ees

In the above—entitled case, the following decision has been rendered or judgement issued:
DECISION/IUDGEMENT

 
 
 

Rese

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon terminationofaction, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 6:15-cv-01009-RWS-JDL Document4 Filed 11/23/15 Page 1ofi1PagelD#: 31
AO 120 (Rev. 08/10

Mail Stop 8 REPORT ON THE
Director of the U.S, Patent and Trademark Office FILING OR DETERMINATION OF AN

CECE

P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, YA 22313-1430 TRADEMARK 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Tyler Division on the following

CD Trademarks or (JPatents. ( (1 the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT
6:15-cv-1009 11/20/2015 Eastern District of Texas, Tyler Division

PLAINTIFF DEFENDANT

UNILOC USA,INC., and ELECTRONIC ARTSINC.,
UNILOC LUXEMBOURG,S.A.

<i
fee

 

 
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

CJ Amendment (1 Answer OO Cross Bill L) Other Pleading
PATENTOR DATE OF PATENT

TRADEMARKNO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

eoSSeeee
ereard) 

In the aboye—entitled case, the following decision has been rendered orjudgementissued:

 Ryey fe

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon terminationofaction, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Casegrb<ewO1009-RWS-JDL Document16 Filed 01/12/16 Page 1 of1PagelD#: 55

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas, Tyler Division on the following

[Trademarks or Af Patents, ( 1 the patent action involves 35 U.S.C. § 292.): a.
DOCKET NO. DATE FILED U.S. DISTRICT COURT

6:15-cv-1009 11/20/2015 Eastern District of Texas, Tyler Division
PLAINTIFF DEFENDANT

UNILOC USA, INC., and ELECTRONIC ARTSINC.,
UNILOC LUXEMBOURG,S.A.

PATENT OR DATE OF PATENT . 3

8,566,960 10/22/2013 UNILOC LUXEMBOURG, S.A.

 

 
In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

(J Amendment LC] Answer (1 Cross Bill [] Other Pleading
PATENT OR DATEOF PATENT a i ta

Saceta HOLDER OF PATENT OR TRADEMARK 
In the above—entitled case, the following decision has been rendered orjudgementissued;

DECISION/JUDGEMENT

Any andall claims by Plaintiff against Defendant Electronic Arts Inc are dismissed with prejudice.
Plaintiff and Defendant shall each bear their own attorney's fees, expenses and costs.

CLERK (BY) DEPUTY CLERK DATE

David A O'Toole Michael Lantz 1/12/2016

Copy 1—Upon initiation of action, mail this copy to Director Copy 3—Upon terminationofaction, mail this copy to Director
Capy 2—Lponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00571-RWS Document5 Filed 05/31/16 Page 1ofiPagelD#: 41
AQ 120 (Rev, 08/10)

 TO: Mail Stop 8 REPORT ON THE
: Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK

In Compliance with 35 U.S.C, § 290 and/or 15 U.S.C, § 1116 you are hereby advised that a cour action has been

filed in the U.S, District Court Easte rmDistrict of Texas on the following 
(J Trademarks or (Mf Patents. ( [] the patent action involves 35 U.S.C, § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT
2:16-cv-571 5/30/2016 Eastern District of Texas

PLAINTIFF DEFENDANT

Uniloc USA, Inc. and Uniloc Luxembourg S.A. GOOGLEINC.

PATENT OR DATE OF PATENT ‘ ; s

8,566,960 10/22/2013 Uniloc Luxembourg S.A. 
In the aboye—entitled case, the following patent(s)/ trademark(s) haye beenincluded:

DATE INCLUDED INCLUDED BY

LC) Amendment ) Answer LJ Cross Bill LJ Other Pleading
PATENT OR DATE OF PATENT -

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK nlee
ee
ccil

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

 CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling documentadding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00570-RWS Document4 Filed 05/31/16 Page lof1PagelD#: 7
AQ 120 (Rev, 08/10)

 Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK

In Compliance with 35 U.S.C, § 290 and/or 15 U.S.C, § 1116 youare hereby advised that a court action has been

filed in the U.S, District Court Eastern District of Texas on the following 
(] Trademarks or (Mf Patents. ( [] the patent action involves 35 U.S.C, § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT
2:16-cv-570 5/30/2016 Eastern District of Texas

PLAINTIFF DEFENDANT

Uniloc USA,Inc. and Uniloc Luxembourg S.A. AMAZON.COM, INC., and AMAZON DIGITAL
SERVICES,INC.

PATENT OR DATE OF PATENT ‘ ; s

8,566,960 10/22/2013 Uniloc Luxembourg S.A. 
In the aboye—entitled case, the following patent(s)/ trademark(s) haye beenincluded:

DATE INCLUDED INCLUDED BY

LC) Amendment ) Answer LJ Cross Bill LJ Other Pleading
PATENT OR DATE OF PATENT -

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK nlee
ee
ccil

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling documentadding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00572-RWS Document? Filed 05/31/16 Page 1of1PagelD #: 47
AQ 120 (Rev, 08/10)

 TO: Mail Stop 8 REPORT ON THE
: Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK

In Compliance with 35 U.S.C, § 290 and/or 15 U.S.C, § 1116 you are hereby advised that a court action has been

filed in the U.S, District Court Eastern District of Texas on the following 
(J Trademarks or (Mf Patents. ( [] the patent action involves 35 U.S.C, § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT
2:16-cv-572 5/30/2016 Eastern District of Texas

PLAINTIFF DEFENDANT

Uniloc USA, Inc. and Uniloc Luxembourg S.A. HOME BOX OFFICE,INC.

PATENT OR DATE OF PATENT ‘ ; s

8,566,960 10/22/2013 Uniloc Luxembourg S.A. 
In the aboye—entitled case, the following patent(s)/ trademark(s) haye beenincluded:

DATE INCLUDED INCLUDED BY

LC) Amendment ) Answer LJ Cross Bill LJ Other Pleading
PATENT OR DATE OF PATENT -

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK nlee
ee
ccil

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

 CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling documentadding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00572-RWS Document? Filed 05/31/16 Page 1of1PagelD #: 47
AQ 120 (Rev, 08/10)

 TO: Mail Stop 8 REPORT ON THE
: Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK

In Compliance with 35 U.S.C, § 290 and/or 15 U.S.C, § 1116 you are hereby advised that a court action has been

filed in the U.S, District Court Eastern District of Texas on the following 
(J Trademarks or (Mf Patents. ( [] the patent action involves 35 U.S.C, § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT
2:16-cv-572 5/30/2016 Eastern District of Texas

PLAINTIFF DEFENDANT

Uniloc USA, Inc. and Uniloc Luxembourg S.A. HOME BOX OFFICE,INC.

PATENT OR DATE OF PATENT ‘ ; s

8,566,960 10/22/2013 Uniloc Luxembourg S.A. 
In the aboye—entitled case, the following patent(s)/ trademark(s) haye beenincluded:

DATE INCLUDED INCLUDED BY

LC) Amendment ) Answer LJ Cross Bill LJ Other Pleading
PATENT OR DATE OF PATENT -

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK nlee
ee
ccil

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

 CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling documentadding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00574-RWS Document 8 Filed 05/31/16 Page 1of1PagelD #: 55
AQ 120 (Rev, 08/10)

 TO: Mail Stop 8 REPORT ON THE
: Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK

In Compliance with 35 U.S.C, § 290 and/or 15 U.S.C, § 1116 you are hereby advised that a cour action has been

filed in the U.S, District Court Easte rmDistrict of Texas on the following 
(J Trademarks or (Mf Patents. ( [] the patent action involves 35 U.S.C, § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT
2:16-cv-574 5/30/2016 Eastern District of Texas

PLAINTIFF DEFENDANT

Uniloc USA, Inc. and Uniloc Luxembourg S.A. NETFLIX, INC.

PATENT OR DATE OF PATENT ‘ ; s

8,566,960 10/22/2013 Uniloc Luxembourg S.A. 
In the aboye—entitled case, the following patent(s)/ trademark(s) haye beenincluded:

DATE INCLUDED INCLUDED BY

LC) Amendment ) Answer LJ Cross Bill LJ Other Pleading
PATENT OR DATE OF PATENT -

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK nlee
ee
ccil

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

 CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling documentadding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00575-RWS Document5 Filed 05/31/16 Page 1ofi1PagelD#: 49
AQ 120 (Rev, 08/10)

 TO: Mail Stop 8 REPORT ON THE
: Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK

In Compliance with 35 U.S.C, § 290 and/or 15 U.S.C, § 1116 you are hereby advised that a couraction has been

filed in the U.S, District Court Easte rmDistrict of Texas on the following 
(] Trademarks or [Mf Patents. ( [] the patent action involves 35 U.S.C, § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT
2:16-cv-575 5/30/2016 Eastern District of Texas

PLAINTIFF DEFENDANT

Uniloc USA, Inc. and Uniloc Luxembourg S.A. VALVE CORPORATION

PATENT OR DATE OF PATENT ‘ ; s

8,566,960 10/22/2013 Uniloc Luxembourg S.A. 
In the aboye—entitled case, the following patent(s)/ trademark(s) haye beenincluded:

DATE INCLUDED INCLUDED BY

LC) Amendment ) Answer LJ Cross Bill LJ Other Pleading
PATENT OR DATE OF PATENT -

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK nlee
ee
ccil

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

CLERK (BY) DEPUTY CLERK DATE

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling documentadding patent(s), mail this copy to Director Copy 4—Casefile copy
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Trials@uspto.gov ' Paper 6
571-272-7822 Entered: January 9, 2017

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

UNIFIED PATENTSINC.,
Petitioner,

v.

UNILOC LUXEMBOURGS.A.

Patent Owner.

Case IPR2016-01271

Patent 8,566,960 B2

Before DAVID C. MCKONE, BARBARA A. PARVIS,and
MICHELLE N. WORMMEESTER,Administrative Patent Judges.

McKONE,Administrative Patent Judge.

DECISION

Denying Institution ofJnter Partes Review
37 CFR. § 42.108
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IPR2016-01271

Patent 8,566,960 B2

J. INTRODUCTION

A. Background

Unified Patents Inc. (“Petitioner”) filed a Petition (Paper 1, “Pet.”) to

institute an inter partes review of claims 1—25 of U.S. Patent No: 8,566,960

B2 (Ex. 1001, “the ’960 patent”), Uniloc Luxembourg S.A. (“Patent

Owner”) filed a Preliminary Response (Paper5, “Prelim. Resp.”). Upon

consideration of the Petition and Preliminary Response, we conclude, under

35 U.S.C. § 314(a), that Petitioner has not established a reasonable

likelihood that it would prevail with respect to any of the challenged claims.

Accordingly, we do not institute an inter partes review of the ’960 patent.

B. Related Matters

The parties indicate that the °960 patent has been asserted in several

lawsuits in the United States District Court for the Eastern District of Texas.

Pet. 1-2; Paper3, 2.

C. Evidence Relied Upon

Petitioner relies on the following priorart:

Ex. 1002 (“Abburi”) US 7,203,966 B2 Apr. 10, 2007

Ex. 1003 (“Gilder”) US 2008/0148363 Al June 19, 2008

Ex. 1004 (“Hu”) US 7,752,139 B2 July 6, 2010

Ex. 1005 (“Goringe”) US 7,707,115 B2 Apr. 27, 2010

Petitioner also relies on the Declaration of Ivan Zatkovich (Ex. 1031,

“Zatkovich Decl.”).
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D. The Asserted Grounds

Petitioner asserts the following grounds of unpatentability (Pet. 21,

45-68):

Reference(s) Claims Challenged

Gilder and Hu § 103(a) te 18, 19, 22, and
Gilder, Hu, and Goringe § 103(a) 9-17, 23,9-17,23,and249-17,23,and24

E. The 960 Patent

The 7960 patent describes techniques for monitoring and adjusting

 

  
 

software usage under software licenses. Ex. 1001, 1:16-20. The ’960 patent

discusses problems with existing software licensing schemes, including that

“consumers of software have normal patterns of use that include the

installation and use of digital products on multiple devices” and that

“computers are also bought, sold and replaced so overtime maybe twoor

three times this number of computers may be used by the user over time

with a legitimate need to install and use the software on every computer.”

Id, at 1:31-41. The ’960 patent addresses these problems with “an improved

technique for allowing for a changing numberofdeviceinstallations on a

per license basis over time.” Jd. at 1:67—2:2.

Figure 2, reproduced below,illustrates an example:
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Figure 2 is a flowchart for an approachto adjusting a license fora digital

product. /d at 3:20-21. In Figure 2, device 50 requests authorization from

4

398



399

IPR2016-01271

Patent 8,566,960 B2

licensing authority 55 (e.g., a publisher or distributor) to use a copy of a

software license. Jd. at 4:50—55.

Device 50 gathers information aboutitself, including license related

information 10 and unique device identifying information 11, and sends a

request for authorization 12 to licensing authority 55. Jd. at 4:56—59.

Licensing authority 55 checks whether the requesting device’s unique

identifying information 11 exists in its database of prior authorizations 15

and, if so, reauthorizes device 50 and allows the software to run on the

device. Jd. at 5:1-12 (steps 13-18).

If unique identifying information 11 is not in its database of prior

authorizations 15, and if the request comes within thefirst five days of the

licensing period, licensing authority 55 determines a device countof the

number of successful authorizations for new devices (including device 50)

that have been allowed and, if the device countis less than a device count

limit of five, licensing authority 55 sends device 50 a message allowing the

software to be used. /d. at 5:13-26 (steps 18-19). Ifthe device countis

equalto five, licensing authority 55 can send a message to device 50

allowing the device to run, but informing the user that the limit on available

devices has been reached and that subsequent requests may be denied. Jd. at

5:26—32 (step 22). Ifthe device countis greater than five (step 23),

licensing authority 55 sends a message to device 50 denying authorization

(step 24). Id. at 5:33-40.

If request 12 comes between six andthirty-one days from thefirst

successful authorization, licensing authority 55 performs similartests, this

time with a device count limit of seven. Jd. at 5:41-60 (steps 19-33).

Likewise, if request 12 comesafter thirty-one days, licensing authority 55

5
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performs similar tests with a device countlimit of eleven. Jd. at 5:61-6:7

(steps 34-41).

Claim 1, reproduced below,is illustrative of the claimed subject

matter:

1 A system for adjusting a license for a digital product
over time, the license comprisingat least one allowed copy count
corresponding to a maximum numberof devices authorized for
use with the digital product, comprising:

a communication module for receiving a request for
authorization to use the digital product from a given
device;

a processor module in operative communication with the
communication module;

a memory module in operative communication with the
processor module and comprising executable code
for the processor moduleto:

verify that a license data associated with the digital
product is valid based at least in part on a device
identity generated by sampling physical parameters
of the given device;

in response to the device identity already being on a
record, allow the digital product to be used on the
given device;

in response to the device identity not being on the record,
set the allowed copy countto a first upper limit for
a first time period, the allowed copy count
corresponding to a maximum number of devices
authorized to use the digital product;

calculate a device count correspondingto total number of
devices already authorized for use with the digital
product; and
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when the calculated device count is less than the first

upperlimit, allow the digital product to be used on
the given device.

IT. ANALYSIS

A. Claim Construction

Weinterpret claims of an unexpired patent using the broadest

reasonable constructionin light of the specification of the patent in which

they appear. See 37 C.F.R. § 42.100(b); Cuozzo Speed Techs., LLC v. Lee,

136 S. Ct. 2131, 2144-45 (2016). In applying a broadest reasonable

construction, claim terms generally are given their ordinary and customary

meaning, as would be understood by oneofordinary skill in the art in the

context of the entire disclosure. See In re Translogic Tech., Inc, 504 F.3d

1249, 1257 (Fed. Cir. 2007).

1. “afirst time period after an initial authorization ofthe
digitalproduct” (claim 25)

Claim 25 (emphasis added)recites, inter alia,

code for causing a computerto, in responseto the device identity
not being on the record, set the allowed copy count toafirst
upperlimit for afirst timeperiod after an initial authorization of
the digital product, the allowed copy count corresponding to a
maximum number of devices authorized to use the digital
product.

Neither party proposes an express construction for “a first time period after

an initial authorization ofthe digital product.” In its application of the prior

art to this limitation, however, Petitioner appears to argue that this term

refers to any arbitrary amountof time after an initial authorization of a

digital product. See Pet. 33 (“Because the request [of Abburi] is through the

7
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roaming service, the time of the license request and the given device limit

are necessarily after the initial authorization of the original license.”’), 52

(“These ‘float copies’ authorized in the DRM system of Gilder as well as the

‘float copy’ limit enforced at the given time, are necessarily after an ‘initial

authorization’ of a very first copy of the digital content for that user.”).

Petitioner’s implicit construction is not supported by the intrinsic

evidence. Rather, the Specification describes a first time period beginning at

the initial authorization of a digital product and lasting for a set duration.

See Ex. 1001, 5:20-26 (“At step 19, if the request is within thefirst five day

period, the authorization database 15 is consulted for a count of how many

successful authorizations for new devices have been allowed. Underthe

license rules 60, if the device countis less than five then a messageis sent to

the request device that allows the software to continue in an authorized state

(step 18).”), 8:5—10 (“In further related aspects,the first time period may

comprise[] a defined number of days sincethe initial authorization. For

example, the defined number of days may comprise six dayssince the initial

authorization, and the first upper limit may comprise five authorized

devices.”). This supports a reading of claim 25 thatthe first time period

after an initial authorization is a time period beginningattheinitial

authorization and extending for a duration after the initial authorization.

Petitioner has pointed to no disclosure (and we have found none) consistent

with its application of the claim term “a first time periodafter an initial

authorization of the digital product.”

Onthis record, in light of the description in the Specification, we

construe “afirst time period after an initial authorizationof the digital
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product” to mean “a time period that beginsat an initial authorization of the

digital product and extending for a duration thereafter.”

2. “physical parameters”

Petitioner proposes a construction of “physical parameters,” as recited

in claims 1, 22, and 25. Pet. 17-20. Nevertheless,it is not necessary to

construe this term to address the parties’ disputes. See Vivid Techs., Inc. v.

Am. Sci. & Eng’g, Inc., 200 F.3d 795, 803 (Fed. Cir. 1999) (“[O]nly those

terms need be construed that are in controversy, and only to the extent

necessary to resolve the controversy.”).

B.—Asserted Grounds of Unpatentability

To anticipate, a reference must “showall of the limitations of the

claims arranged or combined in the same wayas recited in the claims.” Net

MoneyIN, Inc. v. VeriSign, Inc., 545 F.3d 1359, 1370 (Fed. Cir. 2008);

accord In re Bond, 910 F.2d 831, 832 (Fed. Cir. 1990).

A claim is unpatentable under 35 U.S.C. § 103(a)if the differences

between the claimed subject matter and the priorart are “such that the

subject matter as a whole would have been obviousat the time the invention

was madeto a person having ordinary skill in the art to which said subject

matter pertains.” We resolve the question of obviousness on the basis of

underlying factual determinations, including: (1) the scope and content of

the prior art; (2) any differences between the claimed subject matter and the

prior art; (3) the level of skill in the art; and (4) objective evidence of

nonobviousness,i.e., secondary considerations. See Graham v. John Deere

Co., 383 US. 1, 17-18 (1966).
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1. Alleged Anticipation ofClaims 1, 3—5, 8, 18-22, and 25 by
Abburi

Petitioner contendsthat claims 1, 3—S, 8, 18-22, and 25 are

anticipated by Abburi, Pet. 21. For the reasons given below, Petitioner has

not demonstrated a reasonablelikelihoodthat it would prevail on this

ground.

a. Overview ofAbburi

Abburi describes an architecture for enforcing rights in digital content,

including roaming licenses that a user can use to accessthe digital content

from a plurality of computers. Ex. 1002, 1:18-21. Whenauser attempts to

render the digital content on a computing device, the rendering application

invokes a Digital Rights Management (DRM)system on the computing

device. /d. at 2:63-66, If this is the user’s first attempt to render the digital

content, the DRM system directs the user to obtain a license from a license

server, or the DRM system automatically obtains such a license. Id. at 2:66-

3:4, 20:38-46. The license request can include identifying information of

the DRM system,the type of license requested, and the type of rendering

application that will render the digital content. /d. at 20:46-66. Moreover,

the user can be prompted for unique identifying information for the

computing device (e.g., a machine ID). Jd. at 59:61—67.

According to Abburi, “[t}ypically, the license the user receives is

cryptographically bound to the device that receives the license, and is usable

only on that device.” Jed, al 3:67—4:3, 57:56—58 (“the license that user

computing device 1302a receives is tightly bound to the particular

computing device 1302a that receives the license.”). The license obtained

10
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for this device may be “roamed”to other devices through use of short-term

copies. Id. at $8:6~9, 58:21-28. Each copy ofthe originallicense is

cryptographically bound to the device on whichit is downloaded. Jd. at

58:29-34. To control the numberof copies ofthe license that are deployed,

the copies distributed to registered devices are set to decay, or end at an

expiration date that is short-term relative to the expiration date ofthe

original license. /d. at 4-19-28, 58:35-44.

According to Abburi:

In the case where the user enables the roaming service on a new
device while contacting the synchronization server from the new
device, the first synchronization will occur at the time the new
device is registered. The synchronization server recognizes that
this is a new device by checking for the machine ID of the new
device in the user account device store. The synchronization
server checks to see if the maximum number of devices is

exceeded. If the maximum numberof devices is not exceeded,
the user is prompted for unique machine identification
information. Unique information for the device is stored in the
device store on the synchronization server.

Id. at 61:46—57.

Abburi describes that “there is a limit on the numberofdevices that a

user may register to receive copies ofthe license (e.g., five devices at a

given time).” Jd. at 4:11-13, 58:63-66 (“In a preferred embodiment, a user

will only be permitted to enroll a specified numberofactive devices(e.g.

five devices) in device store 1522 at any one time.”), 60:46—48 (“This

maximum numberin a preferred embodimentis set to 5, but may be any

suitable number of devices.”), 63:6—24, In one embodiment, permanent

device copiesare set to expire in thirty days and copy licenses are set to

expire in two days. /d. at 63:25-32.

11
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b. Claims I, 22, and 25

With the exception of one aspect of claim 25 (Pet. 33, discussed

below), Petitioner argues independent claims 1, 22, and 25 together.

Pet. 24-34. We focus on claim 1, although our analysis applies equally to

claims 22 and 25.

Regarding claim 1, Petitioner contends that Abburi’s DRM system,

with “copy/replacement”licenses that decay overtime, is a “system for

adjusting a license for a digital product over time.” Pet. 25. Petitioner

argues that Abburi describes maximum numbersfor “temporary devices”

and “permanent devices”that can be licensed undera license, thus

disclosing “at least one allowed copy count corresponding to a maximum

numberof devices authorized for use with the digital product,” as recited in

claim 1. Jd. at 25-26. Petitioner identifies components of Abburi’s

computer 120 and communications network 16 (shown in Figures 12 and

24), as corresponding to the “communication module,” “processor module,”

and “memory module” of claim 1. /d. at 26-28.

Claim | recites “in response to the device identity not being on the

record, set the allowed copy counttoafirst upperlimit for a first time

period, the allowed copy count corresponding to a maximum numberof

devices authorized to use the digital product.” Claim 22 includes a similar

recitation. Petitioner cites to Abburi’s disclosure of enabling a roaming

service on a new device (computing device 1302c of Figure 24), while

contacting a synchronization server (1402) using that device, in order to

roam a previously acquired license on that device. Pet. 32 (citing Ex. 1002,

61:46-53). As Petitioner points out (Pet. 32), during this process,“[t]he
synchronization server checksto see if the maximum numberofdevicesis

12
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exceeded.” Ex. 1002, 61:52-53. Petitioner then argues that “Abburi also

discloses doing this by using multiple ‘device counts,’ [Ex. 1002] at 63:11—

23, any of which can be set to a maximum numberequalto any suitable

numberof devices.” Pet. 32. Without further explanation, Petitioner

concludes that Abburi discloses this limitation of claims | and 22. I[d.

Patent Owner contends that Abburi does not disclose setting an

allowed copy count “in response to the device identity not being on the

record.” Prelim. Resp. 20. Patent Owner further argues that Abburi does

not disclose setting a first upper limit for “a first time period,” as recited in

claims 1 and 22. /d. at 21. Rather, Patent Owner argues, in the disclosure

cited by Petitioner, Abburi merely checks to see if a maximum numberof

devices is exceeded and does not otherwise contemplate a temporally

adjustable upperlimit for a number of devices. /d. at 20-21.

We agree with Patent Owner. Claims | and 22 recite setting the

allowed copy countto a first upper limit fora first time period “in response

to the device identity not being on the record.” Although Abburi discloses

checking a numberoflicensed devices against a maximum to see if the

maximum is exceeded, Petitioner does not explain, or present evidence to

show, how that maximum is set. Specifically, Petitioner does not show

persuasively that this maximum is set in responseto the identity of the

device on whichthe license is to be roamed not being on a record of the

synchronization server. Nor does Petitioner show that the maximum has any

relationship to a time period and, thus, does not show that Abburi discloses

“set[ting] the allowed copy count toafirst upper limit for a first time

period,”as recited in claims 1 and 22.

13

407



408

IPR2016-01271

Patent 8,566,960 B2

Petitioner’s showing for claim 25is similarly deficient. Claim 25

recites:

code for causing a computerto, in response to the deviceidentity
not being on the record, set the allowed copy countto a first
upperlimit for a first time period after an initial authorization of
the digital product, the allowed copy count corresponding to a
maximum number of devices authorized to use the digital
product.

Asto the languagethat overlaps that of claims 1 and 22 (discussed above),

Petitioner incorporates its arguments as to claims 1 and 22. Pet. 33. For the

reasons given above,Petitioner has not shown persuasively that Abburi

discloses “in response to the device identity not being on the record, set the

allowed copy countto a first upper limit for a first time period.”

Additionally, Petitioner argues that “[b]ecause the request is through

the roamingservice, the time of the license request and the given device

limit are necessarily after the initial authorization ofthe original license.”

Pet. 33. Here, Petitioner appears to argue that “a first time period after an

initial authorization of the digital product” is any time period that begins an

arbitrary amountoftime after an initial authorization of a digital product.

As explained in Section J.A.1 above, “a first time period after an initial

authorization of the digital product”is “‘a time period that begins at an initial

authorization of the digital product and extending for a duration thereafter.”

Petitioner has not shown persuasively that Abburi discloses setting a

maximum device count for a time period that begins at an initial

authorization of the digital content. Thus, as Patent Ownerargues,

Petitioner has not shown that Abburi contemplates a temporally adjustable

upperlimit for a numberof devices.

14
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In sum, Petitioner has not demonstrated thatit is reasonablylikely to

prevail in showing that Abburianticipates claims 1, 22, and 25.

c. Claims 3~5, 8, and 18-21

Claims 3—5, 8, and 18-21 depend from claim 1. We have considered

Petitioner’s showing as to these dependent claims. See Pet. 35-39.

Nevertheless, Petitioner’s evidence and argumentfor the dependent claims

do not cure the above-noted deficiencies as to Petitioner’s analysis of the

independent claims. Accordingly, Petitioner has not demonstrated thatit is

reasonablylikely to prevail in showing that Abburi anticipates claims 3-5,8,

and 18-21.

2. Alleged Obviousness of Claims 1-8, 18, 19, 22, and 25 over
Gilder and Hu

Petitioner contends that claims 1-8, 18, 19, 22, and 25 would have

been obvious over Gilder and Hu. Pet. 45-61. For the reasons given below,

Petitioner has not demonstrated a reasonable likelihood that it would prevail

on this ground.

a. Overview ofGilder

Gilder describes a DRM techniquethat allows for copying and file

sharing betweenlicensed devices. Ex. 1003 J 1. In Gilder’s technique, in

general, copies of a license are limited, for example, to three copies.

Id. 4149. Nevertheless, Gilder describes an exception for “float” licenses,

which allow copies beyond the normal number or count permitted by the

DRM scheme. Jd. { 51.

15
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The components of Gilder’s system are shown in Figure 1 of Gilder,

reproduced below:

CONTENT

REPOSITORY 
 

 
 

LICENSE
SERVER

Al

PORTABLE i
DEVICES

OTHER

DEVICES /
VIEWER

 
  
 

 

410



411

IPR2016-01271

Patent 8,566,960 B2

Figure | is a block diagram ofdigital content delivery system 10 for

delivering content 12 to users 14 (and their associated user devices 20).

Id. {§] 12, 32. Content provider 16 is located remotely from users 14 via

network 18. /d. 934. A user device 20 includes memory circuit 30, which

can store client applications 34 andlicense registry 36. Jd. 737. License

registry 36 can include a database that stores information related to the

user’s account, licensed or active devices, licensed or active content, and the

numberor copies currently authorized for play by the user. Jd. Content

provider 16 includes license server 42, which stores and processessales,

licenses, and license requests. Jd. 38.

Gilder describes its invention in the context of flow charts, shown in

the Figures, which “includea series of ‘lanes’ that generally indicate on

which componentthe various steps or operations are performed, along with

certain processing operations that may be includedin typical transactions or

activities.” Jd. [41 (referencing Figs. 2-20). Petitioner relies primarily on

the embodiment of Gilder described with respect to Figures 3, 4, and 6.

Pet. 41-42. The individual figures depict logic that may be incorporated

into the logic ofother figures. For example, box 90 of Figure 6 represents

the logic of Figure 3 and box 92 of Figure 3 represents the logic of Figure 4.

Thus, a process following the logic of Figure 6 could incorporate portions of

the logic of Figure 3, which could incorporate portions of the logic of

Figure 4.

Figure 6 of Gilder is reproduced bclow:
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Figure 6 is a flow chart of logic for playing content. Jd. 17. A user

attempts play content on a PC (e.g., corresponding to user device 20 of

Figure 1) by first initiating the operation of a client application (e.g., a multi-
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media application or player, correspondingto client application 34 of

Figure 1) on the device. Jd. 66. Client application 34 obtains account

information for the user, information about the content to be played, and

information about particular devices (step 192). Jd. Client application 34

determineslicensing rights associated with the content by consulting a

license registry (corresponding to license registry 36 of Figure 1) on the

device (step 194). /d. The user presses a play button on client application

34, for example, to initiate play of the content (step 196). fd

Client application 34 then evaluates the license rights to determine if

the content can be played on user device 20 (box 198). Jad. {| 66-67. In

particular, the client application determines whethera valid licenseis

associated with the content, user, and device and, if so, the device is allowed

to play the content (steps 200, 212). Jd. 67. If user device 20 is not

licensed, client application 34 determines whether user device 20 is online

and,ifnot, disables the content from playing and notifies the user (steps 202,

204, 206). Jd. If user device 20 is online, client application 34 attempts to

acquire a license using the procedure of Figure 3 (box 90). Id.

Figure 3 of Gilder is reproduced below:
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Figure 3 is a flow chart of logic for regulating the number of copies allowed

to be simultaneously used by a licensed user or family of devices. /d. | 14.

Figure 3 depicts aspects that can be applicable to multiple embodiments of
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Gilder, although notall ofthe features of Figure 3 are applicable to each

embodiment. Jd. 65. For example, Figure 6 incorporates aspects of Figure

3, but only invokes the logic of Figure 3 if the device attempting to acquire a

license is online and does not already havealicense. Jd. 67, Fig. 6

(showing the “ACQUIRE LICENSE”operation input to box 90). Thus,the

aspects of Figure 3 pertaining to “float” licenses are not applicable to the

logic of Figure 6. Jd. 68 (“It should be noted that in the logic summarized

in FIG.6, a ‘float’ copy was not feasible to avoid the consequence of block

198 because no valid license was detected. ... Float copies are only

allowed, however, if a valid license for the content does exist for a user on

the device playing the content,”).

Because a device performing the process of Figure 6 is online and

attempting to acquire a license, the pertinent portion of Figures 3’s process

begins at step 110, in which client application 34 checkslocal license

registry 36 for the number ofcopies of the content made by the user on

various devices. Jd. 155. If the numberof copies is at a maximum (e.g.,

three), the user is promptedto select a device to be disabled (step 112) and

the device selected for disabling is removed from local license registry 36

(steps 114, 116). Jd. If the numberofcopiesis less than the maximum (or

the user has disabled a device to bring the number below the maximum),the

application requests a license from the license service, which verifies the

license rights based on the information stored in the local license database

(steps 118, 120, 122, 124, 126). Jd. YJ] 57-58. If user device 20 is able to

acquire a license (Figure 6, step 208), the license is added to local license

registry 36 (step 210), and user device 20 is allowed to play the content

(Figure 6, step 212). Id. 4 67.
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Although not applicable to the process of Figure 6, Figure 3 includes

additional logic for acquiring license rights while a deviceis offline. In

particular, Figure 3 illustrates an example in which additional “float” copies

of a license are available. /d. 52. If the numberoffloat copies of the

license has not been exceeded (step 96), the user requests making a copy of

the license on another device, and the procedure determines that the number

of permanentcopies is greater than or equal to the three-copy limit (step

110), the user is promptedto identify a device to disable (steps 112, 114).

Id. | 55. Because the useris offline and not able to disable a device

immediately, the user is permitted to maintain temporary float licenses up to

the float license limit (in this example, three). Jd. 9 56. When the device to

disable eventually is back online,its license is removed. /d. Thus,“a device

on which content is newly loaded for playing must nevertheless obtain the

license, while a device trom which the copy will need to be removed may

continue to play (at least until the next synchronization) the content based

upon the numberofallowed float copies.” Jd. 68.

Petitioner also relies on the description in Gilder corresponding to

Figure 4. Pet. 51 (citing Ex. 1003 9 61). As shown in Figure 3, the logic of

Figure 3 starts with certain pre-process commands(step 92), which are

illustrated in more detail in Figure 4, reproduced below:
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Figure 4 is a flow chart ofpre-processing logic for the copy management

scheme of Figure 3. Ex 1003 4 15. The client application first determines if

the user device is online (Step 136) and, if not, determines whether a |

synchronization ofthe local license registry of the device with the content

provider registry has been performed within a particular time span (e.g.,

thirty days) (step 138). /d. 61. The numberof floatlicenses can be limited

if the device has not synchronized with the content provider during that time

span (step 140), Jd.

b. Claims 1-8, 18, 19, 22, and 25

With the exception of one aspect of claim 25 (Pet. 51-52, discussed

below), Petitioner argues independent claims 1, 22, and 25 together.
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Pet. 45-53. We focus on claim 1, although our analysis applies equally to

claims 22 and 25.

Regarding claim 1, Petitioner contends that Gilder’s digital content

delivery system is a “system for adjusting a license for a digital product over

time,” with Gilder’s content 12 being a “digital product.” Pet. 45-46. Asto
“the license comprising at least one allowed copy count corresponding to a

maximum numberofdevices authorized for use with the digital product,” as

recited in claim 1, Petitioner points to Gilder’s disclosure of a limit on the

numberof copies of a license that can be accessed simultaneously(e.g., the

“3-copy business rules” shown in Figure 6 and referenced in Figure 3).

Id. at 46. Petitioner contends that components of Gilder’s user device 20,

including processor 38 and memory circuit 30, satisfy claim 1’s

“communication module,” “

limitations. Jd. at 46-47.

Petitioner contendsthatthe limitation “verify that license data

processor module,” and “memory module”

associated with the digital productis valid based at least in part on a device

identity generated by sampling physical parameters ofthe given device,”as

recited in claim 1, is taught by Gilder’s description of Figure 6, in which

user device 20 initiates client application 34, which obtains account

information, user identification, device identity, and other information on

particular devices and content (steps 192, 194). /d. at 41 (citing Ex. 1003

{| 66, 67), 47-48 (citing Ex. 1003 9] 37, 66-67). According to Gilder, at

step 200 of Figure 6, client application 34 determines whethera valid license

is associated with the particular content, user, and device. Ex. 1003 ¥ 67.

Petitioner also cites to Gilder’s Figure 8, in particular its transfer of

‘“DevicelD”(step 232), as further evidence of “physical parameters of the
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given device,” as recited in claim 1. Pet. 41, 48. Nevertheless, Figure 8 is

directed to a separate embodiment, and depicts logic for adding content to a

virtual “locker.” Ex. 1003 Yj 70-71. Petitioner does not adequately explain

how the description of Figure 8 correspondsto retrieval of information in

Figure 6. In any case, Petitioner fails to show persuasively other aspects of

claims 1, 22, and 25, making it unnecessary to reconcile Petitioner’s

citations to Figures 6 and 8.!

Gilder describesthat, if, at step 200 of Figure 6, client application 34

determines that a valid license is associated with the content, user, and

device, then user device 20 is allowed to play content 12 (step 212).

Petitioner mapsthis disclosure to claim 1’s recitation “in response to the

device identity already being on record, allow the digital product to be used

on the given device.” Pet. 41, 49-50.

Asfurther explained by Gilder, if, at step 200, client application 34

determinesthat no suchlicense exists, client application 34 determines

whetherit has an Internet connection to content provider 16 (step 202).

Ex. 1003 J 67. If not, user device 20 is not allowed to play content 12 (step

204) and a notification to that effect is sent to user device 20 (step 206). Jd.

' Petitioner also cites to Hu as providing additional teachings of “physical
parameters,” as recited in claim 1, and arguesthat a skilled artisan would
have combined the teachings of Gilder and Hu. Pet. 48-49. Because we
determinethat Petitioner’s showing as to claims 1, 22, and 25 is deficient for
other reasons, we decline to reach whether the teachings of Hu are necessary
to show this claim limitation or whether a skilled artisan would have had

reason to combinethe respective teachings of Gilder and Hu. Petitioner
does not rely on Hu to teach the limitations we find missing in Gilder,
detailed below.
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If user device 20 is online, however, logic in Figure 3 is invoked to

acquire a license (step 90). Jd. Petitioner maps this second alternative

(invocation of step 90) to Claim 1’s “in response to the device identity not

being on the record, set the allowed copy countto a first upper limit for a

first time period, the allowed copy count corresponding to a maximum

numberof devices authorized to use the digital product.” Pet. 41-42, 50-51.

As explained above, box 90 of Figure 6 corresponds to someofthe logic of

Figure 3. Petitioner contendsthat the logic of Figure 3 “determinesif the

user has exceeded the maximum permitted numberof authorized devices per

the particular license restrictions at issue at the given time.” Jd. at 50.

Apparently referring to Figure 4 of Gilder, Petitioner further argues that

“Gilder discloses limiting the allowable numberof‘float’ copy licenses if

the user has not synchronized with the license registry within a set amount of

time.” Jd. at 51 (citing Ex. 1003 61).

Patent Owner responds that Gilder’s system describessetting

maximum numbersof license and float copies in advance, and not in

response to user device 20’s identity not being on record in the local

registry. Prelim. Resp. 28. Patent Ownerfurther argues that Gilder’s

maximum numbersoflicense copies and float copies are notsetforafirst

time period, because “[a]ny time lapse betweenissuinga floating license and

relinquishing an old license is not set by the DRM system;rather,it is a

function of when the user may happento log back into the system.” Jd. at

29.

We agree with Patent Owner. Gilder repeatedly describes its 3-copy

limit for licenses as set in advance and not dependent on any determination
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by client application 34 as to user device 20’s status in license registry 36.

See Ex. 1003 Jf 7, 8, 10, 49, 52, 55, 67.

Petitioner also does not show persuasively that Gilder’s maximum

numberof“float” copies is determined in response to user device 20’s

identity not being on the record. As explained above, Petitioner focuses on

the logic of Gilder’s Figure 6 for most of the limitations of claim 1.?

Figure 6, in turn, references some, but not all, of the logic of Figure 3. In

particular, Gilder makesclear that, underthe logic of Figure 6, user device

20 only acquires a license to content 12 if the device is online. Ex. 1003

{| 67. Petitioner does not explain why user device 20 would need to acquire

a “float” license (and make a determination as to a maximum numberof

such float licenses) when the device can acquire an ordinary copy ofthe

license. Moreover, Gilder states that “[i]t should be noted that in the logic

summarized in FIG.6, a ‘float’ copy wasnot feasible to avoid the

consequence of block 198 because no valid license was detected.” Ex, 1003

{1 68. Petitioner has not established persuasively that Figure 3’s references

to “float” licenses are applicable to the embodiment of Figure 6 on which

Petitionerrelies.

Petitioner also has not demonstrated persuasively that the logic of

Gilder’s Figure 4 showssetting an allowed float copy count to an upperlimit

for a first time period in response to user device 20’s identity not being on

the record. Petitioner (Pet. 51) appears to rely on Gilder’s disclosure that

* Petitioneralso relies on the logic of Gilder’s Figure 6 to show the
limitation “when the calculated device countis less than the first upper limit,
allow the digital product to be used on the given device,” as recited in
claim 1. Pet. 52-53.

27

421



422

IPR2016-01271

Patent 8,566,960 B2

“step 138 may be used to limit the numberoffloat copies allowed to the user

if a synchronization ofthe local license registry and the content provider

registry has not been updated within a particular timeframe, suchas thirty

days” (Ex. 1003 {| 61) to show an upperlimit for an allowed copy count “for

a first time period,” as recited in claim 1. The test of Figure 4’s step 138,

however, is performed only if user device 20 is not online. Ex. 1003 § 61

(step 136). As explained above, Petitioner relies primarily on the logic of

Figure 6, which only invokes the logic of Figure 3 (and, consequently, the

logic of Figure 4 referenced therein) if user device 20 is online. /d. 67.

Thus, even ifPetitioner could establish that the logic of Figure 6

contemplates the float licenses of Figure 3, Petitioner has not shown

persuasively that the logic of Figure 4 would affect the numberofsuch float

licenses.? For these reasons, Petitioner has not demonstratedthatit is

reasonablylikely to prevail in showing that claims | and 22 would have

been obvious over Gilder and Hu.

Claim 25 recites “code for causing a computerto, in responseto the

device identity not being on the record, set the allowed copy count toafirst

upperlimit for a first time period after an initial authorization of the digital

product.” Because Petitioner has not shown persuasively that Gilder and Hu

3 In its “Overview” of Gilder’s disclosure, Petitioner argues that the “general
flow of the DRM system of Gilder”is shown in Figure 17 of Gilder.
Pet. 39-40. Petitioner does not provide any other explanation as to what
Figure 17 showsand,in particular, does not map Figure 17 orits
corresponding description to any elements of the challenged claims.
Nevertheless, the logic of Figure 17, like that of Figure 6, does not invoke
the logic of Figure 3 unless user device 20 is online. Ex. 1003 | 87. Thus,
Gilder’s disclosure as to Figure 17 is insufficient for the same reasons as
given for the disclosure as to Figure 6.
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teach setting an allowed copy countto a first upper limit for a first time

period, as detailed above for claims | and 22, Petitioner has not shown that

they do so forafirst time period “after an initial authorization of the digital

product”as additionally recited in claim 25.

Asto the additional language of claim 25 (“after an initial

authorization ofthe digital product”), Petitioner arguesthat the float copies

authorized by Gilder’s system, as well as the float copy limit, “are

necessarily after an ‘initial authorization’ of a very first copy of the digital

content for that user.” Pet. 52. Once again, Petitioner appears to argue that

this claim languagerefers to any arbitrary amountoftime after aninitial

authorization of the digital product. As explained in Section I.A.1 above, “a

first time period after an initial authorization of the digital product”is “a

time period that beginsat an initial authorization of the digital product and

extending for a duration thereafter.” Under this construction, Petitioner,

does not argue persuasively that the upperlimit of float copiesis set for a
time period that beginsat the initial authorization ofthe license.

Forthese reasons, Petitioner has not demonstrated thatit is reasonably

likely to prevail in showing that claim 25 would have been obvious over

Gilder and Hu.

Claims 2-8, 18, and 19 depend from claim 1. We have considered

Petitioner’s showingas to these dependent claims. See Pet. 53-61.

Nevertheless, Petitioner’s evidence and argument for the dependent claims

do not cure the above-noted deficiencies as to Petitioner’s analysis of the

independent claims. Accordingly, Petitioner has not demonstratedthatit is

reasonably likely to prevail in showing that claims 2-8, 18, and 19 would

have been obvious over Gilder and Hu.
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3. Alleged Obviousness ofClaims 9-17, 23, and 24 over
Gilder, Hu, and Goringe

Petitioner contends that claims 9-17, 23, and 24 would have been

obvious over Gilder, Hu, and Goringe. Pet. 61-68. Claims 9-17 depend

from claim | and claims 23 and 24 depend from claim 22. We have

considered Petitioner’s showing as to these dependent claims. Seeid.

Nevertheless, Petitioner’s evidence and argumentfor the dependent claims

do not cure the above-noted deficiencies as to Petitioner’s analysis ofthe

independent claims. Accordingly, Petitioner has not demonstrated thatit is

reasonably likely to prevail in showing that claims 9-17, 23, and 24 would

have been obvious over Gilder, Hu, and Goringe.

fil. CONCLUSION

Petitioner has not established a reasonable likelihood that claims 1 25

are unpatentable.

ITV. ORDER

For the reasonsgiven,itis:

ORDEREDthat, pursuant to 35 U.S.C. § 314(a), an inter partes

review is not instituted for claims 1—25 ofU.S. Patent No. 8,566,960 B2.
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P.O. Box 1450 ACTION REGARDINGA PATENT OR

Alexandria, VA 22313-1450 TRADEMARK

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas onthe following

Ci Trademarks or [A Patents. ( [1 the patent action involves 35U.S.C. § 292.): :

DOCKET NO. DATE FILED U.S. DISTRICT COURT
2:16-cv-575 5/30/2016 Eastern District of Texas

PLAINTIFF DEFENDANT

Uniloc USA,Inc. and Uniloc Luxembourg S.A. VALVE CORPORATION

PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK 

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

( Amendment (0 Answer (J Cross Bill ( OtherPleading
PATENT OR DATE OF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK 
In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/TUDGEMENT

 
“ os

Copy |—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Case file copy
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Case 2:16-cv-00573-RWS Document5 Filed 05/31/16 Page 1lof1PagelD #: 42
AO 120 (Rev. 08/10

 Mail Stop 8 REPORT ON THE
ee Director of the U.S, Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advisedthat a court action has been

filed in the U.S.District Court Eastern District of Texas on the following

(Trademarks or [4 Patents. ( [J the patent action involves 35 U.S.C. § 292.): <
DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-573 5/30/2016 Eastern District of Texas
PLAINTIFF DEFENDANT

Uniloc USA,Inc. and Uniloc Luxembourg S.A, HULU, LLC

 

PATENT OR DATEOF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

——ee
—ey
i ?T
ehsser

In the above—entitled case, the following patent(s)/ trademark(s) have been included:
DATE INCLUDED INCLUDED BY

 
( Amendment 1 Answer 1 Cross Bill (1 Other Pleading

PATE SE Sete HOLDER OF PATENT OR TRADEMARK 
In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

 CLERK (BY) DEPUTY CLERK DATE

Copy {—Uponinitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00572-RWS Document7 Filed 05/31/16 Page 1of1PagelD#: 47
AO 120 (Rev, 08/10

 
 

 

Mail Stop 8 REPORT ON THE
Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK

TO:

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastern District of Texas on the following

(1 Trademarks or [Wf Patents. ( [1] the patent action involves 35 U.S.C. § 292.):

DOCKETNO. DATE FILED U.S. DISTRICT COURT
2:16-cv-572 5/30/2016 Eastern District of Texas

PLAINTIFF DEFENDANT

Uniloc USA, Inc. and Unitoc Luxembourg S.A. HOME BOX OFFICE, INC.

PATENT OR DATE OF PATENT

OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

8,566,960 10/22/2013 Uniloc Luxembourg S.A.L 8,

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

oe

(J Amendment 0 Answer ( Cross Bill (J Other Pleading

elaeeeeee
aUBneieees
Paeeet

eeIeaaeee
eeea

In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/TUDGEMENT

 

 
 
 

  
 
 

 

 

 

  

 

  
 

 te

Copy 1—Uponinitiation of action, mail this copy te Director Copy 3—Upon termination ofaction, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00571-RWS Document5 Filed 05/31/16 Page 1of1PagelD #: 41
AO 120 (Rev. 08/10

 To: Mail Stop 8 REPORT ON THEos Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDINGA PATENT OR

Alexandria, VA 22313-1450 TRADEMARK

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastem District of Texas on the following

5 Trademarks or {Wi Patents. ( 0 the patent action involves 35 U.S.C. § 292.): 4
DOCKETNO. DATE FILED U.S. DISTRICT COURT

2:16-cv-571 5/30/2016 Eastern District of Texas
PLAINTIFF DEFENDANT

Uniloc USA,Inc. and Uniloc Luxembourg S.A. GOOGLEINC,

PATENT OR OeteaOF raeTRADEMARK NO. HOLDER OF PATENT OR TRADEMARK

1 8,566,960 10/22/2013 Uniloc Luxembourg S.A.

ReaeIeS
heee 

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

(J) Amendment () Answer 0 Cross Bill LC Other Pleading

PATENT OR aanOF BeeTRADEMARK NO. HOLDER OF PATENT OR TRADEMARK 
In the above—entitled case, the following decision has been rendered or judgementissued:

DECISION/JUDGEMENT

 CLERK (BY) DEPUTY CLERK DATE

Copy 1—Upeninitiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Uponfiling document adding patent(s), mail this copy to Director Copy 4—Casefile copy
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Case 2:16-cv-00570-RWS Document4 Filed 05/31/16 Page 1lofiPagelD#: 7
AO 120 (Rev. 08/10

 
 

 

TO: MailStop 8 REPORT ON THE
‘ Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.O. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the U.S. District Court Eastem District of Texas on the following

(1 Trademarks or (Patents. ( (1 the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT
2:16-cv-570 5/30/2016 Eastern District of Texas

PLAINTIFF DEFENDANT

AMAZON.COM, INC., and AMAZON DIGITAL
SERVICES, INC.

PATENT OR DATE OF PATENT
Eu NO: HOLDER OF PATENT OR TRADEMARK

8,566,960 10/22/2013 Uniloc Luxembourg S.A.]

BhaSeer
fee|
aeeememsetSl
coeINanI

In the above—entitled case, the following patent(s)/ trademark(s) have beenincluded:

DATE INCLUDED INCLUDED BY

( Amendment {] Answer ( Cross Bill (1 Other Pleading
PATENT OR DATE OF PATENT : :

TRADEMARK NO OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

 

 
 Uniloc USA, Inc. and Uniloc Luxembourg S.A.  
  
 

 
  

  

 

  
 

 

 

 

  
 

 
 
4

In the above—entitled case, the following decision has been rendered or judgement issued;

DECISION/JUDGEMENT

 
yoa

Copy 1—Uponinitiation of action, mail this copy to Director Copy 3—Upentermination of action, mail this copy to Director
Copy 2—Uponfiling documentadding patent(s), mail this copy to Director Copy 4—Case file copy
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