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l. Introduction

Patent Owner does not challenge most of the substantive positions raised in
the Petition for challenged claims 1-4, 6-8, 18, 21, and 22 of U.S. Patent No.
7,804,948 (“the ’948 patent”). (Patent Owner’s Response, Paper 13.) Rather,
Patent Owner focuses on prosecution disclaimer, contending that (1) a user
selecting attendees for a conference call was disclaimed during prosecution of the
’948 patent, and (2) Tanigawa falls within the scope of this disclaimer. Patent
Owner has to prevail on both to demonstrate patentability, but it cannot prove
either. For at least the reasons below, Petitioner respectfully requests that the
Board cancel claims 1-4, 6-8, 18, 21, and 22 as unpatentable.

II.  Argument

A.  Applicant Did Not Clearly and Unambiguously Disclaim Selecting
Attendees

Patent Owner dedicates a majority of its response to arguing that prosecution
disclaimer precludes the challenged claims from reading on Tanigawa. According
to Patent Owner, the Applicant disclaimed “requiring the requester to select which
attendees to invite to join a conference call,” and tied this alleged disclaimer to the
claimed “generating a conference call request responsively to a single request by
the conference call requester.” (Patent Owner’s Response, Paper 13 at 14-15.)

In pursuing this argument, Patent Owner appears to concede that the claim

language itself contemplates selecting attendees, otherwise there would be no need
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to resort to a disclaimer argument." This concession is warranted because nothing
in the claims precludes selecting attendees before a conference call requester issues
the “single request” to convert an instant messaging session into a conference call.
Indeed, the 948 specification teaches selecting attendees for a call, explaining that
“User A could be provided with a list of participants of the on-going IM session,
and be provided 312 with the opportunity to add or remove potential participants
from a planned conference call.” (948 Patent at 7:34-44; accord Ex. 1032 at
22:19-25.) Therefore, giving the claims their broadest reasonable interpretation
consistent with the specification, as is currently required in inter partes review,
results in the claims including systems where the requester selects attendees for the
conference call—hence the need for Patent Owner to argue a prosecution
disclaimer.

But establishing prosecution disclaimer requires a patent owner to meet an
“exacting” standard not met here. See, e.g., Apple Inc. v. VirnetX Inc., IPR2014-
00481, Paper 35 at 6-7 (P.T.A.B. Aug. 24, 2015). As the Board has recognized,

“[wi]hile the prosecution history can inform whether the inventor limited the claim

! Patent Owner contends that its alleged disclaimer is “consistent with the
explicit claim language,” but never alleges that the claim language itself precludes

selecting attendees. (Patent Owner’s Response, Paper 13 at 13.)
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