
UNITED STATES PATENT AND TRADEMARK OFFICE 

________________________________ 

 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

________________________________ 

 

 

TELESIGN CORPORATION 

Petitioner 

 

v. 

 

TWILIO, INC.  

Patent Owner 

 

________________________________ 

Patent 8,755,376 

IPR Case Number: IPR2017-01977 

________________________________ 

 

PETITION FOR INTER PARTES REVIEW OF U.S. PATENT NO. 8,755,376 

 

 

  

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


i 

 

TABLE OF CONTENTS 

I. INTRODUCTION ........................................................................................... 1 

II. SUMMARY OF THE ’376 PATENT ............................................................. 2 

A. Description of the alleged invention of the ’376 patent ........................ 2 

B. Prosecution history for the ’376 patent ................................................. 3 

III. REQUIREMENTS FOR INTER PARTES REVIEW UNDER 37 

C.F.R. § 42.104 ................................................................................................ 5 

A. Grounds for standing under 37 C.F.R. § 42.104(a) ............................... 5 

B. Identification of challenges under 37 C.F.R. § 42.104(b) and 

relief requested ...................................................................................... 5 

C. Level of ordinary skill in the art ............................................................ 7 

D. Claim construction under 37 C.F.R. § 42.104(b)(3) ............................. 8 

IV. THERE IS A REASONABLE LIKELIHOOD THAT THE 

CHALLENGED CLAIMS OF THE ’376 PATENT ARE 

UNPATENTABLE .......................................................................................... 9 

A. Ground 1:  Maes in view of Ransom Renders Claims 1-3, 14, 16, 

and 19 Obvious ...................................................................................... 9 

B. Ground 2:  Maes in view of Ransom and further in view of Jiang 

Renders Claims 5 and 17 Obvious ...................................................... 35 

C. Ground 3:  ETSI ES 202 391-4 in view of Ransom Renders 

Claims 1-3, 5, 14, and 16 Obvious ...................................................... 40 

D. Ground 4:  ETSI ES 202 391-4 in view of Ransom and further in 

view of ETSI ES 202 391-7 Renders Claim 17 Obvious .................... 59 

E. Ground 5:  ETSI ES 202 391-4 in view of Ransom and further in 

view of ETSI ES 202 391-2 Renders Claim 19 Obvious .................... 61 

V. CONCLUSION .............................................................................................. 65 

VI. MANDATORY NOTICES UNDER 37 C.F.R. § 42.8(A)(1) ...................... 66 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


ii 

 

A. Real Party-In-Interest .......................................................................... 66 

B. Related Matters .................................................................................... 66 

C. Lead and Back-Up Counsel ................................................................. 66 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


1 

 

I. INTRODUCTION 

Petitioner TeleSign Corporation requests Inter Partes Review (“IPR”) of 

claims 1-3, 5, 14, 16-17, and 19 (“the Challenged Claims”) of U.S. Patent No. 

8,755,376 (“the ’376 Patent”).  The ’376 Patent is allegedly directed to a method 

and system that allows for the creation of telephony-based applications without 

requiring expertise in complicated telephony-network interfacing.  The claims, 

however, are broadly directed to the exchange of messages between an application 

seeking to invoke functionality on a telephony network, such as setting up a phone 

call or collecting DTMF digits, and a gateway connected to that telephony network 

for converting the request into telephony action.  Indeed, the claims are not 

directed to how the gateway converts an application’s request into telephony 

action.  Instead, the claims are merely directed to a request-response message 

exchange pattern using web-service-messaging formats that the ’376 Patent 

concedes were well known in the art to invoke telephony-network functionality.  

By April 2008, however, gateways for converting a request for telephony 

functionality into telephony-network action were well known.  As demonstrated 

below, this prior art allowed an application through a request-response message 

exchange pattern with a system connected to a telephony-network, to invoke 

telephony-network functionality, such as a setting up a call or collecting DTMF 

digits from a caller. 
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II. SUMMARY OF THE ’376 PATENT 

A. DESCRIPTION OF THE ALLEGED INVENTION OF THE ’376 

PATENT 

The ’376 Patent describes a method for processing a telephony session 

involving a call router (22) connected both to a telephony network, such as the 

public switched telephone network (“PSTN”) (21), and to an application server 

(26) via the Internet (24): 

 

 

EX1001 at Abstract; FIG. 2A.   

The method, illustrated in the annotated Figure 2A above, includes the 

following steps.  The call router accepts an incoming message, such as a phone call 

from a telephony network, and communicates with an application server to receive 

an application response.  Id. at 3:14-4:31.  The call router then converts the 

response into telephony action on the telephony network (S120), such that, for 
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