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I.     INTRODUCTION 

Petitioner requests an inter partes review of claims 1-5, 8-12 and 19-21 of 

U.S. Patent No. 7,286,158 (“the ‘158 patent”) (Ex. 1001).  This Petition shows that 

the challenged claims of the ‘158 patent are unpatentable based on a combination 

of prior art not considered during prosecution.   

This Petition relies upon Clare as a primary reference (Ex. 1004), in addition 

to various secondary references, to render the challenged claims unpatentable.  

Clare was asserted by another party in an inter partes reexamination filed on 

February 27, 2012 (Ex. 1010), prior to implementation of inter partes reviews 

associated with the America Invents Act (AIA).  In that inter partes reexamination, 

the Requestor alleged Clare anticipated independent claims 1 and 19 of the ‘158 

patent, as well as various dependent claims.  The Primary Examiner denied the 

inter partes reexamination, finding Clare was deficient with respect to a single 

claim element of each of independent claims 1 and 19 of the ‘158 patent.  With 

respect to claim 1, the Primary Examiner asserted Clare did not teach “providing 

the subscriber with access to and control of a video camera in the video system at 

the facility.” With respect to independent claim 19, the Primary Examiner asserted 

Clare did not disclose “electronically transmitting notice of the alert condition 

along with the video image for delivery to a manager of the facility” (Ex. 1010 – 

Order Granting/Denying Request dated March 26, 2012, Section 5 at pages 3-5).   
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This Petition, however, does not allege Clare anticipates any of the claims of 

the ‘158 patent.  Rather, this Petition asserts obviousness under 35 U.S.C. § 103.  

That is, the Petition uses Clare in combination with various secondary references, 

or Clare itself, to render obvious the challenged claims as unpatentable under 35 

U.S.C. § 103.  These grounds of rejection were never asserted in the previous inter 

partes reexamination or during prosecution of the ‘158 patent.  

One of these secondary references, Vaios (Ex. 1005), used to challenge 

some of the claims in this Petition (in combination with Clare) was considered by 

the Examiner during prosecution of the ‘158 patent (Ex. 1011).  However, since 

Clare was not considered by the Examiner during prosecution of the ‘158 patent, a 

possible combination of Clare and Vaios was not considered during prosecution of 

the ‘158 patent or in the previous inter partes reexamination.   

In addition, Vaios was used by the Examiner during prosecution of the ‘158 

to disclose the same element the Primary Examiner argued was missing from Clare 

during the prior inter partes reexamination, i.e., “providing a subscriber with 

access to and control of a video camera in the video system facility” (Ex. 1011 – 

e.g., Office Action dated April 4, 2006 at page 3).  The Patent Owner never 

successfully rebutted the teachings of Vaios during the prosecution of the ‘158 

patent and it appears that the ‘158 patent was allowed for other reasons. These 

facts alone suggest that a combination of Clare with Vaios could render at least 
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