UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

HUAWEI DEVICE CO., LTD.,
Petitioner,

V.

MAXELL, LTD.,
Patent Owner

Case: IPR2018-00246

U.S. Patent No. 7,671,901

PATENT OWNER’S PRELIMINARY RESPONSE
TO PETITION FOR INTER PARTES REVIEW
OF U.S. PATENT NO. 7,671,901

Mail Stop Patent Board

Patent Trial and Appeal Board
U.S. Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Patent No. 7,671,901
Patent Owner’s Preliminary Response

TABLE OF CONTENTS
l. INTRODUCTION ...ttt
[, BACKGROUND ......cccoititiiiieieie et
A.  Technology Background .........c.cccccovviiiiiieiii i
B.  Overview of the 901 Patent INVENtION ..........cccceveviiiiniieicinn
C.  The ’901 Patent Prosecution HiStOry .........ccccccevivevieiieeseesiesnnn
D Summary of Petitioner’s Proposed Grounds of Unpatentability

and the References Cited
1.

Japanese Patent Application Publication No. 2003-

337580 (“KiItaZAWA”) ....eeveeiieeiiieiieeieesiee e
U.S. Patent No. 5,068,718 (“lwabe”) ......ccccccvvvvereerinnnennnn

Japanese Patent Application Publication No. 6-393551

G - | TSR

U.S. Patent Application Publication No. 2004/0001165

(“SHIOTA™) c.eeeieeece e
1.  LEGAL STANDARD

IV. THEPETITION DOES NOT SHOW A REASONABLE
LIKELIHOOD OF PREVAILING WITH RESPECT TO ANY

CHALLENGED CLAIM
A

DOCKET

_ ARM

Ground I: Petitioner Failed To Establish That Claims 1 and 2

are Obvious Over Kitazawa in View of lwabe
1.

Ground | Has No Likelihood of Succeeding Because
Kitazawa in View of lwabe Does Not Disclose or
Suggest Each and Every Element of the Challenged

(O P11 0 1 LSOO OPPTTRRRPPRN

Ground | Has No Likelihood of Succeeding Because
Petitioner Does Not Articulate Any Rational

Underpinning for Combining Kitazawa with Iwabe ..........

Ground I1: Petitioner Failed To Establish That Claim 1 is

Obvious Over Yagi in View of Shiota

Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Patent No. 7,671,901
Patent Owner’s Preliminary Response

1. Ground Il Has No Likelihood of Succeeding Because
Petitioner Does Not Articulate Any Rational

Underpinning for Combining Yagi with Shiota ..................... 23
C. Ground I11: Petitioner Failed To Establish That Claim 2 is
Obvious Over Yagi in View of Shiota and Iwabe ............cc.cccoeennns 27
D. Dr. Stevenson’s Declaration Should Be Afforded Little Or No
WEIGNT ... e 28
V. CONCLUSION . .t 29

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Patent No. 7,671,901
Patent Owner’s Preliminary Response

TABLE OF AUTHORITIES
Page(s)

Cases
ActiveVideo Networks, Inc. v. Verizon Commc’ns, Inc.,

694 F.3d 1312 (Fed. Cir. 2012) ...ccvviieeeeeceece e, 20, 21, 22
In re Am. Acad. Of Sci. Tech. Ctr.,

367 F.3d 1359 (Fed. Cir. 2004) ......ooiieie et 10
Garmin Int’l, Inc. v. Cuozzo Speed Techs. LLC,

IPR2012-00001, Paper 59 (P.T.A.B. NoVv. 13, 2013).....ccccceviireeiieiierie e 11
Graham v. John Deere Co. of Kansas City,

383 ULS. L (1966).....cuiiiiieiiieiieitie ettt e ettt 12
Intelligent Bio-Systems, Inc. v. lllumina Cambridge Ltd.,

821 F.3d 1359 (Fed. Cir. 2016) ....ccveeiuieiie ettt 12
In re Kahn,

441 F.3d 977 (Fed. Cir. 2006) .....ccceeirieiieeieeiie sttt 19, 27
Kinetic Techs., Inc. v. Skyworks Sol’ns, Inc.,

IPR2015-00529, Paper 8 (P.T.A.B. Sept. 23, 2014).......ccoceeveeieeieeiiecie e 28
KSR Int’l Co. v. Teleflex Inc.,

550 U.S. 398 (2007)....eeieeeereiieeiiesiesieesieesieesieessesnreesiaessee e snneenas 12, 19, 20, 21
Medichem, S.A. v. Rolabo, S.L.,

437 F.3d 1157 (Fed. Cir. 2000) ......c.ccoeiirieriieiiiesie e esieesee e sre e snee e 12
Microsoft Corp. v. Proxyconn, Inc.,

789 F.3d 1292 (Fed. Cir. 2015) ...ccvieiviieee et 10
Inre NTP, Inc.,

654 F.3d 1279 (Fed. Cir. 2011) ..occveiiieceeeeee et 10
In re Translogic Tech., Inc.,

504 F.3d 1249 (Fed. Cir. 2007) ...ccoeeieeie et re e 11

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Patent No. 7,671,901
Patent Owner’s Preliminary Response

Unigene Labs., Inc. v. Apotex, Inc.,

655 F.3d 1352 (Fed. Cir. 2011) ...vveeeeeeeeeeeeeeeeeeeeeeeeeeeseeeeeeseeeee s 19, 22
Wowza Media Sys., LLC v. Adobe Sys. Inc.,

IPR2013-00054, Paper 12 (P.T.A.B. Apr. 8, 2013) ......cooeeiiieeieece e, 28
Statutes
35 U.S.C. 8 103(2) werovvreeererereeereeeeeeeeeseeseeeseseessesasseesseeeeseseesssesseeseeeseeeeseeeseasenns 6, 12
Other Authorities
37 C.FLR. 8 L.75(A)(L) eoverrerereeeeeeeeeeeeeeeeeseseseeeseeessees e eeseses s s s ses e es e sesesens 10
77 FeU. REQ. 48756 ..ottt 10
7T FEd. REO. ABTB6 ......occveeceiece ettt et sre e e e 10

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




