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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

SAMSUNG ELECTRONICS CO,, LTD,,
SAMSUNG ELECTRONICS AMERICA, INC.,
AND SAMSUNG SEMICONDUCTOR, INC.,!

Petitioner,

V.

TESSERA ADVANCED TECHNOLOGIES, INC.,
Patent Owner.

Case IPR2018-00798
Patent 6,954,001 B2

Before BARBARA A. PARVIS, ROBERT J. WEINSCHENK, and
SCOTT B. HOWARD, Administrative Patent Judges.

HOWARD, Administrative Patent Judge.
DECISION

Institution of Inter Partes Review
37 C.F.R. 842.108

! The Notice of Filing Date Accorded inadvertently omitted “Samsung”
from “Samsung Semiconductor, Inc.” in the caption. See Paper 5, 1. The
parties are encouraged to use the heading on the first page of this Decision,
and not the first page of the Notice of Filing Date Accorded (Paper 5), for all

future filings in the proceeding.
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l. INTRODUCTION

Samsung Electronics Co., Ltd, Samsung Electronics America, Inc.,
and Samsung Semiconductor, Inc. (collectively “Petitioner”) filed a Petition
to institute an inter partes review of claims 1-18 of U.S. Patent No.
6,954,001 B2 (Ex. 1001, “the *001 patent”) pursuant to 35 U.S.C. 8§ 311-
319. Paper 1 (“Pet.”). Tessera Advanced Technologies, Inc. (“Patent
Owner”) did not file a Patent Owner Preliminary Response.

We have authority, acting on the designation of the Director, to
determine whether to institute an inter partes review under 35 U.S.C. § 314
and 37 C.F.R. 8 42.4(a). Inter partes review may be not instituted unless
“the information presented in the petition filed under section 311 and any
response filed under section 313 shows that there is a reasonable likelihood
that the petitioner would prevail with respect to at least 1 of the claims
challenged in the petition.” 35 U.S.C. 8 314(a). On April 24, 2018, the
Supreme Court held that a decision to institute under 35 U.S.C. § 314 may
not institute on less than all claims challenged in the petition. SAS Inst., Inc.
v. lancu, 138 S. Ct. 1348, 1359-60 (2018). For the reasons set forth below,
upon considering the Petition and evidence of record, we determine that the
information presented in the Petition establishes a reasonable likelihood that
Petitioner will prevail with respect to at least one of the challenged claims.
Accordingly, we institute inter partes review on all of the challenged claims
based on the all of the grounds identified in the Petition.

Our findings of fact and conclusions of law discussed below are based
on the evidentiary record developed thus far and made for the sole purpose
of determining whether the Petition meets the threshold for initiating review.

This decision to institute trial is not a final decision as to the patentability of
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any challenged claim or the construction of any claim limitation. Any final
decision will be based on the full record developed during trial.

A.  Real Party-In-Interest
Petitioner identifies itself—Samsung Electronics Co., Ltd, Samsung
Electronics America, Inc., and Samsung Semiconductor, Inc.—as the real

parties-in-interest. Pet. 2.

B.  Related Proceedings

The parties identify the following current patent litigation proceedings
in which the "001 patent is asserted: (1) the Matter of Certain Wafer-Level
Packaging Semiconductor Devices And Products Containing Same
(Including Cellular Phones, Tablets, Laptops, And Notebooks) And
Components Thereof, Inv. No. 337-TA-1080 (USITC); and (2) Tessera
Advanced Techs., Inc. v. Samsung Elecs. Am., Inc., Civ. No. 2:17-cv-07621
(D.N.J.). Id. at 2-3; Paper 7, 2. In addition, Petitioner identifies the
following completed patent litigation proceeding in which the 001 patent
was asserted: Tessera, Inc. v. Broadcom Corp., Div. No. 1:16-cv-00380 (D.
Del.). Pet. 2-3.

Additionally, the parties identify two pending inter partes review
proceedings: (1) Samsung Elecs. Co. v. Tessera Advanced Techs., Inc., Case
IPR2018-00799 (involving the *001 patent); and (2) Samsung Elecs. Co. v.
Tessera Advanced Techs., Inc., Case IPR2018-00466 (involving a related
patent, U.S. Patent No. 6,784,557). Pet. 3; Paper 7, 2. Petitioner also
identifies Broadcom Corp. v. Tessera Advanced Techs., Inc., Case IPR2017-
01486, which was terminated pursuant to a settlement agreement after trial

was instituted. See Pet. 3; see also Broadcom Corp. v. Tessera Advanced
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Techs., Inc., Case IPR2017-01486, slip op. at 2 (PTAB Jan. 2, 2018) (Paper
13).

C.  The ’001 Patent

The *001 patent, titled “Semiconductor Device Including a Diffusion
Layer,” states that an object of the invention is to provide a semiconductor
device “having improved junction reliability between the metal wiring and a
ball electrode mounted on an external electrode portion of the metal wiring.”
Ex. 1001, [54], 2:35-41.

Figure 15, reproduced below, illustrates a cross section of a

conventional semiconductor device.

FIG. 15B 4 0 R 4
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As shown in Figure 15 above and as described in the 001 patent, in a
conventional semiconductor device, “the wiring electrodes of the substrate
on which the semiconductor device is mounted are respectively connected to
metal wirings 4 of [copper (Cu)] formed on the surface of semiconductor
element 1 through ball electrodes 6 formed from the solder.” Id. at 2:4-9.
According to the 001 patent, “tin (Sn) contained in solder of the ball
electrode 6 diffuses into [copper (Cu)] of the metal wiring 4 to form a Sn—
Cu alloy layer.” 1d. at 2:15-18. The ’001 patent states that, “[a]s a result, in
the portion of the metal wiring 4 on which the ball electrode 6 is mounted

(i.e., the external electrode portion) and the portion near the external
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electrode portion, the Sn—Cu alloy grows in the most part of the metal

wiring.” Id. at 2:18-22. The 001 patent states that “[t]he Sn—Cu alloy is

weak and hard” and “is likely to be broken by the stresses” generated due to

differences in the thermal expansion coefficients of the semiconductor

element, the resin film (if included), and the substrate. Id. at 2:1-3, 2:22-31.
Figure 2 of the "001 patent is reproduced below.

FIG. 2
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Figure 2 illustrates a cross-sectional view of “the semiconductor device of
the first embodiment.” Id. at 8:11-12. As illustrated in Figure 2 above,

electrodes 12 are formed on the surface of semiconductor element 11. Id. at
8:10-11. A passivation film 13, also formed over the surface of
semiconductor element 11, has an opening on each electrode 12. Id. at
8:13-17. According to the *001 patent, metal wirings 14 containing copper
are formed on passivation film 13, and “[e]ach metal wiring 14 is electrically
connected to a corresponding one of the electrodes 12.” 1d. at 8:18-21. The
’001 patent discloses that insulating film 15 is formed on metal wirings 14
and passivation film 13 and “has openings in order to expose a portion of
each metal wiring 14 which functions as an external electrode (hereinafter,
referred to as ‘external electrode portion 14a’).” Id. at 8:21-26. According
to the "001 patent, “ball electrodes 16, which are formed from solder, are

connected in a molten state to the openings of the insulating film 15, that is,

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




