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I. INTRODUCTION 

A. Background  

Apple Inc. (“Petitioner”) filed a Petition for inter partes review of 

claims 7, 8, 10, 11, and 13 of U.S. Patent No. 8,497,928 (Ex. 1001, “the 

’928 patent”).  Paper 2 (“Pet.”).  Qualcomm Inc. (“Patent Owner”) filed a 

Preliminary Response.  Paper 10 (“Prelim. Resp.”). 

  On January 22, 2019, we instituted an inter partes review of claims 7, 

8, 10, 11, and 13.  Paper 11 (“Inst. Dec.”), 22.  Patent Owner then filed a 

Patent Owner Response (Paper 23, “PO Resp.”), Petitioner filed a Reply 

(Paper 31, “Pet. Reply”), and Patent Owner filed a Sur-Reply (Paper 33, 

“PO Sur-Reply”). 

Patent Owner has also filed a Contingent Motion to Amend (Paper 24, 

“Mot. to Amend”), Petitioner filed an Opposition (Paper 32, “Mot. to 

Amend Opp.”), Patent Owner filed a Reply (Paper 34, “Mot. to Amend 

Reply”), and Petitioner filed a Sur-Reply (Paper 38, “Mot. to Amend Sur-

Reply”). 

An oral hearing was held on October 9, 2019, and a transcript of the 

hearing is included in the record.  Paper 42 (“Tr.”). 

  The Board has jurisdiction under 35 U.S.C. § 6.  This Final Written 

Decision is issued pursuant to 35 U.S.C. § 318(a) and 37 C.F.R. § 42.73.  

For the reasons that follow, we determine that Petitioner has shown by a 

preponderance of the evidence that claims 7, 8, 10, 11, and 13 of the 

’928 patent are unpatentable, and we deny Patent Owner’s Motion to 

Amend. 
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