UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

OXFORD NANOPORE TECHNOLOGIES, INC.
Petitioner

V.

PACIFIC BIOSCIENCES OF CALIFORNIA, INC.
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PETITIONER’S REPLY TO PATENT OWNER’S PRELIMINARY
RESPONSE PURSUANT TO 37 C.F.R. § 42.108(¢)
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I. INTRODUCTION

Oxford Nanopore Technologies, Inc. (“Petitioner”) filed a Petition, Paper 1
(“Petition”™), to institute inter partes review (“IPR”) of claims 1-17 of U.S. Patent
No. 9,738,929 (“the *929 Patent”). Pacific Biosciences of California, Inc. (“Patent
Owner”) filed a Preliminary Response, Paper 6 (“Prelim. Resp.”), contending, in
part, that the Board should deny the Petition under 35 U.S.C. § 314(a). Prelim.
Resp., 5. The Board authorized Petitioner to file a Reply to the Patent Owner’s
Preliminary Response to address Patent Owner’s arguments regarding the timing
of the Petition in relation to a concurrent litigation. Paper 7 (January 30, 2019).
II. RELATED PROCEEDINGS

The *929 Patent is subject to a pending lawsuit entitled Pacific Biosciences
of California, Inc., v. Oxford Nanopore Technologies, Inc., which was consolidated
into actions 1:17-cv-00275-LPS, 1:17-cv-01353-LPS (D. Del.) (“the Delaware
Proceeding”), in which Petitioner is a defendant.
III. ARGUMENT

Patent Owner contends that “the Board should exercise its discretion not to
institute trial here, as it would be a waste of both the Board’s and the Parties’
resources and fundamentally at odds with Congress’s intent for IPR proceedings.”
Prelim. Resp., 10. The Board has identified the following seven factors to be

considered in exercising discretion to institute under 35 U.S.C. § 314(a):
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1. whether the same petitioner previously filed a petition directed to
the same claims of the same patent; 2. whether at the time of filing of
the first petition the petitioner knew of the prior art asserted in the
second petition or should have known of it; 3. whether at the time of
filing of the second petition the petitioner already received the patent
owner’s preliminary response to the first petition or received the
Board’s decision on whether to institute review in the first petition; 4.
the length of time that elapsed between the time the petitioner learned
of the prior art asserted in the second petition and the filing of the
second petition; 5. whether the petitioner provides adequate
explanation for the time elapsed between the filings of multiple
petitions directed to the same claims of the same patent; 6. the finite
resources of the Board; and 7. the requirement . . . to issue a final

determination not later than 1 year after . . . institution of review.

General Plastic Industrial Co., Ltd. v. Canon Kabushiki Kaisha, Case IPR2016-
01357, Paper 19 (PTAB Sept. 6, 2017), 16. The Board’s intent in formulating the
General Plastic factors was “to take undue inequities and prejudices to Patent
Owner into account.” Id., 17. Applying the General Plastic factors to the facts at
hand, Petitioner has gained no unfair advantage, Patent Owner has not been
prejudiced, and the Board’s resources will not be wasted by institution of this IPR.
As Patent Owner concedes, factor one favors institution as Petitioner has not
previously filed an IPR petition challenging the *929 patent. Prelim. Resp., 11-12.

Factors two through five address situations where a delay in filing grants
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Petitioner an unfair advantage. Expedia, Inc. v. International Business Machines
Corporation, Case IPR2018-01354, Paper 8 (PTAB January 15, 2019), 33
(“[Factors two through five ask] whether Petitioner unfairly waited to raise prior
art in a petition until after allegations were presented in another case and ruled
upon, thereby giving a Petitioner a road map on how to improve its case.”). Patent
Owner does not allege Petitioner gained any unfair advantage from the Delaware
Proceeding. Instead, Patent Owner’s sole argument concerning “unfair advantage”
is predicated on Petitioner having the benefit of the Patent Owner’s Preliminary
Response and the Board’s Denial of Institution in an IPR on a different patent,
Oxford Nanopore Tech., Inc. v. Pacific Biosciences of California, Inc., Case
IPR2018-00789. Prelim. Resp., 7 and 12. Patent Owner’s conclusory position,
however, is not supported by the facts.

Patent Owner has argued that the patent at issue in [PR2018-00789, U.S.
Patent No. 9,546,400 (“the 400 Patent”), is directed to the recognition ‘“that
multiple bases within a nanopore typically contribute to the signal, [and that] the
inventors developed an approach specific to nanopore-based DNA sequencing in
which calibration information based on all 4~ sequence combinations . . . is used to
sequence the nanopore signal.” Oxford Nanopore, Case IPR2018-00789, Paper 7
(July 5, 2018), 14. In contrast, Patent Owner argues that the 929 Patent is directed

to “the ability to determine a consensus sequence from just the sense and anti-sense
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strands of a single-molecule with nanopore sequencing.” Prelim. Resp., 34, n.2.
Given these differences in subject matter, Petitioner could not, and did not, gain
any unfair advantage by having access to the Patent Owner’s Preliminary Response
or the Institution Decision in IPR2018-00789 prior to filing the instant Petition.
Moreover, neither the Patent Owner’s Preliminary Response nor the Institution
Decision in IPR2018-00789 analyzed or discussed the disclosure of the single
reference in common between the two proceedings, U.S. Patent Publication No.
2006/0063171, beyond a passing reference in the “Background” of the Patent
Owner Preliminary Response. See IPR2018-00789, Paper 7, 12; IPR2018-00789,
Paper 8 (Sept. 25, 2018). Because no unfair “road map” could have been obtained
based on the proceedings of [PR2018-00789, factors two through five also fall
decidedly in favor of institution of the instant Petition.

Patent Owner alleges that the roughly two-month period between filing of
invalidity contentions in the Delaware Proceeding and the filing of the Petition
allowed Petitioner to obtain an unspecified “unfair advantage” under factor 4 and
leads factor 5 to weigh against institution or be neutral. Prelim. Resp., 12.
Roughly two months to prepare and file an IPR petition and supporting expert
declaration hardly constitutes undue delay, particularly in the absence, as here, of
any factual evidence supporting the alleged unfair advantage.

The Patent Owner contends that factors six and seven weigh in favor of

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




