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I. Introduction 

Pursuant to 35 U.S.C. § 312 and 37 C.F.R. § 42.100 et seq., Qualcomm Inc. 

and Qualcomm Technologies, Inc. (collectively, “Petitioners” or “Qualcomm”) 

request inter partes review of claims 1, 2, 3, 7 and 8 (the “Challenged Claims”) of 

U.S. Patent No. 8,656,196 (“the ’196 Patent,” Ex. 1001), which is assigned to Apple, 

Inc. (“Patent Owner” or “Apple”).  Because the Challenged Claims are unpatentable 

over the prior art, inter partes review should be instituted, and the Challenged Claims 

should be cancelled.   

II. Mandatory Notices 

 Real Party in Interest (37 C.F.R. § 42.8(b)(1)) 

Qualcomm Inc. and Qualcomm Technologies, Inc. are the real parties-in-

interest. 

 Related Matters (37 C.F.R. § 42.8(b)(2)) 

The ’196 Patent and its Related Patents (U.S. Pat. No. 8,443,216, the parent of 

the ’196 Patent, and U.S. Pat. No. 8,271,812, the grandparent of the ’196 patent) are 

involved in the following pending litigation that may affect, or be affected by, a 

decision in this proceeding:  Qualcomm Inc. v. Apple Inc., Case No. 3:17-cv-1375 

(S.D. Cal.) (“’1375 Case”). 

Petitioners are filing IPR petitions directed to the Related Patents (U.S. Pat. 

Nos. 8,443,216 and 8,271,812) concurrently with the filing of this petition. 
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 Lead and Back-Up Counsel and Service Information (37 C.F.R. 
§ 42.8(b)(3) and (b)(4)) 

Lead Counsel Back-up Counsel 
John A. Marlott, Reg. No. 37,031 
JONES DAY 
77 W. Wacker Dr. 
Chicago, IL 60601 
(312) 269-4236 
jamarlott@jonesday.com 

Matthew W. Johnson, Reg. No. 59,108  
JONES DAY  
One Mellon Center  
500 Grant Street  
Pittsburgh, PA 15219  
(412) 394-9524  
mwjohnson@jonesday.com 
John M. Michalik, Reg. No. 56,914 
JONES DAY 
77 W. Wacker Dr. 
Chicago, IL 60601 
(312) 269-4215 
jmichalik@jonesday.com 
Thomas W. Ritchie, Reg. No. 65,505 
JONES DAY 
77 W. Wacker Dr. 
Chicago, IL 60601 
(312) 269-4003 
twritchie@jonesday.com 

 
Pursuant to 37 C.F.R. § 42.10(b), a Power of Attorney accompanies this 

Petition.  Please address all correspondence to lead and back-up counsel at the address 

above.  Qualcomm also consents to electronic service by email at the email addresses 

listed above. 

 Fees (37 C.F.R. § 42.103) 

The undersigned representative of Petitioners authorizes the Board to charge 

the $15,500 Petition Fee, as well as any additional fees, to Deposit Account 501432, 
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