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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 
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____________ 
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I. INTRODUCTION 
Facebook, Inc., Instagram, LLC, and WhatsApp Inc., (“Petitioner”) 

filed a Petition (Paper 2, “Pet.”), requesting an inter partes review of claims 

1, 4–6, 8, 9, and 12–14 of U.S. Patent No. 8,677,250 B2 (Ex. 1001, “the 

’250 patent”).  Patent Owner Blackberry Limited filed a Preliminary 

Response (Paper 6, “Prelim. Resp.”).  Pursuant to our authorization, 

Petitioner additionally filed a Reply (Paper 7) and Patent Owner filed a Sur-

Reply (Paper 10).  Upon consideration of the Petition, Preliminary 

Response, Reply and Sur-Reply, we instituted inter partes review of all 

challenged claims on all grounds raised.  Paper 11 (“Dec. Inst.”).   

Patent Owner filed a Response to the Petition (Paper 22, “PO Resp.”) 

and Petitioner filed a Reply (Paper 30, “Pet. Reply”).  Patent Owner filed a 

Sur-Reply (Paper 34, “PO Sur-Reply”).  An oral hearing was held on 

September 8, 2020, and the hearing transcript is included in the record.  See 

Paper 40 (“Tr.”). 

We have jurisdiction under 35 U.S.C. § 6(b).  This is a Final Written 

Decision under 35 U.S.C. § 318(a) and 37 C.F.R. § 42.73.  For the reasons 

set forth below, we find Petitioner has not shown by a preponderance of 

evidence that claims 1, 4–6, 8, 9, and 12–14 of the ’250 patent are 

unpatentable.   

A. RELATED PROCEEDINGS 
The parties identify the following related matters: 

BlackBerry Ltd. v. Facebook, Inc., Case No. 2:18-cv-01844-GW-KS 

(C.D. Cal.); Facebook, Inc. v. BlackBerry Ltd., Case No. IPR2019-00516; 

Facebook, Inc. v. BlackBerry Ltd., Case No. IPR2019-00528; Facebook, Inc. 

v. BlackBerry Ltd., Case No. IPR2019-00706; Facebook, Inc. v. BlackBerry 
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Ltd., Case No. IPR2019-00787; Facebook, Inc. v. BlackBerry Ltd., Case No. 

IPR2019-00899; Facebook, Inc. v. BlackBerry Ltd., Case No. IPR2019-

00923; Facebook, Inc. v. BlackBerry Ltd., Case No. IPR2019-00924; 

Facebook, Inc. v. BlackBerry Ltd., Case No. IPR2019-00925; Facebook, Inc. 

v. BlackBerry Ltd., Case No. IPR2019-00940; Facebook, Inc. v. BlackBerry 

Ltd., Case No. IPR2019-00941.  Pet. 1; Paper 4, 2–3. 

B. THE ’250 PATENT 
The ’250 patent is directed to integrating a game application with an 

instant messaging (IM) application.  Ex. 1001, 1:15–19, 2:36–39.  

Specifically, the ’250 patent discloses a technique “for using a contact list 

entry of an IM contact list interface to designate an IM game in progress to 

facilitate switching between an IM conversation and an IM game.”  Id. at 

2:36–39.  Figure 7B is reproduced below. 

 
Figure 7B “illustrates a view 710 of contact list 703 depicting contacts 308 

in an embodiment where a single individual contact element (e.g. 704) may 

represent a contact element for both IM conversation and IM game 

purposes.”  Id. at 10:60–64.  Selecting a contact element invokes a menu that 
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allows the user to open either a conversation or game screen.  Id. at 11:11–

21.   

Figure 5B is reproduced below.   

 
Figure 5B is an example of an IM view of a current conversation interface.  

Id. at 10:8–9. 

As a new move is received from the contact in the associated 
game in progress, a notification of the new move 522 is presented 
in the conversation screen (e.g. portion 504) in a manner similar 
to how a new message is presented. The user may then select and 
open or switch (not shown) to the game in progress from the 
conversation interface 520. 

Id. at 10:10–15. 

C. ILLUSTRATIVE CLAIM 
Petitioner challenges claims 1, 4–6, 8, 9, and 12–14.  Challenged 

claims 1 and 9 are independent. Claim 1 is illustrative and is reproduced 

below: 

1. A method of enabling a game to be played on an electronic 
device, the method comprising: 

enabling a game application on the electronic device to utilize 
a contact list for an instant messaging application for playing 
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games with contacts in the contact list by identifying game play 
in the contact list; 

during a game in progress with a particular contact in the 
contact list, preparing game messages to be sent to the particular 
contact by including game progress data in an instant messaging 
message and an identifier to associate the data with the game 
application; 

communicating at least one game message during the game in 
progress with the particular contact using an instant messaging 
system used by the instant messaging application; 

displaying at least one instant message in an instant 
messaging conversation user interface associated with the 
particular contact indicative of game progress, the instant 
messaging conversation user interface enabling additional 
instant messages to be sent to the particular contact in addition to 
instant messages indicating game play; and 

displaying a game in progress user interface associated with 
the game play, after detecting a selection in the instant 
messaging conversation user interface to switch to the game in 
progress. 

Id. at 13:18–43. 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


