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UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

INTUITIVE SURGICAL, INC., 
Petitioner, 

v. 

ETHICON LLC, 
Patent Owner. 

IPR2019-00991 
Patent 8,602,287 B2 

Before JOSIAH C. COCKS, ZHENYU YANG, and  
JOHN E. SCHNEIDER, Administrative Patent Judges. 

YANG, Administrative Patent Judge. 
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JUDGMENT 
 

Final Written Decision 
Determining All Challenged Claims Unpatentable 

35 U.S.C. § 318(a) 
 

Granting-in-Part, Dismissing-in-Part, and Denying-in-Part  
Patent Owner’s Motion to Exclude (Paper 37) 

37 C.F.R. § 42.64(c) 
 

Granting-in-Part, Denying-in-Part without Prejudice  
Patent Owner’s Motion to Seal (Paper 15) 

37 C.F.R. § 42.55  
 

Granting-in-Part, Denying-in-Part without Prejudice to Patent Owner 
Petitioner’s Motion to Seal (Paper 24) 

37 C.F.R. § 42.55 

Granting Patent Owner’s Motion to Seal (Paper 34) 
37 C.F.R. § 42.55  
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I. INTRODUCTION 

A. Background and Summary 

Intuitive Surgical, Inc. (“Petitioner”) filed a Petition (Paper 2, “Pet.”) 

seeking an inter partes review of claims 13–15, 17, and 18 of U.S. Patent 

No. 8,602,287 B2 (Ex. 1001, “the ’287 patent”). We instituted trial to review 

the challenged claims. Paper 6 (“Dec.”). Thereafter, Ethicon LLC (“Patent 

Owner”) filed a Response to the Petition (Paper 16, “PO Resp.”), Petitioner 

filed a Reply (Paper 25), and Patent Owner filed a Sur-Reply (Paper 34). 

The parties also filed Patent Owner’s Identification of Allegedly New 

Arguments in Petitioner’s Reply and Petitioner’s Response Thereto 

(Paper 32), and briefed the issue whether we should exclude certain 

arguments in Petitioner’s Reply and evidence in support thereof (Papers 37, 

39, 40). An oral hearing for this proceeding was held on September 10, 

2020, and a transcript of that hearing is of record. See Paper 42 (“Tr.”). 

The Board has jurisdiction under 35 U.S.C. § 6 and issues this final 

written decision pursuant to 35 U.S.C. § 318(a) and 37 C.F.R. § 42.73. For 

the reasons provided below, and based on the evidence and arguments 

presented in this proceeding, we conclude Petitioner has established by a 

preponderance of the evidence that claims 13–15, 17, and 18 of the ’287 

patent are unpatentable. 

B. Related Matters 

According to the parties, Patent Owner asserted the ’287 patent 

against Petitioner in Ethicon LLC v. Intuitive Surgical, Inc., Case 1:18-cv-

1325 (D. Del.). Pet. 2; Paper 5, 2. 

C. The ’287 Patent 

The ’287 patent is directed to a motor-driven surgical cutting and 

fastening instrument that comprises an end effector, an electric motor, and a 
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motor control circuit. Ex. 1001, Abstract. Figure 1, reproduced below, 

depicts a surgical instrument according to the ’287 patent: 

 
Figure 1 of the ’287 patent depicts a motor-driven surgical cutting and 

fastening instrument 10. Ex. 1001, 3:6–7. Surgical instrument 10 comprises 

handle 6, shaft 8, and articulating end effector 12 pivotally connected to 

shaft 8. Id. at 3:16–18.  

Figure 3 of the ’287 patent is reproduced below:  
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Figure 3 is an exploded view of end effector 12. Id. at 4:22. End effector 12 

includes channel 22, anvil 24, cutting instrument 32, sled 33, staple cartridge 

34 that is removably seated in channel 22, and helical screw shaft 36. Id. at 

4:24–27. Cutting instrument 32 may be, for example, a knife. Id. at 4:28.  

According to the ’287 patent, in operational use, closure trigger 18 

may be actuated first. Id. at 4:8–9.  

When the closure trigger 18 is actuated, that is, drawn in by a 
user of the instrument 10 toward the pistol grip portion 26, the 
anvil 24 may pivot about the pivot point 25 into the clamped or 
closed position. If clamping of the end effector 12 is satisfactory, 
the operator may actuate the firing trigger 20, which causes the 
knife 32 and sled 33 to travel longitudinally along the channel 
22, thereby cutting tissue clamped within the end effector 12. The 
movement of the sled 33 along the channel 22 causes the staples 
of the staple cartridge 34 to be driven through the severed tissue 
and against the closed anvil 24, which turns the staples to fasten 
the severed tissue. 

Id. at 4:34–45. 
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