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Petitioner Guest Tek Interactive Entertainment (“Guest Tek’) submits this
reply in accordance with the Board’s Order dated November 6, 2019 (Paper No. 6).

I. THE BOARD SHOULD NOT DENY INSTITUTION UNDER § 314(A)
A. NHK Spring supports granting, rather than denying, institution.

The Board requested that Guest Tek address any impact on this proceeding
of NHK Spring Co. v. Intri Plex Techs., Inc., IPR2018-00752, Paper 8 (Sept. 12,
2018). In short, NHK Spring does not favor denying institution under § 314(a) as
Patent Owner (“Nomadix”) suggests. Along with other relevant factors, the factors
identified in that decision favor institution.

Nomadix requests denial of institution because of (1) Guest Tek’s alleged
delay in filing the petition and (2) the supposedly advanced stage of a parallel
district court breach-of-contract case. Resp. § VII.A. First, as to alleged delay,
NHK Spring held that a petitioner’s awareness of prior art for ten years before
filing a petition was irrelevant when the petitioner was not time-barred and gained
no tactical advantage. IPR2018-00752 (Paper 8) at 19. Similarly, Guest Tek’s
petition was timely, which is undisputed. Nomadix suggests that Guest Tek
delayed by filing after the § 315(b) deadline. Resp. at 41. But that deadline only
applies to patent infringement defendants. Nomadix chose not to allege patent
infringement. Guest Tek therefore had every right to file its petition when it did.

Nor was there delay in filing the petition. Guest Tek did not even know
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which patent claims Nomadix would assert in the district court until Nomadix
served its final infringement contentions on May 31, 2019. Ex. 1023. Moreover,
Guest Tek diligently searched for prior art and pursued its IPR after Nomadix first
asserted the 917 patent on August 30, 2017. Ex. 1024. The case was stayed, upon
Guest Tek’s March 2018 motion, pending resolution of whether Nomadix owned
the asserted patents and had standing, until February 2019. Ex. 1025 (D.I. 241,
325). Guest Tek did not file an IPR during the stay to preserve resources and
attorneys’ fees for a case that it thought should be dismissed. After the stay, Guest
Tek diligently resumed its prior art search, completed it in April 2019, and
diligently prepared and filed its petition in June 2019. There was no delay.

Nor did Guest Tek gain a tactical advantage. Nomadix claims, without
explanation, that the time lapse before Guest Tek filed its IPR petition “has given
[1t] the opportunity to adapt its petition theories to arguments and positions
Nomadix had developed in the Lawsuit.” Resp. at 41. That is untrue. Nomadix
had not addressed any of the prior art at issue in the petition in the district court
case before Guest Tek filed the petition. Therefore, Guest Tek could not have, and
did not, adapt its petition to Nomadix’s district court arguments and positions.

Second, as to the stage of the district court case, NHK Spring did not
suggest or hold that the fact a district court might decide the same invalidity issues

before the PTAB was, by itself, enough to deny institution under § 314(a). The
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