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I.  THE BOARD SHOULD DENY THE PETITION 

Petitioner cannot escape the inefficiencies created by the advanced stage of 

copending litigation—the full ramifications of which were well known to Petitioner 

when it filed the Petition two-and-a-half years after the district court litigation began.  

Petitioner cannot escape three fundamental facts: 

1. Patent Owner sued Petitioner in 2016 (“the October 2016 Action”), and 

Petitioner answered in September 2017 alleging invalidity of the ’917 patent. 

2. Petitioner filed its Petition in June 2019 asserting three grounds of 

invalidity, and in the same month (and for the first time) asserted exactly the same 

three invalidity theories in the October 2016 Action. 

3. When Petitioner filed its Petition in June 2019, it did so despite 

knowing that claim construction, fact discovery and expert discovery would all be 

complete before any institution decision on the Petition; and it did so despite 

knowing that a district court trial would commence ten months before any decision 

by the Board (if review were instituted). 

In these circumstances, Petitioner’s delay weighs heavily in favor of the Board 

exercising its discretion under § 314(a) to deny institution. 

A. The record shows unexcused delay and no diligence in filing the Petition  

Petitioner argues there was no delay in filing the present petition, and that 

Petitioner was diligent.  Reply at 1-2.  The record shows otherwise.   
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