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L. INTRODUCTION

Petitioner raises two main arguments, the first of which is that the revised
Motion to Amend (rMTA) is impermissible because it allegedly “advances entirely
new claim limitations and accompanying arguments ‘unrelated to issues raised in

299

the preliminary guidance [PG] and/or petitioner’s opposition to the MTA.”” Opp. at
6. However, the rMTA is responsive to the opposition and PG because it 1) removes
limitations argued by Petitioner and observed by the PG to constitute new matter,
and i1) adds limitations which narrow the claims to exclude subject matter that
Petitioner’s expert argued as being the “safest and most logical” application of auto-
pilot principles to prior art parachute deployment systems. PG at 5; Ex. 1045 989.
Further, the Notice regarding the rMTA program specifically addressed the concern
raised by Petitioner and concluded that “to the extent that a revised motion to amend
is deemed to be a second motion to amend . . . the filing of an opposition to an initial
MTA by a petitioner, or the issuance of preliminary guidance by the Board, provides
‘a good cause showing’ for purposes of the filing of a revised MTA under 37 CFR
42.121(c) and 42.221(c).” Ex. 2037 at 9504. The rMTA is thus proper.

Petitioner’s second argument (at 8-13), that the original disclosure does not
disclose “processor-based selection between the two recited ‘procedures’ ignores

the 911 Application’s teachings concerning the determinations made by the

processor. The specification teaches that the processor selects one of the following
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two procedures based, for instance, on the handle pull-count: 1) increase altitude and
then deploy the parachute (when pull-count equals one) or ii) the override procedure
(when pull-count equals two). The application thus supports the substitute claims.

II. THE RMTA RESPONDS TO THE PANEL’S PRELIMINARY
GUIDANCE AND PETITIONER’S OPPOSITION TO THE MTA

Petitioner argues (at 1-6) that the rMTA 1s improper because it is not
“responsive” to the opposition or PG. Underlying the Petitioner’s argument is the
notion that the original MTA somehow constrains the rMTA like an original brief
and opposition constrain a reply or sur-reply. An rMTA is not so constrained.

This same concern was raised by commenters opposing the rMTA program
and the concern was rejected by the Director. Some commenters argued that “patent
owners would not file their most substantive claim amendments until filing a revised
MTA.” Ex. 2037 at 9504. The Director responded by explaining that, to the extent
the rMTA is considered a new MTA, that is justified by the PG and the opposition.

In addition, the revised motion to amend is not a second motion to
amend per se, but rather a revised version of the initially-filed motion
to amend. For purposes of the pilot program, zo the extent that a revised
motion to amend is deemed to be a second motion to amend, however,
the filing of an opposition to an initial MTA by a petitioner, or the
issuance of preliminary guidance by the Board, provides “a good
cause showing’’ for purposes of the filing of a revised MTA under 37
CFR 42.121(c) and 42.221(c). The Office determines that each of
those papers provides “good cause’’ because they present information
relevant to whether an MTA meets statutory and regulatory
requirements and/or whether proposed substitute claims meet the
patentability requirements under the Patent Act in light of prior art of
record.
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