
  

UNITED STATES PATENT AND TRADEMARK OFFICE 
 

 
 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 
 

 
 

Ericsson Inc. 
 

Petitioner 
 

v. 
 

Electronics and Telecommunications Research Institute 
 

Patent Owner 
 
 

Patent No. 9,204,438 B2 
Filing Date: April 27, 2015 

Issue Date: December 1, 2015 
 

Title: GENERATING DOWNLINK FRAME AND SEARCHING FOR CELL 
 

Inter Partes Review No. IPR2019-00239 
 
 

PETITION FOR INTER PARTES REVIEW 
UNDER 35 U.S.C. §§ 311-319 AND 37 C.F.R. § 42.100 ET SEQ. 

 
 
 
 
  
 
 
 
 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


i 

Table of Contents 

I. Preliminary Statement .................................................................................. 1 

II. Identification of Challenge and Relief Requested ...................................... 2 

III. Technological Background ........................................................................... 3 

A. Synchronization Signals in Wireless Networks .................................... 3 

B. Standardization of Synchronization Signals and Frame 
Structure in LTE .................................................................................... 6 

C. The ’438 Patent ...................................................................................10 

1. Prosecution History ...................................................................10 

2. Alleged Problem Addressed by ’438 Patent .............................11 

3. The ’438 Patent’s Solution ........................................................11 

D. Challenged Claims ..............................................................................11 

E. Level of Ordinary Skill .......................................................................11 

F. Claim Construction..............................................................................12 

G. Claimed Priority Date ..........................................................................14 

IV. The Challenged Claims are not Entitled to their Claimed Priority 
Dates ..............................................................................................................14 

A. Legal Standard for Priority ..................................................................14 

1. Patent Owner Must Prove Entitlement to an Earlier 
Priority Date ..............................................................................14 

2. Patent Owner must Prove § 112 ¶1 support for its claims 
in the priority application ..........................................................15 

3. 112 ¶1 requires both a written description of the claimed 
invention and a disclosure that enables a POSITA to 
make and use the claimed invention .........................................15 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


ii 

B. The Challenged Claims are not Entitled to Either 2007 Priority 
Date ......................................................................................................18 

1. The ’837 and ’915 Applications fail to provide § 112 ¶1 
Support for “the [] scrambling sequence is determined 
based on a remainder of dividing an index of the [] short 
sequence by 8” ..........................................................................18 

2. The ’837 and ’915 Applications. fail to provide § 112 ¶1 
Support for “the [first/second] secondary synchronization 
signal comprises a first short sequence and a second short 
sequence, the [first/second] short sequence is scrambled 
with a first scrambling sequence, and the [second/first] 
short sequence is scrambled with a second scrambling 
sequence and a [third/fourth] scrambling sequence” ................21 

3. The ’837 and ’915 Applications fail to provide § 112 ¶1 
Support for “transmitting the downlink frame through a 
transmission antenna” ...............................................................30 

C. The Challenged Claims are not Entitled to The ’272 
Application’s Priority Date .................................................................31 

1. The ’272 Application fails to provide § 112 ¶1 Support 
for “the [first/second] secondary synchronization signal 
comprises a first short sequence and a second short 
sequence, the [first/second] short sequence is scrambled 
with a first scrambling sequence, and the [second/first] 
short sequence is scrambled with a second scrambling 
sequence and a [third/fourth] scrambling sequence” ................31 

V. Prior Art .......................................................................................................32 

A. 36.211 v8.2.0 .......................................................................................32 

B. 36.211 v8.1.0 .......................................................................................33 

C. R1-074498 ...........................................................................................33 

D. 36.211 v8.0.0 .......................................................................................34 

E. R1-073172 ...........................................................................................34 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


iii 

F. 49b v010 Meeting Summary ...............................................................35 

G. R1-071794 ...........................................................................................35 

H. R1-071584 ...........................................................................................35 

I. R1-072837 ...........................................................................................36 

VI. Claims 15-18 are Unpatentable ..................................................................36 

A. Ground #1: 36.211 v8.2.0 Anticipates Claims 15-18 and/or 
Renders Them Obvious .......................................................................36 

1. A POSITA would Understand 36.211 v8.2.0 to Anticipate 
Claim 15 and/or Render it Obvious ..........................................37 

a. [15pre] A method of generating a downlink frame 
in a wireless communication system, the method 
comprising: .....................................................................37 

b. [15a.] generating a downlink frame including a 
primary synchronization signal, a first secondary 
synchronization signal and a second secondary 
synchronization signal; and ............................................40 

c. [15b.] including cell identity group information in 
each of the first and second secondary 
synchronization signals and including cell identity 
information within a cell identity group in the 
primary synchronization signal so that a terminal 
searches for a cell using the cell identity group 
information and the cell identity information; ...............41 

d. [15c.] wherein the cell identity group information 
is identified using at least one of the first 
secondary synchronization signal and the second 
secondary synchronization signal, and the cell 
identity information is identified using the primary 
synchronization signal ....................................................45 

e. [15d] wherein the first secondary synchronization 
signal comprises a first short sequence and a 
second short sequence, the first short sequence is 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


iv 

scrambled with a first scrambling sequence, and 
the second short sequence is scrambled with a 
second scrambling sequence and a third 
scrambling sequence .......................................................45 

f. [15e] wherein the second secondary 
synchronization signal comprises the first short 
sequence and the second short sequence, the 
second short sequence is scrambled with the first 
scrambling sequence, and the first short sequence 
is scrambled with the second scrambling sequence 
and a fourth scrambling sequence, and ...........................46 

g. [15f] wherein the first scrambling sequence and 
the second scrambling sequence are determined 
based on the cell identity information contained in 
the primary synchronization signal, the third 
scrambling sequence is determined based on a 
remainder of dividing an index of the first short 
sequence by 8, and the fourth scrambling sequence 
is determined based on a remainder of dividing an 
index of the second short sequence by 8; and ................48 

h. [15g] transmitting the downlink frame through a 
transmission antenna .......................................................51 

2. A POSITA would Understand 36.211 v8.2.0 to Anticipate 
Claim 16 and Render it Obvious ...............................................52 

a. [16pre] The method of claim 15 .....................................52 

b. [16a] wherein the first short sequence scrambled 
with the first scrambling sequence and the second 
short sequence scrambled with the second 
scrambling sequence and the third scrambling 
sequence in the first secondary synchronization 
signal are alternately disposed on a plurality of 
sub-carriers, and the second short sequence 
scrambled with the first scrambling sequence and 
the first short sequence scrambled with the second 
scrambling sequence and a fourth scrambling 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
	� Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

	� Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
	� With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

	� Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
	� Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

	� Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


