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UNITED STATES DISTRICT COURT
WESTERN DISTRICT OF TEXAS

WACO DIVISION

CANON, INC.

Plaintiff,

vs.

ROKU INC.,

Defendant.

CIVIL ACTION NO. 6:19-cv-00245

JURY TRIAL DEMANDED

CANON, INC.’S UNOPPOSED MOTION
TO DISMISS WITHOUT PREJUDICE
CANON’S CLAIMS AGAINST ROKU

Plaintiff Canon, Inc. (“Canon” or “Plaintiff”) for the limited purpose of this case,

in consideration of mutual agreements with Defendant Roku Inc. (“Roku” or

“Defendant”) (collectively, “Parties”), agree and move the Court as follows:

1. Parties agree that Roku, including its subsidiaries and affiliates, will not

file a declaratory judgment action in any court in connection with U.S. Patent Nos.

7,746,413 (“the ’413 Patent”), 8,078,767 (“the ’767 Patent”), 8,346,986 (“the ’986 Patent”),

8,713,206 (“the ’206 Patent”), and 7,810,130 (“the ’130 Patent”) (collectively, “Asserted

Patents”) during the pendency (through settlement or final appeal, whichever occurs later)

of  the  following  dispute  between  Canon  and  TCL  entities: Canon, Inc. v. TCL

Electronics Holdings Ltd., et al., Civ. No. 2:18-cv-00546 (E.D. Tex.).

2. Parties agree that Canon, in consideration of Roku’s agreement above,

will move this Court to dismiss without prejudice Canon’s claims against Roku in this
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action.

3. Parties  agree  that,  if  Canon  files  claims  against  Roku  in  any  court  in

connection with the Asserted Patents, the restrictions set forth in paragraph 1 above

automatically terminate concurrently with any such filing.

THEREFORE, under Parties’ mutual agreements, Canon moves that this Court

dismiss without prejudice Canon’s claims against Roku in this action.

Case 6:19-cv-00245-ADA   Document 9   Filed 07/31/19   Page 2 of 4

IPR2020-00343 Page 00002f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


3

DATED: July 31, 2019

  By: /s/John P. Palmer
John P. Palmer
State Bar No. 15430600
palmer@namanhowell.com
John A. "Andy" Powell
State Bar No. 24029775
USPTO Reg. No. 71,533
powell@namanhowell.com
NAMAN HOWELL SMITH & LEE, PLLC
400 Austin Ave., Suite 800
Waco, Texas 76701
Tel.: (254) 755-4100
Fax: (254) 754-6331
LOCAL COUNSEL FOR PLAINTIFF

YAR R. CHAIKOVSKY (CA Bar #175421
admitted pro hac vice and admission to be
submitted) yarchaikovsky@paulhastings.com
DAVID OKANO (CA Bar #278485 pro hac vice
and admission to be submitted)
davidokano@paulhastings.com
NOBUMASA HIROI (CA Bar # 289592 pro hac
vice and admission to be submitted)
nobumasahiroi@paulhastings.com

PAUL HASTINGS LLP
1117 S. California Avenue Palo Alto, California
94304-1106
Tel.: (650) 320-1800
Fax.: (650) 320-1900

HIROYUKI HAGIWARA (NY Bar #3063690 pro
hac vice and admission to be submitted)
hiroyukihagiwara@paulhastings.com
KYOTARO OZAWA (NY Bar # 5142567 pro
hac vice and admission to be submitted)
kyotaroozawa@paulhastings.com

PAUL HASTINGS FOREIGN LAW JOINT
ENTERPRISE
Ark Hills Sengokuyama Mori Tower
Fortieth Floor
1-9-10 Roppongi
Minato-ku, Tokyo 106-0032 Japan
Tel.: 81-3-6229-6015
Fax.: 81-3-6229-7015

ATTORNEYS FOR PLAINTIFF
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CERTIFICATE OF SERVICE

I certify that on July 31, 2019, I served the foregoing instrument on all counsel of record
via the Court’s ECF system and/or via email.

/s/ John P. Palmer
 John P. Palmer

Case 6:19-cv-00245-ADA   Document 9   Filed 07/31/19   Page 4 of 4

IPR2020-00343 Page 00004f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


LEGAL_JP # 4245945.1

DRAFT PROPOSED ORDER

1

UNITED STATES DISTRICT COURT
WESTERN DISTRICT OF TEXAS

WACO DIVISION

CANON, INC.

Plaintiff,

vs.

ROKU INC.,

Defendant.

CIVIL ACTION NO. 6:19-cv-00245

JURY TRIAL DEMANDED

[PROPOSED] ORDER DISMISSING WITHOUT PREJUDICE
CANON’S CLAIMS AGAINST ROKU

Before the Court is Plaintiff Canon, Inc. (“Canon” or “Plaintiff”) Unopposed Motion

to Dismiss Without Prejudice Canon’s Claims Against Roku ( “Unopposed Motion”) made

pursuant to mutual agreements with Defendant Roku Inc. (“Roku” or “Defendant”)

(collectively, “Parties”).  After considering the Unopposed Motion, the Court finds that the

Unopposed Motion should be GRANTED.  It is therefore

ORDERED that Canon’s claims against Roku in this the above-captioned action

is HEREBY DISMISSED WITHOUT PREJUDICE.   Each  party  shall  bear  its  own

fees and costs.

Case 6:19-cv-00245-ADA   Document 9-1   Filed 07/31/19   Page 1 of 2

IPR2020-00343 Page 00005f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


