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PATENT OWNER’S MANDATORY NOTICES 

UNDER 37 C.F.R. § 42.8 
 

Pursuant to 37 C.F.R. § 42.8, the patent owner, Sumitomo Dainippon 

Pharma Co., Ltd. (“Patent Owner”), hereby submits the following Mandatory 

Notices in response to the Petition for Inter Partes Review of U.S. Patent No. 

9,815,827. 

1. Real Party-In-Interest under 37 CFR § 42.8(b)(1) 

Sumitomo Dainippon Pharma Co., Ltd. and Sunovion Pharmaceuticals, Inc. 

are the Real Parties-in-Interest. 

2. Related Matters under 37 CFR § 42.8(b)(2) 

The ‘827 patent was the subject of the following District Court litigations: 

(Nos.: 2:18-cv-02065 (NJD); 1:18-cv-00256 (DED); 2:18-cv-02620 (NJD); 1:18-

cv-02107 (NYSD); 1:18-cv-01444 (NYED); 1:18-cv-00185 (NCMD); 1:18-cv-

00369 (DED); 2:18-cv-13478 (NJD); 2:18-cv-13833 (NJD); 2:18-cv-14787 (NJD). 

None of the litigations is pending. 

3. Lead and Back-Up Counsel, under 37 CFR § 42.8(b)(3) 

Patent Owner designates the following lead and back-up counsel: 

LEAD COUNSEL BACK-UP COUNSEL 
Dorothy P. Whelan, Reg. No. 33,814 
3200 RBC Plaza 
60 South Sixth Street 
Minneapolis, MN 55402 
Tel: 612-335-5070/Fax 877-769-7945 

W. Chad Shear, Reg. No. 47,938 
3200 RBC Plaza 
60 South Sixth Street 
Minneapolis, MN 55402 
Tel: 858-678-5070/Fax 877-769-7945 
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IPR46094-0002IP1@fr.com PTABInbound@fr.com  
 
4. Service Information under 37 CFR § 42.8(b)(4)(i) et seq. 

Please address all correspondence and service to the address of counsel 

listed above. Patent Owner also consents to electronic service by email at 

IPR46094-0002IP1@fr.com (referencing No. 46094-0002IP1 and cc’ing 

PTABInbound@fr.com, whelan@fr.com and shear@fr.com). 

  Respectfully submitted, 
 
 
 
Date:June 18, 2020  /Dorothy P. Whelan/  
  Dorothy P. Whelan, Reg. No. 33,814 
   
 
Customer Number 26171 
Fish & Richardson P.C. 
Telephone:  (612) 335-5070 
Facsimile:   (877) 769-7945 
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CERTIFICATE OF SERVICE 

Pursuant to 37 CFR §§ 42.6(e)(4) and 42.205(b), the undersigned certifies 

that on June 18, 2020, a complete and entire copy of this Patent Owner’s 

Mandatory Notices and Power of Attorney were provided via electronic service, to 

the Petitioner by serving the correspondence address of record as follows: 

 
Louis H. Weinstein 
Patrick G. Pollard 

Windels Marx Lane & Mittendorf, LLP 
1 Giralda Farms 

Madison, NJ 07940 
 

E-mail:      lweinstein@windelsmarx.com   
ppollard@windelsmarx.com  

 

/Christine Rogers/     
       Christine Rogers 
       Fish & Richardson P.C. 
       60 South Sixth Street, Suite 3200 
       Minneapolis, MN 55402 
       (650) 839-5092 
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