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I. INTRODUCTION

Contrary to Petitioner’s contention, the proposed substitute claims 20
through 29 in Patent Owner’s Revised Motion to Amend (the “Revised Motion”)
are patentable. (See generally Paper 37.) All of the amendments respond to
Petitioner’s grounds of unpatentability, none of the amendments seeks to enlarge
the scope of the claims or to introduce new subject matter, and the original
disclosure of the patent fully supports the requested changes in each substitute
claim. See 35 U.S.C. § 316(d)(3); 37 C.F.R. § 42.121(a)(2). Further, the
amendments sought in the Revised Motion reflect the Board’s Preliminary
Guidance. (See generally Paper 34.)

Petitioner’s arguments in opposition to the Revised Motion rely on
misrepresentations of the record, the law, and the Board’s Preliminary Guidance.
Thus, Petitioner has not met its burden to show that the revised proposed substitute
claims are unpatentable. For these reasons and those detailed below, the Revised
Motion should be granted.

II. THE PROPOSED AMENDMENTS ARE APPROPRIATE
A.  The Specification Provides Sufficient Support for Testing
The Board’s Preliminary Guidance found that:
[the original substitute claims 20 and 21] recite the possibility that the
HPLMN list is stored in neither the SIM nor the mobile station memory,

such that the steps of claim 1 are not performed, which is a possibility

that is not described in the cited portions of the written description.
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